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The United States Trade-Mark Association, organized in 1878 and incorporated 
in 1887 as a non-profit organization under the laws of the State of New York, 
perform the following services for its members: 


LIBRARY OF TRADE-MARK INFORMATION 


During its sixty-six years of existence the Association has been accumulating comprehen- 
sive records, files and a general library of information on trade-mark matters. Members or 
their counsel have access to these records at any time. 


DISTRIBUTION OF TRADE-MARK INFORMATION 


From the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 
frequent “Legal Reports,” distributes valuable and timely trade-mark information and discussion 
among its members. 


LEGISLATIVE ACTIVITIES 


In all cases where manufacturers are confronted by proposed state, federal or foreign trade- 
mark laws, rules and regulations of administrative bodies or laws deemed adverse to their 
interests, the Association places its facts and findings at the disposal of the trade-mark owners 
concerned so that they can point out to lawmakers and others the harmful features and effects of 
such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 
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SPECIAL SERVICES 


In addition to the foregoing general services, the Association is prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff’s time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 
and publication of slogans and all similar matters which do not involve or imply the practice 
of law. 
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SOUND POLICIES AND PRACTICES 


The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
guided by able committees composed of business men and trade-mark attorneys. This makes 
the Association’s services of exceptional value to members. 
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PART I 


THE LANHAM ACT—AN ANALYSIS 
By Sylvester J. Liddy* 


What Is a Trade-Mark? 


To understand properly the new Federal Trade-Mark Act, it is first necessary 
to have a clear understanding of just what a trade-mark is and how it functions. 
There are certain fundamental aspects relative to trade-marks which must be borne 
in mind. If these aspects are grasped, the distinction between trade-marks and 
service marks, and between trade-marks and certification marks will be more readily 
understood. 

There have been many judicial definitions of the term “trade-mark,” but one of 
the best definitions is that given by Upton in his treatise on the law of trade-marks 
written in 1860. A trade-mark, as defined by Upton, is ‘a name, symbol, figure, 
letter, form or device, adopted and used by a manufacturer or merchant in order to 
designate the goods that he manufactures or sells and distinguish them from those 
manufactured or sold by another; to the end that they may be known in the mar- 
ket as his and thus enable him to secure such profits as result from a reputation for 
superior skill, industry or enterprise.” 

The Act of 1946 (Lanham Act) defines a trade-mark as follows :* 


“The term ‘trade-mark’ includes any word, name, symbol or device or any combina- 
tion thereof adopted and used by a manufacturer or merchant to identify his goods and 
distinguish them from those manufactured and sold by others.” 


A trade-mark, to function as such, must point to the origin or ownership of the 
article to which it is applied. A trade-mark, therefore, is the symbol of the good- 
will of the business in connection with which the mark is used. A trade-mark can 
never exist apart from an established business. Or, as the courts have said, “there 
can be no trade-mark rights in gross.” 


How are Trade-Mark Rights Acquired? 


The next point to be noted is the manner in which trade-mark rights are acquired. 
It is a common experience among trade-mark lawyers to have clients ask them to 
“get me a trade-mark,” or “patent a name for me,” or “copyright a word for me.” 
First of all, neither the Patent Laws nor the Copyright Laws govern trade-marks. 
Federal registration of a trade-mark is, of course, governed by the Federal Trade- 
Mark statutes but ownership of a trade-mark in the United States is not created by 
the act of registration. The right of ownership rests on the common law. Reg- 
istration creates certain rights which are of great importance and these last men- 


* Member of the New York Bar; member of the Lawyers’ Advisory Committee of the United 
States Trade-Mark Association. 
1. Sec. 45. 
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tioned rights have been considerably extended and strengthened by the new Lanham 
Act, but it is the priority of adoption and use in good faith which is the ultimate 
test of ownership. 


Existing Federal Trade-Mark Statutes 


There are two Federal Trade-Mark Acts in effect. The principal Trade-Mark 
Act, the Act of February 20, 1905, has been in force for over 40 years. Registra- 
tion thereunder constitutes prima facie evidence of ownership. The Trade-Mark 
Act of March 19, 1920, provides for the registration of certain types of marks such 
as descriptive, geographic, and surname marks (not distinctively displayed) which 
are not registrable under the Trade-Mark Act of 1905. However, registration under 
the Act of March 19, 1920, does not constitute prima facie evidence of ownership 
and the owner of a trade-mark registered thereunder must always prove his owner- 
ship of the mark so registered and the validity of such mark. 


The Lanham Act 


The new Trade-Mark Act of 1946 establishes two distinct registers: (a) the 
Principal register, and (b) the Supplemental register. Registration on the Prin- 
cipal register corresponds generally to registration under the Act of 1905. Reg- 
istration under the Supplemental register corresponds generally to registration under 


the Act of 1920. 

Under the Lanham Act, registrations now existing under the Act of March 3, 
1881, or the Act of February 20, 1905, will continue in full force and effect for their 
unexpired terms and may be renewed under the provisions of Section 9 of the new 
Act. Such registrations and their renewals will be entitled to the benefits of the 
provisions of the new Act to the same extent and with the same force and effect as 
though registered on the Principal register established by the new Act, except as 
limited in Sections 8, 12, 14 and 15 of the Act. 

Marks registered under the “ten-year proviso” of Section 5 of the Act of Feb- 
ruary 20, 1905, will be deemed to have become distinctive of the registrant’s goods 
in commerce under paragraph (f) of Section 2 of the new Act and may be renewed 
under Section 9 thereof as marks coming within said paragraph. 

Registrations now existing under the Act of March 19, 1920, will expire six 
months after the effective date of the new Act or 20 years from the dates of their 
registrations, whichever date is later. Such registrations will be entitled to the 
benefits of the provisions of the new Act relating to marks registered on the Supple- 
mental register established by that Act and may not be renewed unless renewal is 
required to support foreign registrations. In that event, renewal may be effected 
on the Supplemental register under the provisions of Section 9 of the new Act. 

Marks registered under previous Acts may, if eligible, also be registered under 
the new Act.’ 


2. Sec. 46(b). 
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Will Existing Rights Under Trade-Marks Be Lost by Failure to Re-register Under 
the New Act? 


The questions most frequently asked by trade-mark owners with respect to the 
new law are: 


1. “Will I lose my present rights if I do not register under the new Act?” 
2. “Must I re-register my trade-marks under the new law?” 


The answer to both questions is “No.” The Act of 1946 specifically provides 
that ‘Nothing herein shall adversely affect the rights or the enforcement of rights 
in marks acquired in good faith prior to the effective date of this Act.’” 

Registrants under the Acts of 1881 or 1905 automatically receive the benefits of 
the new Act except that the registrations thereunder cannot become incontestable 
and may be cancelled at any time on a petition for cancellation of anyone who be- 
lieves he is or will be damaged and who establishes, by proper evidence, the likeli- 
hood of such damage. It is to be noted, however, that registrants under the Acts 
of 1881 or 1905 who are using their marks may, if they so elect, claim the benefits 
of the new Act by filing an affidavit* making such claim and paying the required 
Government fee ($10). The registrant’s mark will then be published in the Of- 
ficial Gazette of the United States Patent Office (but not for opposition) and may 
become incontestable at the expiration of five years. 


Is the Owner of An Existing Registration Under the Act of 1905 or the Act of 1881 


Obligated to Bring Such Existing Registration or Registrations Under the 
Provisions of the New Act? 


The owner of an existing registration under the Act of 1905 or the Act of 1881 
is not obligated to convert such existing registration to registration under the new 
Act. He may do so if he wishes, or he may maintain his present registration intact 
and he may also re-register his mark under the new Act. 

For reasons which will be set forth more fully hereafter,’ registrants are ad- 
vised to follow this course: That is, to maintain their present 1905 and 1881 Act 
registrations and also re-register under the new Act after July 5, 1947, the effective 
date thereof. 

Trade-marks which have been registered under the Act of 1920 may be re- 
registered upon the Supplemental register of the new Act or, if they have become 
distinctive of the owner's goods in commerce, they may be re-registered on the 
Principal register of the new Act.° This provision for registration on the Principal 
register of marks which have become distinctive of the owner’s goods is an im- 
portant advance in the law of trade-marks. Under existing statutes, and with one 
important exception, trade-marks which consist of a descriptive term or a geograph- 
ical term, or a surname (not distinctively displayed), are not registrable under our 
existing Act of 1905 which, as mentioned above, corresponds in general to the Prin- 


. Sec. 49. 

. Sec. 12(c). 

. See “Recommendations,” page 28. 
. Sec. 2(f); Sec. 27; Sec. 46(b). 
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cipal register of the new Act of 1946. The so-called “ten-year proviso’” of the 
Act of 1905° reads as follows: 


“That nothing herein shall prevent the registration of any mark used by the applicant or 
his predecessor, or by those from whom title to the mark is derived, in commerce with 
foreign nations or among the several States or with Indian tribes which was in actual or 
exclusive use as a trade-mark of the applicant, or his predecessor from whom he derived 
title, for ten years next preceding February 20, 1905.” 


Under the Act of 1905, therefore, one who had used a descriptive, geographical 
or surname mark exclusively for the particular ten years between 1895 and 1905 
and who was using his mark at the time he filed his application for registration, 
was permitted to register such mark under the Act of 1905 by virtue of the fore- 
going proviso on the theory that marks which had been thus used for that particular 
period had acquired a secondary meaning as indicating ownership and origin. The 
limitation, however, of the existing statute is at once apparent. A trade-mark owner 
may have used a descriptive, geographical or surname mark exclusively for 20 
years or longer but, nevertheless, he would have been unable to register such mark 
under the Act of 1905 unless, as pointed out above, he had used such mark ex- 
clusively for the particular ten-year period of 1895 to 1905, inclusive. 

The new Act represents an important advance in this respect and permits a 
trade-owner to register this type of mark on the Principal register of the new Act 
whenever such mark has acquired a secondary meaning, 1.e. “has become distinctive 
of the applicant’s goods in commerce.”” The new statute specifically provides that 
“except as expressly excluded in paragraphs (a), (b), (c) and (d) of this Section, 
nothing herein shall prevent the registration of a mark used by the applicant which 
has become distinctive of the applicant’s goods in commerce.”” The Commissioner 
may accept as prima facie evidence that the mark has become distinctive as applied to 
the applicant’s goods in commerce proof of substantially exclusive and continuous 
use thereof as a mark by the applicant in commerce for five years next preceding 
the date of the filing of the application for its registration.” 

Another important advantage is found in the Lanham Act with respect to marks 
of this character. The present principal trade-mark statute (Act of 1905) forbids 
the registration of surnames unless they are distinctively displayed. The prohibition 
against registration of surnames unless distinctively displayed is sound, provided the 
mark sought to be registered is primarily merely a surname. But many marks are 
primarily not surnames and in fact are only rarely found as surnames. Under the 
Act of 1905 the Commissioner of Patents must refuse registration if he finds the 
name listed even only once in a telephone or other directory. In a recent case 
which is typical, the Assistant Commissioner construed the present statute as fol- 
lows: “Although the name is an unusual name, the statute makes no distinction 
between rare names and those in common use.” 





7. Sec. 5 of the Act of February 20, 1905. 
8. U.S. C. title 15, Sec. 85. 

9: See; Zt). 

10. Sec. 2(f). 
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The same rule applies under the 1905 Act with respect to geographical terms. 
If a word otherwise registrable happens to be the name of a hamlet or town in far 
off India, registration will be refused despite the fact that its geographical signifi- 
cance may be relatively unknown in this country. The size or importance of the 
community is of no legal consequence. It is ridiculous to suppose that in such a 
case the primary significance of the name is geographic, yet this Act leaves the Com- 
missioner no alternative but to refuse registration. 

These defects are cured in the Lanham Act by requiring that these marks may 
be refused registration only when they are “primarily geographically descriptive of 
the goods of the applicant” (or deceptively misdeceptive of them) or, in the case 
of surnames, when the mark “is primarily merely a surname.” (Italics supplied.) 


What Is a Desirable Type of Trade-Mark from the Standpoint of the Legal Pro- 
tection Afforded Such Marks? 


It has frequently but inaccurately been said that a dictionary word cannot con- 
stitute proper trade-mark subject-matter. It is true, for example, the word “Ivory” 
as applied to elephant tusks or something made from an elephant tusk could not func- 
tion as a trade-mark because as so used it is a generic name. The same word 
“Ivory,” as applied to a soap, is arbitrary and fanciful and constitutes a good 
trade-mark for soap. A desirable requisite for a good trade-mark is that such mark 
be fanciful or arbitrary as applied to the particular product or products in connec- 
tion with which it is used. It should be short, easy to remember, and easy to 
pronounce. As a general rule, foreign words should be avoided. A word may be 
suggestive but it should not be descriptive of the product or the uses to which the 
product may be put. It should not consist of a geographic term and it should not be 
a surname. 

Despite advice and counsel as to the foregoing, businessmen nevertheless have, 
through the years, repeatedly selected and used surnames, descriptive terms or geo- 
graphic terms as trade-marks. They will undoubtedly continue to do so in the fu- 
ture. In the selection of marks of the foregoing types, trade-mark owners have un- 
necessarily handicapped themselves in their ability to protect their business reputa- 
tion and good-will of which their mark is a symbol from infringement and unfair 
encroachment by unscrupulous competitors. For example, in an action for infringe- 
ment, if a mark is descriptive or geographic, the owner must prove that its primary 
descriptive or geographic significance has been subordinated to the new or “second- 
ary” meaning which the mark may have acquired through long use and extensive 
promotion. That is to say, the owner must show that the primary geographic or 
descriptive meaning has faded into the background and the term as thus used and 
applied to a particular commodity has come to indicate source and origin and dis- 
tinguish the goods of the owner of the mark from all others of like class. Marks 
which have acquired such secondary significance are known in the law of trade- 
marks as “secondary meaning marks.” In every instance, however, the burden of 
establishing such secondary meaning is upon the owner of the mark. Except for the 





11. Sec. 2(e). 
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so-called “ten-year proviso” of the Act of 1905 mentioned above, this Act makes no 
provision for the registration of such secondary meaning marks. The Lanham 
Act, however, as pointed out above, does make provision for the registration of 
secondary meaning marks, i.e., marks which have become distinctive of the appli- 
cant’s goods in commerce.” 

The new Act also recognizes that while a mark may originally be excluded from 
registration on the Principal register because it is descriptive, geographic, or be- 
cause it constitutes a surname, it may nevertheless thereafter become distinctive 
of the applicant’s goods and at such time and in such event it will be admitted to 
registration on the Principal register of the new Act. 

The following provision of the Act which remedies an unfortunate present rule 
of practice under the 1905 Act is to be noted, viz.: “The Commissioner shall require 
unregistrable matter to be disclaimed but such disclaimer shall not prejudice or affect 
the applicant’s or owner’s rights then existing or thereafter arising in the disclaimed 
matter, nor shall such disclaimer prejudice or affect the applicant’s or owner’s rights 
of registration on another application of later date if the disclaimed matter has be- 
come distinctive of the applicant’s or owner’s goods or services.””** 

Marks registered under previous Acts may, if eligible, also be registered under 
the Lanham Act.“ 

Registration on the Principal register constitutes prima facie evidence of the 
registrant’s exclusive right to use the registered mark in commerce on the goods 
or services specified in the certificate of registration, subject to any conditions or 
limitations stated therein, but shall not preclude an opposing party from proving 
any legal or equitable defense or defect which might have been asserted if such mark 
had not been registered.*° Thus, it will be seen that even where “secondary mean- 
ing” marks are recognized and protected under the statute as having become dis- 
tinctive of the owner’s goods in commerce, others may still use these terms honestly 
and in good faith in their primary sense. For example, descriptive words may well 
be used by a competitor to describe his goods or services but not to distinguish his 
goods from the goods of others. A geographic term may be used to describe or indi- 
cate geographical origin and a surname to identify an individual. 

Cases involving alleged infringement of secondary meaning marks frequently 
involve difficulty of proof of the secondary meaning and difficulty of proof of the 
intent and purpose of the alleged infringer who invariably claims he is using the term 
in dispute in its primary significance. In cases involving secondary meaning marks, 
there is also a reluctance on the part of the court to hold for the plaintiff, except 
in instances of flagrant piracy. No court wishes to be charged with granting a 
“monopoly” to a plaintiff of a word or term already in the public domain in its 
primary sense. In one of the leading cases involving a secondary meaning mark 
which reached the Supreme Court of the United States, that Court stated in its 
opinion : 


12. Sec. 2(f). 
13. Sec. 6. 

14. Sec. 46(b). 
15. Sec. 33(a). 
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“Here we have a secondary meaning to the descriptive term ‘Nu-Enamel.’ This estab- 
lishes entirely apart from any Trade-Mark Act, the common law right of the Nu-Enamel 
Corporation to be free from the competitive use of these words as a trade-mark or trade- 
name. ... This right of freedom does not confer a monopoly on the use of the words. 
It is a mere protection against their unfair use as a trade-mark or trade-name by a com- 
petitor seeking to palm off his products as those of the original user of the trade-name. 
This right to protection from such use belongs to the user of a mark which has acquired 
a secondary meaning. He is in this sense the owner of the mark.’’?® 


All these difficulties could be avoided if the businessman would, in the first in- 
stance, select as his trade-mark an arbitrary or fanciful term. Where this is done, 
there is not even a colorable excuse for a would-be infringer to simulate a well- 
known mark. The word “Kodak” is an excellent example of an arbitrary and fanci- 
ful mark. At its inception it meant nothing. It was a mere jumble of letters. Through 
extensive use and intelligent promotion, it has become an outstanding trade-mark. 
A commercial pirate would at once expose his duplicity if he were to simulate such 
a mark even though he did not imitate it exactly. Had, however, the Eastman 
Company adopted instead of “Kodak” the geographic term “New York” as a brand, 
a prospective infringer who happened to be located in New York would probably 
give the word “New York” undue prominence in connection with his competing 
product and would just as probably claim, in extenuation, that he was merely em- 
phasizing the location of his business and that any confusion which may have resulted 
was due to the inherent weakness of the word “New York” as a brand and that he 
should not be precluded from using “New York” in its primary geographical sense. 
Of course, no court will restrain a man from using honestly and in good faith a 
geographical term in its proper primary sense. What the court enjoins is the un- 
fair use of a geographical term. The difficulty in cases of this kind, however, arises 
from a question of fact, namely, “Is the defendant making a fair or unfair use of the 
term?” The trial judge is confronted with similar questions in the case of descriptive 
and surname marks. 


When and How Do Registrations Become Incontestable Under the Lanham Act? 


As mentioned heretofore, the Lanham Act establishes two distinct registers, viz.: 
the Principal register and the Supplemental register. Registration on the Princi- 
pal register is prima facie evidence of the registrant’s exclusive right to use the 
registered mark in commerce on the goods or services specified in the registration, 
subject to any conditions or limitations stated in the certificate of registration but 
shall not preclude an opposing party from proving any legal or equitable defense or 
defect which might have been asserted if such mark had not been registered.” 

Under certain circumstances and with certain exceptions, registration under the 
Principal register of the Lanham Act may become “incontestable.” 

In order to acquire “incontestability” for his registration, the owner thereof must 
file an affidavit at the end of any five-year period subsequent to registration setting 
forth those goods or services stated in the registration on or in connection with 





16. Armstrong Paint & Varnish Works v. Nu-Enamel Corporation, 305 U. S. 315; 83 L. Ed. 
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17. Sec. 33(a). 
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which such mark has been in continuous use for such five consecutive years and is 
still in use in commerce. The affidavit must also set forth that there has been no 
final decision adverse to registrant’s claim of ownership of such mark for such 
goods or services, or to registrant’s right to register the same or to keep the same 
on the register. The affidavit must further state that there is no proceeding involv- 
ing said rights pending in the Patent Office or in a court and not finally disposed 
of. The certificate of registration thereafter becomes conclusive evidence of the 
registrant’s exclusive right to use the mark in commerce on those goods or services 
specified in both the registration and the affidavit of use.** 

The foregoing applies to registrations under the Lanham Act. Subject to the 
same conditions and limitations, the incontestable right referred to above will also 
apply to a mark registered under the Act of March 3, 1881, or the Act of February 
20, 1905, upon the filing of the required affidavit with the Commissioner within one 
year after the expiration of any period of five consecutive years after the date of 
publication of a mark under the provisions of subsection (c) of Section 12 of the 
Lanham Act. This last mentioned section provides that a registrant of a mark reg- 
istered under either of the above mentioned Acts may, at any time prior to the ex- 
piration of the registration and upon payment of the prescribed fee, file with the 
Commissioner an affidavit setting forth those goods stated in the registration on 
which such mark is in use in commerce and that the registrant claims the benefits 
of the Lanham Act for said mark. If this step is taken, however, the registrations 
thereafter become Lanham Act registrations and are no longer to be considered reg- 
istrations under the Acts of 1881 or 1905, respectively, and therefore become sub- 
ject to all the requirements of the Lanham Act. This point will be discussed more 
fully hereafter.” 

Commissioner of Patents, Casper W. Ooms, in commenting on the provision 
for incontestability under the new Act stated: “The provision in the Act for acquir- 
ing incontestability after five years of undisputed use is probably the most prominent 
single feature of the law. It will, in effect, place a trade-mark in an impregnable 
position after five years of its use without contest and practically require that any 
disputants assert their claims against the mark in the first five years after it has been 
registered or re-published under the Lanham Act. This is an extremely progressive 
innovation in the law. It will enable the company to proceed upon its merchandis- 
ing program with every assurance that it will not forever remain an object of attack 
by others who may have in good faith and in a very limited way used the mark in 
some obscure market without knowledge by either of the users that another was in 
the field.”” 

It is to be noted in passing that although the Lanham Act refers to the right 
of a registrant whose mark has been in continuous use for five consecutive years 
subsequent to the date of registration as “incontestable,” such right may in fact be 
“contested” on certain specified grounds.” For example, the right may be contested 






18. Sec. 15. 
19. See “Recommendations,” page 28. 
20. From address delivered at the Annual Meeting of the A. N. A. at Atlantic City, Sep- 
tember 30, 1946. 
21. Sec. 15; Sec. 33(b). 
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if the registration was obtained fraudulently or if the mark has been abandoned or 
if the mark has been or is being used to violate the anti-trust laws of the United 
States and on other specified grounds. 

No “incontestable” right can be acquired in a mark which is the common descrip- 
tive name of any article or substance patented or otherwise.” 


What Is the Effect of the Provision of the Lanham Act Making Registration Con- 
structive Notice of the Registrant’s Claim of Ownership of the Mark? 


The effect of this provision in the law should be to make a registrant’s rights co- 
terminus with the territory of the United States. It would be impossible for a new- 
comer to acquire in good faith adverse rights to a mark in territory where the 
registrant had not actually used his mark. 

Without registration, there is no notice of any claim of ownership of the mark. 
At common law there can be no trade-mark rights in territory where the mark has 
not been used or has not become known.” It, therefore, the prior user’s mark is not 
registered and if it is adopted and used by someone else in good faith and without 
knowledge of the prior use, valid rights may be built up by the second user in terri- 
tory where the first user’s mark had not been used or made known. 


May Equitable Defenses Such as Laches, Estoppel and Acquiescence Be Relied 
Upon in Patent Office Proceedings? 


In suits for trade-mark infringement and unfair competition brought in the equity 
courts, equitable defenses may always be raised where applicable. With respect, 
however, to proceedings in the Patent Office and in courts having appellate jurisdic- 
tion over the decisions of the Patent Office tribunals, no equitable defenses could 
be raised under the existing statutes. In all cases dealing with the right to register 
a trade-mark, whether they be ex parte cases or inter partes cases, the decisions of 
the officials of the Patent Office and the decisions of the United States Court of 
Customs and Patent appeals are administrative in character. The Court of Cus- 
toms and Patent Appeals in trade-mark cases may be considered as part of the 
Patent Office machinery for administrative purposes and thus a decision of this 
Court is a mere administrative instruction to the Commissioner of Patents. For ex- 
ample, under Section 13 of the Act of 1905 a petition for cancellation may be brought 
“at any time.” Asa result of the inflexibility of that Act, the Court of Customs and 
Patent Appeals in the well known White House case stated: 


“The record shows that for many years appellee was aware of the use of the trade- 
mark by appellant and until the present proceeding was instituted made no objection to 
such use and that for a long period of time with said knowledge it sold its goods in part 
to the Great Atlantic & Pacific Tea Company which was the sole distributor of appellant’s 
goods. While it seems strange that appellee, under the circumstances herein, has suddenly 
deemed itself injured, this, of course, cannot be considered by this court. Appellee, in the 
purely statutory proceeding provided for in said section 13, supra, had the right whenever 
it deemed itself injured by the registration of appellant’s trade-mark, to file its petition for 


22. Sec. 15. 
23. Hanover Star Milling Co. v. Allen & Wheeler Co., 240 U. S. 403. 
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cancellation at any time. As we held in case of Cluett, Peabody & Co., Inc. v. Samuel 
Hartogensis, etc., 41 F. 2d 94, 96, 17 C. C. P. A., Patents, 1166, 1170: ‘We think that the 
use of the words “at any time” excludes the defense of laches in a cancellation proceeding 
instituted under the provisions of the section.” 


Despite the fact that its registration was cancelled, in a subsequent suit in a court 
of equity brought by the successful petitioner for cancellation, the equity court prop- 
erly refused to restrain the use of the trade-mark “White House.”* The Lanham 
Act provides that in all inter partes proceedings in the Patent Office and in the Court 
of Customs and Patent Appeals “equitable principles of laches, estoppel, and acqui- 
escence, where applicable, may be considered and applied,” thus granting to the 
Patent Office tribunals and to the Court of Customs and Patent Appeals the right to 
consider such defenses in proceedings of this type. 


Does the Lanham Act Provide for Registration of Marks Other Than Trade- 
Marks? 


The Lanham Act provides for the first time in the statutory law of trade-marks 
in the United States for the registration of marks other than trade-marks, i.e., marks 
used other than on goods or products of the owner. The new Act permits registra- 
tion of ‘service marks” which are marks used in connection with the sale or advertis- 
ing of services.” Typical of service marks as distinguished from trade-marks are 
marks used by cleaning and dyeing establishments, laundries, public utilities, etc. 
The term ‘“‘service mark” as defined in the Act, means a mark used in the sale or ad- 
vertising of services to identify the services of one person and distinguish them from 
the services of others and includes, without limitation, the marks, names, symbols, 
titles, designations, slogans, character names and distinctive features of radio or 
other advertising used in commerce.” 

The Lanham Act also provides for the registration of “certification marks.” The 
term “certification mark” means a mark used upon or in connection with the prod- 
ucts or services of one or more persons other than the owner of the mark to certify 
regional or other origin, material, mode of manufacture, quality, accuracy or other 
characteristics of such goods or services or that the work or labor on the goods or 
services was performed by members of a union or other organization.” 

The seal of approval of the Good Housekeeping Institute is an example of a 
certification mark. Union labels are also examples of certification marks in that they 
certify that the work on certain goods and services was performed by a member of 
a union. 

It should be noted that a certification mark may be cancelled at any time if the 
registrant produces or markets any goods or services to which the mark is applied or 
if he does not control or is not able legitimately to control the use of the mark or if 
he permits the mark to be used for any purposes other than as a certification mark or 


24. Dwinell-Wright Co. v. White House Milk Co., Inc., 132 Fed. (2d) 822 (C. C. A. Second 
Circuit) affirming 44 Fed. Supp. 423. 

25. Sec. 3 and Sec. 45. 

26. Sec. 45. 

27. Sec. 45. 
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if he discriminates in refusing to permit the mark to be used by any person who 
maintains the standards or conditions which the mark certifies.” 

Collective marks are also registrable under the new Act. While collective marks 
were registrable under the Act of 1905, the new Act, by definition, tends to clarify 
somewhat the confusion which has prevailed as to the exact nature of a collective 
mark. Under the terms of the new Act, a “collective mark” means a trade-mark 
or service mark used by the members of a cooperative, an association or other col- 
lective group or organization and includes marks used to indicate membership in a 
union, an association or other organization. Under the Act, only those persons who 
exercise legitimate control over the use of the marks may register collective marks.” 


What Other Important New Provisions are to be Found in the Lanham Act Which 
Were Not Provided For Under the Earlier Federal Trade-Mark Statutes? 


One of the most important provisions of the Lanham Act is that dealing with 
concurrent registration for which no provision is made under the earlier statutes. 
The new Act permits concurrent registrations of the same mark to more than one 
person when prior to any of the filing dates of the applications involved the mark 
has been honestly used by them independently of each other either on different goods 
or in different sections of the country. The Commissioner of Patents will prescribe 
conditions and limitations as to mode, place or as to the goods for which the mark is 
registered. Subject to these limitations imposed as to territory, goods or manner 
of use, these registrations are entitled to all the benefits of the Act.” 

The Lanham Act also provides for use by related companies and thus takes cog- 
nizance of prevailing business practices. Trade-mark owners who control the nature 
and quality of the goods or services of other users of the mark will have the benefit 
of such other use and will be entitled to register the mark on the strength of such 
use provided that the mark is not used in such a manner as to deceive the public. 
This is known as use by related companies.” 

A “related company,” as defined in the Act, is any person who legitimately con- 
trols or is controlled by the registrant or applicant for registration in respect to the 
nature and quality of the goods or services in connection with which the mark is 
used. A popular misconception has arisen with respect to this provision of the 
Act. The “control” referred to in the Act has nothing to do with stock ownership. 
The “control” required, on the contrary, is solely “in respect to the nature and qual- 
ity of the goods or services in connection with which the mark is used.” As pointed 
out above, care must be taken that the public is not misled as to the source or origin 
of the goods bearing the mark in question. 

The Act of 1905 provides for the assignment of trade-marks with the good-will 
of the business. The new Act also provides for the assignment of trade-marks with 
the good-will of the business or that part of the good-will of the business connected 
with the use of and symbolized by the mark.” This is a new provision in the statu- 


28. Sec. 14(d). 

29. Sec. 45. 

30. Sec. 2(d) and Sec. 18. 
31. Sec. 5 and Sec. 45. 

32. Sec. 10. 
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tory law of trade-marks. If, however, the registered mark is used by the assignee 
or with his permission in such a way as to misrepresent the source of the goods or 
services symbolized by the mark, the assigned registration may be cancelled at any 
time. 

The Lanham Act also creates an entirely new type of cause of action. The Act 
provides that any person who uses a false designation of origin or false description 
or representation on or in connection with any goods or services, and causes such 
goods or services to enter into commerce, shall be liable to a civil action by any per- 
son who believes that he is likely to be damaged by the use of such false description 
or representation.” 

Under the Act of 1905 cancellation proceedings could be instituted “at any time.” 
Under the Lanham Act, a petition for cancellation of a registration must ordinarily 
be brought within five years after the date of registration except in certain cases 
where such an action may be brought at any time. The exceptions to the five-year 
rule include cases where the petitioner for cancellation claims that the registration 
was obtained fraudulently or that it has become the common descriptive name of an 
article on which a patent has expired, or as pointed out above, that it has been 
assigned and the assignee is so using the mark as to misrepresent the source of the 
goods or services.” 

Under the Act of 1905 an applicant for registration who had disclaimed part of 
his mark could not thereafter secure registration of such disclaimed part. Under 
the Lanham Act, matter which has been disclaimed in any registration may be sub- 
sequently claimed and registered if it has become distinctive of the goods or services 
of the registrant.” 

The new Act provides for the registration of certain types of trade symbols which 
were not registrable under the prior Acts, such as distinctive packing and configura- 
tion of goods.” 

As pointed out elsewhere, registration on the Supplemental register corresponds 
to registration under the Act of 1920 wherein registration could be granted after 
one year’s exclusive use. The same provision applies for registration under the Sup- 
plemental register wherein registration may be granted after one year’s use but if 
registration in the United States is needed in order to obtain foreign registration 
the full year’s use may be waived if use in foreign commerce has been commenced.” 

If marks are registered under the Supplemental register or have heretofore been 
registered under the Act of 1920, they may at some future time be registered on the 
Principal register if, in the intervening period, such marks have become distinctive 
of the goods or services of the registrant.” 

It is to be noted that marks on the Supplemental register, unlike marks on the 
Principal register, do not constitute prima facie evidence of the registrant’s owner- 


33. Sec. 14(c). 

34. Sec. 42(a). 

35. Sec. 14. 

36. Sec. 6 and Sec. 2(f). 

37. Sec. 23, Sec. 2(£) and Sec. 45. 
38. Sec. 23. 

39. Sec. 27 and Sec. 2(f). 
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ship and do not constitute constructive notice of the registrant’s claim of owner- 
ship. Registrations on the Supplemental register may not become incontestable but 
may be cancelled at any time at the instance of any person who believes he is or will 
be damaged and is able to prove such damage. Registration on the Supplemental 
register may not be involved in interference proceedings and may not, like registra- 
tions on the Principal register, be filed in the Treasury Department or be used to stop 
importations. 

There are other less important provisions with respect to both the Principal 
register and the Supplemental register which cannot be fully covered in a brief 
memorandum. 


Are There Any Restrictions, Limitations, and Requirements Under the New Act 
Which Are Not Found in the Trade-Mark Acts of 1905 and 1920? 


There are several important provisions of this character which should be noted 
carefully. For example, a new statutory provision has been added under which the 
Federal Trade Commission is empowered to apply for the cancellation of a mark at 
any time if the registered mark becomes the common descriptive name of an article 
or a substance on which a patent has expired, or has been abandoned, or its registra- 
tion was obtained fraudulently, or if the registration has been assigned and the as- 
signee is so using the mark so as to mispresent the source of the goods or services 
symbolized by the mark and on other specified grounds.” 

The Act provides that non-use of a mark for two consecutive years shall con- 
stitute prima facie abandonment. This is a new provision. Under the new statute, 
a trade-mark shall be deemed to be abandoned (a) when its use has been discon- 
tinued with intent not to resume (intent not to resume may be inferred from circum- 
stances), and (b) when any course of conduct of the registrant including acts of 
omission as well as commission, causes the mark to lose its significance as an indica- 
tion of origin. 

In order to keep a registration in force, the registrant must file in the sixth year 
of the registration an affidavit showing that the mark is still in use or that its non- 
use is due to special conditions which excuse such non-use and is not due to any in- 
tention to abandon the mark. If the registrant fails to file this affidavit, his reg- 
istration will be cancelled by the Commissioner of Patents at the end of six years 
following the date of registration.” 

If the benefits of the new Act are claimed for registrations existing under the 
Act of 1881 or the Act of 1905, a similar provision is applicable to such registrations 
but is not applicable unless such benefits are claimed for 1881 or 1905 Act registra- 
tions. If a registrant under the Act of 1905 or the Act of 1881 wishes to claim the 
benefits of the new Act and bring his existing registrations under the new Act, he 
must file an affidavit setting forth those goods stated in the registration on which 
said mark is in use in commerce and setting forth further that the registrant claims 
the benefits of the new Act for said mark. This affidavit may be filed (together with 


40. Sec. 14. 
41. Sec. 8(a). 
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the requisite fee) at any time prior to the expiration of the registration under the 
Act of 1881 or the Act of 1905.* 

Each certificate of registration under the new Act shall remain in force for 20 
years, but as pointed out above, in order to keep a registration in force the registrant 
must file in the sixth year of the registration an affidavit showing that the mark is 
still in use or that its non-use is excusable and is not due to any intention to abandon 
the mark. 


Recommendations 


Every trade-mark owner should re-examine all his trade-marks that are currently 
being used and all certificates of registration thereof whether issued under the Act 
of 1881, 1905 or 1920. He should also consider whether he intends to resume use of 
any trade-marks, the use of which may have been temporarily discontinued. He 
should note all unregistered marks in use and particularly those marks for which 
registration may have been refused on previous applications for registration. Where 
registration was refused on a prior registration to another, investigation should be 
made in order to ascertain whether the trade-mark covered by such prior regista- 
tion is still in use or has become abandoned. If the mark covered by the prior reg- 
istration is still in use, further investigation should be made to ascertain the area 
in which the prior registered mark is used. It may be that the prior user of the 
mark is not occupying the same territory and if so, the owner of the unregistered 
mark may, with certain restrictions and limitations, be able to secure concurrent reg- 
istration under the Lanham Act. 

Where registration was refused on other grounds, it may still be possible under 
the Lanham Act to secure registration in view of the new provisions of this Act. 
For example, if registration had been refused in view of a recorded corporate title, it 
would now be possible to secure registration under the Lanham Act if the mark 
sought to be registered was in use prior to the formation of the corporation whose 
title was recorded. 

If the trade-mark owner contemplates the expansion of his business and the 
adoption of new marks in connection therewith, he should make every effort to use 
such new marks in commerce (i.e., interstate commerce), prior to July 5, 1947. The 
same recommendation is made to contemplated extension of existing marks to new 
items. On and after July 5, 1947, all existing registrations under the Act of 1905 
or the Act of 1881, as well as registrations subsequently issued on the Principal 
register of the Lanham Act will constitute constructive notice. Anyone, therefore, 
who adopts and uses a mark after July 5, 1947, which may conflict with any pre- 
viously registered mark cannot at that time be heard to claim that he acted in good 
faith. Experience has shown that many marks are adopted and used in ignorance 
of the existing registrations of others. Whether the new mark conflicts with a 
previously registered mark involves questions of fact as well as questions of law 
and depends upon a number of circumstances such as the similarity or dissimilarity 
of the marks involved, as well as the nature of the products on which the respective 
marks are used. Since therefore registrations existing on or after July 5, 1947, will 





42. Sec. 12(c). 
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constitute constructive notice, proprietors of marks adopted and used after that date 
are presumed to have had notice of all prior registrations and, as pointed out above, if 
their marks are subsequently held to conflict with prior registered marks, they may 
not then be heard to claim that they had acted in good faith and without knowledge 
of such prior registrations. 

No application for registration under the Lanham Act will receive a filing date 
prior to July 5, 1947, the effective date of the Act. 

Before adopting new marks, searches should be made of the trade-mark reg- 
istration records of the United States Patent Office and other available sources to 
ascertain whether the proposed new mark has already been registered or used by 
another, or whether it will be likely to conflict with any previously registered mark. 

A manufacturer or merchant should prepare a list of any service marks he may 
be using. The same applies to slogans, distinctive packages, configuration of goods 
or any other symbol or device which is capable of distinguishing his goods or serv- 
ices and he should endeavor to register them under the provisions of the new Act. 

With respect to existing registrations, he should note particularly that registra- 
tions under the Act of 1920 will expire 20 years from the date of registration or six 
months after the effective date of the Lanham Act (July 5, 1947). If his 1920 Act 
registration has been used as a basis for a foreign registration he may renew it. 
Otherwise, it may not be renewed but he may secure re-registration on the Supple- 
mental register of the Lanham Act, or if the mark covered by his 1920 Act registra- 
tion has become distinctive of his goods and this fact can be established, he may be 
able to secure re-registration on the Principal register of the new Act and should 
make an effort to do so. With respect to his registrations which issued under the 
Acts of 1905 and 1881, he should examine each registration to note whether any part 
of the mark, as previously registered, had been disclaimed. If the disclaimed matter 
has become distinctive of his goods and otherwise constitutes proper registrable sub- 
ject-matter, he may be able to re-register his mark on the Principal register of the 
Lanham Act without any disclaimer and the fact that he had previously disclaimed 
the subject-matter in question will not act as a bar to re-registration under such cir- 
cumstances. 

The most important step to be taken by a manufacturer or trader is to secure 
incontestability wherever possible for the marks he owns. This may be done in two 
ways. With respect to marks issued under the Act of 1881 or the Act of 1905, he 
may bring his existing registrations under the new Act by complying with Section 
12(c) of the Lanham Act and filing the required affidavit and paying the required 
fee. In the alternative, he may maintain his existing 1905 and 1881 Act registrations 
and apply for additional registration on the Principal register of the Lanham Act 
and thereafter, at the proper time time following registration, seek incontestability as 
provided in that Act. This latter alternative is recommended for the following rea- 
sons: With the exception of incontestability, all other benefits flowing from the Lan- 
ham Act will apply with equal force to registrations heretofore issued under the 
Acts of 1881 and 1905. Prior to the expiration of such registrations the owner 
thereof may renew them and may maintain them as 1905 and 1881 Act registrations. 
By so doing, he obviates the necessity of complying with certain of the requirements 
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of the Lanham Act which requirements are not found in the Acts of 1881 or 1905. 
For example, his 1905 Act or 1881 Act registrations will not be subject to an action 
for cancellation brought by the Federal Trade Commission. To what extent the 
Federal Trade Commission will exercise its powers under Section 15 of the Lan- 
ham Act is, of course, not known and time alone will tell. 

Registrants under the Act of 1905 or the Act of 1881 are not required to file an 
affidavit of use or excusable non-use as must be filed by registrants under the Lan- 
ham Act at the end of five years following registration thereunder and within the 
sixth year as provided in Section 8(a) of the Lanham Act. 

In a pertient paragraph of its memorandum on the Lanham Act, the Commit- 
tee on Trade-Marks of The New York Patent Law Association stated : 


“The Act imposes no obligations on registrants under the Acts of 1881 or 1905, whose 
registrations—and in due course their renewals—will automatically enjoy all of the bene- 
fits of the new Act at no extra cost or effort, except that these registrations cannot become 
incontestable, and may be canceled at any time on the application of any person who be- 
lieves he is or will be damaged and makes the proper showing. But neither, by way of 
compensation, can they be automatically canceled for failure to file the sixth year affidavit 
of use (Sec. 46[b]). However, such registrant may, if he wishes, and his mark is in use, 
claim the benefits of the new Act by filing an affidavit making such claim and paying a fee 
of $10; whereupon his mark is published in the Official Gazette and in five years may be- 
come incontestable—or perhaps automatically canceled for failure to file the sixth year 
affidavit—like any registration under the new Act (Sec. 12[c]). On the other hand, the 
1881 or 1905 registrant may register anew, leaving his older registrations intact, to abide 
judicial construction of the new Act, which clearly provides that marks registered under 
previous Acts may also be registered under this one (Sec. 46[b]).” (Italics supplied.) 


Conclusion 


In this memorandum no effort has been made to cover every feature of the Lan- 
ham Act. Only the more important aspects of the new Act have been discussed. 
As stated in the Foreword, a trade-mark owner should consult his counsel as to 
specific questions affecting his particular trade-mark. 
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TRADE-MARKS AND LAWS IN FOREIGN COUNTRIES* 
By J. R. Wilson} 


More than a hundred countries have enacted laws or issued decrees and regu- 
lations concerning trade-marks. Before considering, in a general way, the laws 
of some of these countries, one fundamental principle should be kept in mind be- 
cause it applies not only to trade-marks but to practically all legal matters. 

The laws of the United States apply only to the United States, its territories 
and possessions and, when business is carried on outside of these territorial limits, 
the laws of other countries must be reckoned with. The trade-marks which may 
be acquired under the laws of the United States have no force and effect in terri- 
tories outside the United States, its territories and possessions. Consequently, you 
must take steps to protect your trade-marks in each country under its particular laws. 
In addition to this territorial limitation, it should also be remembered that the legal 
philosophy of other countries is different from ours and, consequently, certain 
things that are unlawful in the United States may be lawful in other countries and 
vice versa. A popular example are the laws pertaining to cartels. Fifty years ago, 
our basic anti-trust law was adopted to protect the competitive private enterprise 


* Address delivered at the Thirteenth Session of the Fourth Institute of Foreign Trade by the 
Export Managers’ Club of St. Louis, Inc., at the St. Louis University School of Commerce and 
Finance. 

+ Director of Patent Department Monsanto Chemical Company, St. Louis, Mo. 
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principle and it became illegal for one person or corporation to combine with another 
for the purpose of restraining trade or commerce in the United States or with for- 
eign countries. The original legislative measures defining this philosophy were 
the Sherman Act of 1890 and the Clayton Act of 1914. In many foreign countries 
these combinations or trusts or cartels are looked upon with favor and encouraged. 
This is emphasized by the fact that our Congress enacted in 1918 a limited exception 
to the Anti-trust laws and it is known as the Webb-Pomerene Act. The specific 
purpose of this Act was to “help American business compete with foreign cartels. It 
was not passed to provide a conduit for joining them. It was designed to stimulate 
the position of American concerns as competitors for world trade and to stimulate 
the growth of our export trade.’”” 

The foregoing is so elementary that it hardly seems necessary to refresh your 
memory, yet many Americans make plans for invading foreign markets on the theory 
that the basic laws which govern their conduct and property rights here at home will 
be the same as it is in the foreign country. This diversification of laws is particularly 
true in the case of trade-marks. It is my plan, therefore, to review some of the 
basic principles pertaining to trade-marks of the more important countries with 
which we are still able to communicate under present conditions. 

In view of the large number of laws which are being enacted daily in our own 
country as well as other countries, I am sure that you will realize that our discus- 
sion must be restricted to a general consideration of certain basic principles. 

A trade-mark is generally defined by the statutes or laws of a country as being 
a word, letter, symbol or device, or some combination of these, used either upon or 
in combination with goods to distinguish the goods of a manufacturer or trader 
from similar goods of others or to identify the manufacturer or origin of such goods. 
While this is a fairly good general definition, you will find that in each country, 
further limitations may be included. 

Aside from the legal definition of a trade-mark, an exporter or businessman 
would define a trade-mark as being a word, symbol or device which enables buyers 
to distinguish his brand of goods from those of his competitors. Trade-marks, 
therefore, symbolize responsibility or represent a guarantee of quality; are a visible 
sign of a manufacturer’s good-will; and, as Justice Holmes stated, “. . . . good-will 
is the inclination to go back to the place where you have been well treated.” A 
trade-mark is very often a safeguard to the consumer because it serves as a badge 
by which the goods of a certain quality or manufacturer are identified. 

A few examples of well-known marks may be of interest: 


1. The letter or initial mark: 
B&0O;G.E.; CP; RR (Rolls-Royce). 
2. Pictorial marks: 


“His Master’s Voice”; “Aunt Jemima’s”; “Iron Fireman”; the red-winged horse of 
Socony-Vacuum ; and the old kilted Scotchman holding a lamb of old Angus. 





1. Wendell Berge, address before the Commerce & Industry Association of New York, May 
2, 1944. 
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3. Numerals: 
3 in 1; 606; and M & B 760. 
4. Single words: 


“Kodak”; “Zeiss”; “Mazda”; “Aspirin”; “Nescafe”; “Camels”; “Monsanto” and 
“Listerine.” 


Trade-mark laws of the various countries may be divided roughly into three 
groups, that is, according to the basic laws which govern the rights of the trade- 
mark owner. These three groups are usually referred to as (1) the common law 
group, (2) the code law group, and (3) the modified code law group. 


The Common Law Group 


Protection of a trade-mark under the common law is an inheritance from Great 
Britain and by “common law” protection, we mean the protection which is afforded 
the user of a trade-mark in a court of equity without reference to any statute. It 
has been the custom of courts in Great Britain, the United States and most of the 
other common law countries to protect traders whose businesses were damaged or 
threatened by unfair competition, such as the imitation of the company’s trade-mark 
or the pawning off of goods under names, labels, colored containers and the like so 
that the purchaser will believe that they come from some more reputable manufac- 
turer or merchant. 

The common law of trade-marks is but a part of the broader law of unfair com- 
petition. The rights that one acquires in a trade-mark under the common law arises 
chiefly or entirely by reason of the use of the trade-mark in the country involved. 
The principal common law countries are Great Britain, United States, Canada, 
Switzerland, India, Ireland (Eire), Union of South Africa, Australia and other 
British possessions. I wish to emphasize that the various laws, including trade- 
mark laws, in these countries are not exactly the same, but the overall pattern of 
the laws on trade-marks is sufficiently similar to justify this classification. 

By a closer examination of some of the laws and decisions of the U. S. courts 
on trade-mark rights we can illustrate some of the important common law rules or 
principles applicable to trade-marks. To a large extent these rules will apply to 
trade-marks in the other common law countries. 

There are thousands of trade-marks in use in the United States today which 
are not registered in the United States Patent Office and yet are afforded protection 
by the laws of unfair competition or “common law.” Ownership of a trade-mark 
should not be confused with the right to register it in the United States Patent 
Office. A summary of some of the important rules and laws pertaining to trade- 
marks in the United States are as follows: 

1. To acquire title to a new trade-mark, a trader, manufacturer or merchant 
must do three things: (a) adopt a mark which is open to appropriation, that is, one 
that is not owned by someone else; (b) attach it to a vendible commodity; and 
(c) actually put the commodity so marked on the market. Our courts have pointed out 
repeatedly that there is no such thing as property in a trade-mark except as a right 
pertaining to an established business or trade in connection with which the mark is 
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employed ; that the trade-mark cannot be sold apart from the good-will of a busi- 
ness; that the right to use a word or symbol (trade-mark) arises out of its use; 
that it becomes the subject of property by being used in connection with the goods 
sold by an existing business ; and that by such use it shows the origin of the goods 
sold. A trade-mark is not acquired by the invention or discovery of a word or sym- 
bol. It becomes a trade-mark only by attaching or affixing it to an article which is 
being sold. 

The following case will illustrate these points : 

In the case of Falk v. American West Indies Trading Company, 73 N. E. 239, 
a partnership used the word “El Falcon” as a trade-mark to designate a particular 
brand of cigars. The partnership went out of business and it executed and delivered 
to Falk an instrument in writing which purported to assign to Falk the trade-mark 
in question. Falk then used the trade-mark “El Falcon” for the cigars which he 
manufactured. The American West Indies Trading Company was then sued by 
Falk for using the same word on cigars. The court pointed out: 


“It does not appear that anything was assigned to Falk except the naked right to use 
the trade-mark. No business or good-will was transferred to Falk by the instrument and 
he did not succeed to the business in which the trade-mark had been used. He was simply 
authorized to use the trade-mark in his own business establishment at another place. A 
trade-mark is not a piece of property that passes from hand to hand by assignment from 
the business of the owner of the trade-mark, or of the article which it may serve to dis- 
tinguish. Generally, it passes only with the business and good-will of which it is an in- 
separable part. To permit a trade-mark to be transferred apart from the business in which 
it is used would be productive of fraud upon the public.” 


If Falk had purchased the partnership, and its good-will, his prior right to the 
trade-mark could then go back to that of the partnership. 

2. A word, symbol, etc., only becomes a trade-mark by attaching or affixing it 
to the article which is being sold. This is illustrated in the case of Gray v. Armand 
Company, 24 F. (2d) 878. The Armand Company claimed the expression “The 
Armand Girl” as a trade-mark for powder and cold cream. This alleged trade-mark 
was never affixed, attached or applied to the goods which passed into the customer’s 
possession. On the contrary, a picture of a girl called ‘““The Armand Girl” was af- 
fixed to a box containing powder or cold cream and attached to a block of wood 
which stood on the counter where the goods were displayed for sale. The question, 
therefore, was whether or not this constitutes a trade-mark use. The court stated: 


“It is settled law that the office of a trade-mark is to distinctively point out the origin 
or ownership of the article to which the mark is attached. The mere advertisement of 
the words or symbol, without application to the goods themselves, is insufficient to con- 
stitute a trade-mark. The use made by the Armand Company amounts to nothing more 
than an attractive and effective method of advertising. The failure to affix the mark to 
the goods actually sold and carried away by the customer deprives it of the fundamental 
element entering into trade-mark use.” 


3. No particular period of use is necessary to acquire the common law right 
to a trade-mark. A single instance of use, with accompanying circumstances show- 
ing the intention of continuing the use, satisfies the common law. In Wallace & 
Co. v. Repetti, 266 Fed. 307, the court said: 
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“The right to use a trade-mark does not depend upon any particular period of use; 
the first person who in good faith adopts a mark secured thereto a right which will pre- 
vail against any subsequent user.” 


4. Even under the common law a trade-mark right is not acquired in words 
that are merely descriptive of an article, its ingredients, quality, or characteristics. 
Nor are geographical names subject to exclusive use. The reasons for such rules are 
obvious because each merchant must be free to describe his products or their quali- 
ties as well as the place of manufacture. The problem resides in the application of 
these rules; for example, “Fashionknit” was held descriptive of knitted neckties. 
Other examples will be discussed later. 

Up to this point, we have dealt with the common law and it should be remem- 
bered that these rights are acquired without registration of the trade-mark in the 
United States Patent Office. Even though steps are taken to register a trade-mark 
in the Patent Office, the common law still determines the basic rights in a trade- 
mark. 

5. Before an application can be filed in the United States Patent Office for 
registration of the trade-mark under our Federal laws (Trade-Mark Act of 1905), 
the mark must have been used in interstate or foreign commerce on or associated 
with the goods in question. The Patent Office will probably grant the registration 
if (a) not identical or confusingly similar with the registered trade-mark used by an- 
other on the same class of goods or goods having the same descriptive properties, if 
(b) not geographical, if (c) not descriptive of the goods, and if (d) not successfully 
opposed by a person or corporation that believes it would be damaged by the reg- 
istration of the trade-mark. 

While there are thousands of decisions bearing upon the above requirements for 
registration, the following may be used as illustrations: 

(a). “A. F. of L.” was refused registration as a trade-mark for whisky be- 
cause purchasers might assume that it was sponsored or indorsed by the A. F. of L. 

‘“‘Permanize” for polishes was refused registration because it was confusingly 
similar to ‘‘Simonize” which had been used on similar goods. 

“Town Clock” was refused registration for flour because it was confusingly 
similar to “Town Talk’’ for similar products. 

“Cane Crush” was refused registration for a food syrup in view of the prior 
trade-marks on “Orange Crush” and “Lemon Crush” for beverages. Purchasers 
might assume that all three products were manufactured by the same company. 

The identical or similar trade-mark may be used or registered by different com- 
panies on goods which do not have the same descriptive properties. Examples of 
some of the cases are lipstick and candy; soap and chewing gum; insecticides and 
varnishes ; apple juice and coffee. 

(b). The following marks have been refused registration because they are geo- 
graphical: “Mobile” for playing cards ; “Owl Creek” for coal ; “Ozark” for overalls 
and mineral waters; and “Williamsburg” for furniture. The reason for refusing 
registration of a geographical name is obvious because anyone has the right to manu- 
facture the same kind of goods at the same place and designate them as having 
been made at the locality in question. 
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(c). The same reasoning applies to marks that are descriptive of the goods or 
some outstanding property of the goods. For example, “Sliced Animals” is descrip- 
tive as applied to pictures of animals to be put together. “Cop Spotter” for mir- 
rors is descriptive of the function performed. ‘Straight Cut” was refused for 
cigarettes because it indicates the type of tobacco. ‘Mountain Dew” was refused 
registration for whisky because, however fanciful when originally coined, the words 
are now generally recognized as meaning whisky. “Curve” for corsets was held to 
be descriptive. “Stabrite’ was held descriptive when applied to a metal polish. 
“Chicken of the Sea” was descriptive of canned tuna fish. Suggestive words, how- 
ever, may be used as valid trade-marks; for example, ‘‘Elastic” for bookcases, 
“Wearever” for aluminum cooking utensils, “Anti-Washboard” for soap, and 
“Floating Power” for engine mounts. 

(d). Before a trade-mark is granted, it is published in the Official Gazette of 
the Patent Office and anyone who believes that he would be injured by the grant 
may file an opposition. This will be discussed below. 

6. Why seek Federal registration of the trade-mark in the United States 
Patent Office? 

The right to register a trade-mark is statutory (Trade-Mark Act of 1905), 
but the registration does not create new rights in the trade-mark. The registra- 
tion does, however, fortify the common law right of the owner. The statute does 
not abridge or qualify the common law right, but preserves it intact. The advantages 
of seeking a registration are as follows: 

(a). Registration creates prima facie evidence of ownership, adoption and use. 
This places the burden upon the unregistered user of a similar mark to prove that 
he was, in fact, the first user or has a clear title to the mark. As a practical matter, 
it is difficult for many companies to find evidence which will establish their early 
use of a trade-mark. Sales records are frequently lost and many companies destroy 
such records of more than five years old. 

(b). It gives constructive notice to the public by record and actual notice by 
publication of the trade-mark in the Official Gazette of the Patent Office. This also 
invites oppositions from those who believe they would be injured by the registration 
of the mark and hence affords, to some extent, a test of the validity of the mark. 
Before the Patent Office grants a registration, the trade-mark is published in the 
O ficial Gazette and during the following 30 days, oppositions may be filed. These 
oppositions are usually based upon the prior use of a similar mark, whether registered 
or not, which is used on goods having the same descriptive properties. 

(c). The Patent Office will refuse to register trade-marks which are confusingly 
similar to other marks which have been registered for merchandise having similar 
properties. 

(d). The owner of a registered trade-mark has the right to bring suit in the 
Federal courts, whereby an injunction issued from one of these courts extends in its 
effect to all parts of the country, and is not limited to any state, as in the case where 
an injunction is issued by state courts under the common law. 

(e). If an injunction is issued for the infringement of a registered trade-mark, 
the plaintiff can recover, in addition to the profits, the damages which a plaintiff 
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has sustained, and the court has the power to award triple damages. In addition, 
the court may order all labels, signs, prints, packages, etc., bearing the trade-mark 
or imitation thereof to be destroyed. 

(f). Allows domestic concerns to satisfy the prerequisite for foreign registra- 
tions because some foreign countries require that the trade-mark must first be reg- 
istered in the home country of the owner before it can be registered in the foreign 
country. Some of these countries are Austria, Belgium, Costa Rica, Denmark, Fin- 
land, Honduras, Norway, Panama, Portugal, Russia, Spain, Sweden, Switzerland, 
Uruguay and Venezuela. 

(g). By filing a copy of the registered trade-mark with the Treasury Depart- 
ment, they will prohibit the importation of goods into this country which bear a sim- 
ilar mark or imitation thereof. 

In the United States, therefore, ownership or title to a trade-mark comes into 
existence by using the trade-mark in connection with the goods being sold. By 
proving this prior use, a court of equity will prevent others from using it or con- 
fusingly similar marks on goods having the same descriptive properties. This is 
the common law. Registration in the Patent Offiec under the Federal laws does 
not add to or subtract from the common law rights in a trade-mark, but such 
registration does create the above additional rights which are very valuable. The 
Federal registration is for 20 years and may be renewed for a similar period. 

On July 5, 1946, Congress passed the so-called “Lanham Trade-Mark Bill’ 
which codifies the existing trade-mark laws of the United States and, in addition, 
adds several provisions which modernize our trade-mark laws. This law does not, 
however, change the fundamentals of trade-mark law discussed in this review. This 
new law becomes effective July 5, 1947. 


The Code Law Group and Modified Code Law Group 


A second group of countries is the Code Law countries in which all trade-mark 
rights emanate from registration of the trade-mark in the country involved. In 
the Code Law countries, use of the trade-mark in commerce without registration 
of the trade-mark does not give the user of the trade-mark any legal rights against 
others who may adopt the same or a similar mark and register it. In all of the 
strict Code Law countries, registration of a trade-mark is absolutely essential in 
order to protect a trade-mark owner’s rights in such a trade-mark and in order to 
provide a basis for legal remedy in the event of infringement of the trade-mark. 
In the Code Law countries, it is possible to apply for registration of a trade-mark 
without any use of the trade-mark whatsoever in the country involved. Thus in 
the Code Law countries, all trade-mark rights emanate from registration. Use of 
the trade-mark in commerce does not give any rights whatsoever in the trade-mark 
unless such use is, of course, coupled with registration of the trade-mark, and more- 
over, no use is required in order to obtain registration. The Code Law countries 
comprise, generally speaking, most of the important Latin American countries, and 
in Europe, Turkey, Russia and Portugal.” 





2. George Von Gehr, Journal of the Patent Office Society, May , 1943. 
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The third group of countries is known as the Modified Code Law countries and 
in these countries trade-mark rights emanate primarily from registration, but use 
of the trade-mark in the country does provide some basis for opposing conflicting 
registrations of third parties or obtaining cancellation of piratical or conflicting 
registrations within limited periods of time. Some of the principal Modified Code 
Law countries are Mexico, China, Spain, Norway, Denmark, Sweden, Holland, 
Chile and possibly Brazil.’ 


Comparisons Between Some of the Countries 


1. In Canada, which is primarily a Common Law country, the law now in force 
and the decisions interpreting the Canadian law state that, if one honestly adopts a 
trade-mark in Canada and applies for registration of such trade-mark in Canada 
within six months from the first use of the trade-mark in Canada, a valid registration 
is obtained notwithstanding the fact that others may have used the trade-mark in 
Canada for many years before such subsequent adoption and use. In other words, 
under the present law, if a trade-mark owner merely relies upon his own use of the 
trade-mark in Canada and does not obtain registration, a subsequent honest user may 
obtain registration and cut off the rights of the prior owner (Canada Crayon v. Pea- 
cock Products). Prior to this decision, Canada followed the general pattern of the 
common law. This decision emphasizes the necessity of registering trade-marks 
promptly in Canada because once a trade-mark is registered, it provides a complete 
bar against subsequent registrations or attempted registrations of the same or similar 
marks for merchandise having the same descriptive properties. 

2. An important point to bear in mind with respect to the Code Law countries, 
Modified Code Law countries, and practically all other countries except Canada and 
the Philippine Islands, is that no use whatsoever of the trade-mark is required in 
order to apply for and obtain registration of the trade-mark. This fact is frequently 
overlooked by American individuals and corporations in view of the requirement in 
the United States that the trade-mark must be used in interstate commerce before 
application for registration of the trade-mark can be made. 

3. In the Modified Code Law countries, it is usually possible, within a period 
of one or two months after the allowance of a trade-mark, to file opposition against 
the registration of the trade-mark involved. This opposition is based upon the fact 
that the opposer has used the same or a similar trade-mark in that country at an 
earlier date on the same class of goods. The difficulty with this procedure insofar 
as American corporations are concerned is that usually it is impossible for American 
corporations to be informed of the allowance of conflicting applications within the 
very short period of one to two months and to take steps to file an opposition within 
the very limited period. Consequently, it is extremely dangerous and inadvisable 
for American corporations to rely upon such opposition procedure for the purpose 
of preserving their trade-mark rights in the Modified Code Law countries. It is 
also possible to institute cancellation proceedings in some of the Modified Code 
Law countries within a period of one to three years based upon such prior 
use of the trade-mark in the country involved. However, such cancella- 
tion proceedings are usually before the courts and, accordingly, are quite expensive. 
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It is far less expensive and much less troublesome to protect trade-mark rights in 
the Modified Code Law countries on the basis of prior registration rather than to 
resort to the more expensive court litigation in cancellation proceedings. 

4. In most instances, words which have been adopted as trade-marks in the 
United States will be acceptable in foreign countries if there is not a prior registra- 
tion of a similar word in the foreign country. Exceptions, however, arise in situa- 
tions such as follows : The word “Gruen” has not been registered in the Argentine for 
watches because the Patent Office there points out that the word “Gruen” means 
“green gold” and therefore would, when applied to watch cases, be misleading the 
Argentine public. The picture of a cow, as used by Borden Milk Company, could 
not be registered in India in view of the sacred cow idea. 

5. Registration of trade-marks in all countries greatly simplifies the taking of 
prompt action in order to stop infringement. 

We have already discussed the general common law rule that a person or busi- 
ness cannot make a valid assignment of a trade-mark separate from a transfer of the 
good-will and business in connection with which the mark is used. This stems from 
the fact that trade-marks indicate the origin or manufacturer of the goods. How- 
ever, in 1938 our Congress enacted an amendment to the Trade-Mark Act of 1905 
and authorized the registration of Collective Marks. In some of the other common 
law countries, provisions are made for Registered Users and in some of the South 
American countries, trade-marks may be assigned like any other property. These 
three subjects have an important bearing upon the operation of a business in the 
United States and foreign countries and deserve careful consideration. 


Collective Marks 


The registration of such trade-marks was authorized by Congress in 1938. Brief 
reference to some attempts to register Collective Marks will illustrate the value of 
this statute. In 1934 U. S. Steel, a holding company, attempted to register a trade- 
mark which could be used by all of its subsidiaries. This mark was denied registra- 
tion because U. S. Steel is neither a manufacturer nor a selling company. It is 
solely a stockholding corporation. In denying this registration, it was held that: 


“Ownership of part or all of the capital stock of these other corporations does not vest 
in the parent company any property rights whatever in the trade-marks used by the 
subsidiaries. Each of them is a separate legal entity, regardless of who owns the stock; 
and the mark it employs, through use in commerce, becomes its property and not that of 
its stockholders (34 T.-M. Rep. 597).” 


It is logical that each subsidiary of U. S. Steel might wish to sell the same article 
under the same trade-mark. If only one subsidiary registers the mark, then the 
use of the same mark by the other subsidiaries might be considered, under the com- 
mon law, as a fraud upon the public because the trade-mark would no longer indi- 
cate the producer of the goods in question. 

In 1912, The Fruit Exchange of California attempted to register the words 
“O-K Fruit Exchange” as a trade-mark for the fruits produced by its approved 
growers. In 1915, the Chamber of Commerce of Brockton, Massachusetts, at- 
tempted to register a mark which could be used by the approved shoe manufac- 
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turers of Brockton. In all such cases, the Association hoped to preserve the high 
reputation of the manufacturers in the Association or community by letting the ap- : 
proved members use the same trade-mark or collective trade-mark. The courts 
consistently refused to permit such registrations because they were not the manu- 
facturer or seller of goods. 


The collective mark amendment of 1938 provides principally that: 


“Any natural or juristic person, including nations, states, municipalities and the like, 
which exercises legitimate control over the use of a Collective Mark, may apply for and 
obtain registration of such mark.” 


Collective marks are coming into wide use. The word “Sanforized” has been 
registered by Cluett Peabody as a collective mark for textiles which have been 
given a particular preshrunk treatment. You have seen this mark on many tex- 
tiles not manufactured by Cluett Peabody, but since they require the maker of san- : 
forized goods to meet a certain standard, they may authorize the joint use of the : 
same trade-mark. Eastman Kodak registered the word “Tecatone” as a collec- 
tive mark and the registration states that the collective mark is used upon the goods 
to indicate that rayon piece goods conformed to specifications prescribed by East- 
man Kodak and are subject to inspection by Eastman Kodak. 

Trade unions have attempted on many occasions to register a trade-mark which 
may be used upon goods produced by the members of a particular union. These 
registrations have been refused on the ground that the union was not the owner, 
manufacturer or seller of the goods to which the labels were attached. Under the 
amendment of 1938, however, it seems that these marks may be registered. 

It is apparent that this collective mark amendment brings about a departure 
from the common law rules discussed above. The courts have not been called 
upon to interpret the scope of this new Act and it is too early to state whether it Ff 
creates new rights over and above the common law. An excellent discussion of 
the Act and the various problems which must be decided will be found in the Bulle- | 
tin of the U. S. Trade-Mark Association? 


Registered User ' 


The Britain trade-mark laws permit registered users of a trade-mark; that is, 
the owner of a trade-mark may permit others to use it. This law is not intended to 
permit promiscuous licensing or trafficking in trade-marks. The object in the main is 
to permit a parent company to authorize those associated companies, whose operations 
it controls, to produce and market goods under the parent company’s trade-mark. 
Provisions are made for recording the names of those permitted to use the mark 
and the Registrar must be satisfied that the permitted use would not be contrary to 
the public interest. Similar laws have been enacted by New Zealand, India and 
Mexico. Equivalent legislation is now pending in several other countries. 

Prior to the enactment of the registered user provisions in these common law 
countries, it was not possible for a parent company to license its foreign sub- 
sidiaries, affiliates or independent local companies to use its trade-marks in the 
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countries involved. Such licenses under the common law invalidated the mark be- 
cause it no longer indicated the origin of the goods. Much can be said in favor of 


these laws because they are in harmony with the development of a world-wide 
business. 


Assignability in the Code Law and Modified Code Law Countries 


In practically all of these countries, particularly the Latin American countries, 
trade-marks may be assigned or sold by merely recording the document used to 
transfer title. The trade-mark may be assigned per se and without any conveyance 
of the good-will of the business. It should be remembered that in the common law 
countries, a trade-mark cannot be sold except as a part of the good-will of the 
business and that use of the mark is a condition precedent to ownership. In the 
Code Law and Modified Code Law countries, ownership is acquired by merely regis- 
tering the mark and then it may be assigned or sold separate and distinct from the 
business. These fundamental differences between the common law countries on the 
one hand and the Code Law and Modified Code Law countries on the other have 
made possible the piracy of trade-marks. The following discussion of piracy is not 
intended as a criticism of our neighbors to the South because their actions are legal 
under the laws of their country. In effect, it is legal piracy. This discussion is in- 
tended, however, to impress upon you the necessity of registering your marks in 
those countries where you now or in the future plan to market your products. 

When a new product is announced in the United States and a trade-name adopted 
to identify the product and its maker, it is not uncommon to find a few months later 
that the same trade-mark has been registered in some of the Latin American coun- 
tries by someone other than the U. S. company. When the United States company 
attempts to expand its business into this new territory, it finds that its trade-mark 
has been registered by someone else. The publicity and good-will is lost unless you 
can buy back your trade-mark. This situation is possible because most of the Latin 
American countries grant a valid trade-mark to the first to apply for registration— 
not the first user. 

In several publications* by James L. Brown, Chief, Industrial Property Section, 
Division of Commercial Laws, this situation is summarized as follows: 

“Much has been said in other places about the so-called pirate who would profit by 
the good-will which another may have acquired in a trade-mark, and it might seem that a 
repetition of the fact would be superfluous. However, regardless of the entreaties made by 
the Government, trade-associations, chambers of commerce, attorneys, and others, Amer- 
ican exporters are constantly losing their trade-mark rights abroad by failing to take the 
necessary action in accordance with the provisions in foreign laws. 

“The tendency to simulate American trade-marks has not abated because of the inter- 
national conflict now existing in some parts of the world. Hardly a week goes by in 


which unfair, if not illegal, attempts to acquire exclusive privileges in well-known Amer- 
ican trade-marks are not made in some countries by unauthorized persons.” 


The pattern of these situations is substantially the same. Someone in a foreign 
country has anticipated the potential market and salability of the new products in his 





4. Industrial Property Protection Throughout the World, U. S. Department of Commerce, 
Trade Promotion Series No. 165; Foreign Commerce Weekly, November 16, 1940. 
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country, registered the trade-mark which is being used in the United States or some 
other common law country to build up good-will and public acceptance around the 
product, and then permits the originator of the trade-mark to buy it back for a sub- 
stantial sum. Notwithstanding the attempts of lawyers in various countries to curb 
this practice, it still prevails.° Not long ago the manufacturer of a well-known 
American breakfast food (used on the tables of millions of Americans every day) 
acquired the right to use one of its own trade-marks in a foreign country after it 
had been registered in the name of another for a number of years. According to 
the facts, the party who obtained the registration abroad died, and among his ef- 
fects, which were offered for sale, was this well-known trade-mark. If this com- 
pany had been alert or had anticipated its expansion, it could have registered the 
trade-mark in the foreign country involved for less than $100.00 and avoided the 
piracy. 

Another common mistake arises at the time arrangements are made with your 
foreign agent or representative concerning the sale of your product in the Code Law 
or Modified Code Law countries. If you have not registered the trade-mark for the 
product, your agent or representative in the particular country may secure a reg- 
istration in his own name. From the agent’s point of view, this is very important 
because he wants to prevent others from rushing to the Patent Office for a registra- 
tion and thereby cut off the right of the agent to use the trade-mark in question. In 
some cases, the American concerns have even suggested to the agent that he register 
the trade-mark. At the future date, however, when the American concern wishes to 
change agents, it discovers that it is not the owner of the trade-mark in the country 
involved. The agent is the owner because he was the one that registered the mark. 
You are then forced to buy back your own trade-mark, or select a new name and 
start over or continue with the old agent. The classic case along this line involves 
an automobile manufacturer who failed to register his trade-mark in a certain foreign 
country—perhaps because he did not deem that the market warranted the expendi- 
ture of approximately $100.00. Later a market developed through the efforts of his 
agent in the particular foreign country. Things went along satisfactorily until the 
American manufacturer decided to select a new agent and found out that it would 
be necessary to market his automobile under a new name or otherwise pay a sub- 
stantial sum to the agent for the transfer of the registration. 

Sometime ago a certain individual from a country in South America visited the 
United States and called upon a group of radio manufacturers. Soon after his return 
to his own country (a country which grants exclusive right to the use of a mark to 
the first to register), he proceeded to register in his own name about 40 trade-marks, 
including most of the popular radio brands in the United States. To be sure, at- 
tempts were made to prohibit these registrations, but in the case of several, the op- 
position was of no avail. 

Registration of your trade-marks in the United States and those foreign coun- 
tries in which you intend to sell your products is comparable to the insurance on your 
property. Register before it is too late. 


5. Felix Stern, Commerce Magazine, August, 1940. 
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THE NEW FEDERAL TRADE-MARK LAW—SPECIAL APPLICATION 
TO PHARMACEUTICAL MANUFACTURERS* 


By Hon. Casper W. Oomst 


Many years ago, and long before the passage of the Federal Food, Drug and 
Cosmetic Act, Monsieur Pomet, in his “A Compleat History of Druggs,” the third 
edition of which was published in London in 1737, made a statement with respect to 
the sale of drugs that is as pertinent today as it was when written: 


“And tho’ it is certain that the Knowledge and Choice of Druggs is one of the moft 
ufeful and important Parts of Phyfick, yet it has been the moft neglected of any to this 
Day ; and it is not eafily apprehended how much the Publick fuffers in the Sale which is 
daily made of I know not what fophifticated and decay’d Druggs, which are not capable 
of producing the Effects that are defign’d by them, and expected from them, either to 
reftore or preferve the Health of Mankind. We may yet be more furpriz’d at the fatal 
Mifchief that flows from Mens Ignorance in the common Choice of Druggs; and that noth- 
ing is more frequent in Druggifts and Apothecaries Shops than adulterated Medicines, 
which deferve not the leaft Tittle of thofe pompous Names, by which they enhance the 
Prices of Them.” 


Lest you think Monsieur Pomet felt unkindly toward the industry represented 
here today, I might quote one further passage from the preface to his book: 


“The Knowledge of fimple Druggs is a Study fo agreeable, and fo exalted in its own 
Nature, that it has been the Purfuit of the fineft Genius’s in all Ages.” 


Monsieur Pomet had a rather simple problem. To him practically all the drugs 
were familiar substances readily recognized in plant and animal life and a few min- 
erals. There was no synthetic chemistry nor any science of chemistry that might 
have been dignified by such a name. There was no substantial trade in anything 
but the most elementary drugs. There were trade-marks, however, but Monsieur 
Pomet had little need to concern himself with that mercantile device. 

Today all is changed—all except the elementary and constant principles that 
made trade-marks as important to the trade of the 18th century and several pre- 
ceding centuries as they are today. 

On July 5, 1947, the new Federal Trade-Mark Act known as the Lanham Act 
takes effect. It is a complex statute written in large part by the men who have de- 
voted their lives to the problems of trade-mark law. Many of them are represent- 
atives of the members of this industry. Many of the details of interpretation and 
procedure under this Act have not yet been worked out by the United States Patent 
Office, and it would be somewhat premature to attempt to outline here today in any 
particularity the problems which will arise under that Act with respect to the 
pharmaceutical industry. I shall, therefore, content myself with a few observations © 
on the statute and some specific problems in the use of trade-marks in pharmaceutical 
manufacturing. 


* Address before the mid-year meeting of the American Pharmaceutical Manufacturers’ As- 
sociation, New York City, December 11, 1946. 

+ United States Commissioner of Patents. 

1. The Dedication, “A Compleat History of Druggs,” Pomet, 1737. 
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In general, what the Lanham Act has attempted to do is to gather all of the perti- 
nent provisions of the trade-mark laws of the United States into a single coherent 
statute and to express in that statute the best practices of trade-marking as they 
appear to the draftsman of the Act. The general effect of the statute is to broaden 
the opportunities for the registration of trade-marks, to eliminate technicalities that 
heretofore have barred the registration of such marks, and to prescribe with par- 
ticularity the effects and remedies available to the registrant of a trade-mark under 
the statute. 

There are a large number of novel provisions in the Lanham Act that have no 
special application to this industry. For example, the provision in the statute 
that registration may be permitted to two concurrent users of the same mark is not 
likely to find any extensive application in this industry as the very special nature 
of the marks employed usually forbids their having any general appeal or any of 
that attractiveness as merchandising devices that usually tempts two different enter- 
prises to adopt the same mark. Similarly, the ingenuity with which this industry 
has synthetically created most of the marks which are in use within the industry has 
established such a high level of originality in the marks used that slavish imitation 
and simulation has had very little appeal. We, therefore, expect little labor from 
pharmaceutical manufacturers in the field of concurrent use with which we shall be 
greatly concerned in inaugurating the practice under the Lanham Act. 

The Lanham Act has similarly somewhat modified other prohibitions of the 
trade-mark law which are of only passing interest to you. It has substantially lib- 
eralized the use of geographical marks and surnames, both of which are infrequently 
used in pharmaceutical merchandising. Little change has been made in the law 
with respect to the use of marks which are “merely descriptive or deceptively mis- 
descriptive” of the goods upon which the marks are used. To the same end the 
statute has introduced some specific limitations upon the use as trade-mark of 
marks that have become “the common descriptive name of an article or substance 
upon which the patent has expired.” These provisions are of specific application 
to this industry, particularly in the use of trade-marks which are in fact proprietary 
names of synthetic drugs. 

One has but to recall the unfortunate and fatal experience of the owners of the 
trade-mark “Aspirin” to realize that trade-marks which do in fact become the prac- 
tical name of the merchandise to which they are applied lose their functions as trade- 
marks and become merely words in the language incapable of exclusive use. 

It may be pertinent here to point out some rather elementary principles which 
govern the law of trade-marks: 

The first of these principles is that fundamental principle of trade-mark law that 
a trade-mark is merely a word or device by which a manufacturer or distributor of 
merchandise indicates to his customers the source or origin of the goods. This prin- 
ciple is well set forth in the definition of a trade-mark which occurs in the Lanham 
Act: 
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“The term ‘trade-mark’ includes any word, name, symbol, or device or any combina- 
tion thereof adopted and used by a manufacturer or merchant to identify his goods and 
distinguish them from those manufactured or sold by others.” 
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A trade-mark in this broad sense is a mark which a manufacturer can apply to 
his several products with equal propriety to distinguish the manufacturer of those 
goods and not to identify the specific character of the particular merchandise to which 
the mark is applied. If the mark assumes the later role and becomes the name of the 
specific goods rather than the identification of the source of those goods, the mark is 
playing a double and dangerous role. It may become so good and well known a 
name for the product that it ceases to distinguish the origin of the product and so 
ceases to serve its trade-mark function—that is what happened to the word aspirin. 

In your industry I think you call marks which serve this double function “‘propri- 
etary names.” Many of them are names of patented products. As names of patented 
products, they suffer one other weakness and that is that the patent is a grant of 
limited duration—17 years in the United States—and upon the expiration of the 
patent anyone may proceed to employ its teachings to make the product upon which 
the patent has expired. Asa corollary to this right to make the patented product our 
courts have held that the name which has become distinctive of the patented product 
also becomes available for general use upon the expiration of the patent. This prin- 
ciple, which has long been applied by the courts, has now been expressly laid down 
in the Lanham Act as part of our trade-mark law. The Lanham Act makes this 
provision in those sections of the law which deal with the right to cancel the mark 
registered by another and also in the provisions relating to the incontestability of a 
trade-mark which accrues to the registrant under the Lanham Act—also an innova- 
tion under this law. The Lanham Act thus provides that the registrant of any mark 
under the law or the registrant of a mark under one of the earlier trade-mark laws 
who has the mark republished under the Lanham Act secures the incontestable right 
after five years of such registration or republication to the continued use of that 
mark. Thereafter, the owner’s use of that mark cannot be attacked. An exception 
is provided with respect to marks which have become “the common descriptive name 
of an article or substance on which the patent has expired,” or marks or trade-names 
which are “the common descriptive name of any article or substance, patented or 
otherwise.” 

These provisions of the law are particularly important in this industry where 
many of the marks are synthesized from the names of the components of the product 
to which the mark is applied. The question is rendered exceedingly complex by 
certain requirements of the Council on Pharmacy and Chemistry of the American 
Medical Association, which require that proprietary names “be coined so as to indi- 
cate the potent element or constituent” and in fact that the name perform some serv- 
ice in identifying the therapeutic significance of a therapeutic agent. 

I do not propose to discuss either the principles pursuant to which the very able 
work of the Council has been conducted nor the principles of merchandising that 
raise this entire question of trade-marks. I only observe that there is in every in- 
dustry an almost insoluble conflict between the demands of the law of trade-marks 
and the principles of merchandising. The successful merchandiser frequently at- 
tempts to make of his trade-name the name by which the public calls for the product 
to which he has applied his trade-name, regardless of whether that product is or is 
not of his manufacture. Unfortunately for those who are concerned only with the 
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merchandising aspects of a business the law has practically forbidden this device 
and has said that whenever a trade-mark becomes so universal a name for the mer- 
chandise that it destroys the trade-mark functions of the mark and becomes only a 
name for the product the trade-mark has lost its function as a trade-mark of indicat- 
ing origin and will no longer be protected as a trade-mark. The trade-mark lawyer 
in contrast to the merchandiser must, therefore, insist that the trade-mark also be 
used with some descriptive name of the product so that the danger that the identity of 
the merchandise and its origin be not lost. The Council on Pharmacy and Chemistry 
of the American Medical Association has a somewhat similar requirement in its rules 
in that it requires that proprietary or trade-names “considered insufficiently descrip- 
tive of its chemical composition or pharmaceutic character” be accompanied by “a 
descriptive scientific name satisfactory to the Council.” 

The danger of the loss of a proprietary name by either the expiration of a patent 
upon the product or by the mark’s assuming a descriptive role is greatly minimized 
and may, in fact, be completely overcome if the name is also accompanied by some 
descriptive term for the commodity. 

The danger of the loss of a proprietary name by either the expiration of a patent 
upon the product or by the mark’s assuming a descriptive role is greatly minimized 
and may, in fact, be completely overcome if the name is also accompanied by some 
descriptive term for the commodity. 

A related innovation in the Lanham Act is the provision that the Federal Trade 
Commission may bring a proceeding to cancel a trade-mark which has become ‘“‘the 
common descriptive name of an article or substance on which the patent has expired,” 
or a trade-mark which has been abandoned or one which was fraudulently registered. 
It is conceivably very likely, because of the importance of the pharmaceutical in- 
dustry to public health that any of the transgressions thus defined may first be 
pursued in this industry. It is hoped that the passage of the Lanham Act and the 
increasing publicity which has thus been given to proper trade-mark practice and 
the opportunity which the Patent Office has been granted to clarify this law that 
there will be little opportunity for the Federal Trade Commission to employ this 
extraordinary remedy. 

I have previously given the definition of a trade-mark as it appears in the Lanham 
Act. That is of particular significance in this industry for the definition indicates 
that not only names and decorations of a graphic character can be registered as 
trade-marks but that we shall be permitted to register other “devices” used to 
identify goods. Thus packages of peculiar and distinctive configuration lend them- 
selves to trade-mark use and tablets of distinctive form will similarly be given a new 
recognition in trade-mark law. 

There is another innovation in the Lanham Act that is of meaning to you and 
that is the provision for the first time in our law for the registration of so-called 
“certification marks.” The mark of the Council on Pharmacy and Chemistry of the 
American Medical Association is such a mark. While it has been in wide use it 
was never available for registration under our law. Now it and similar marks by 
which the owner of the mark can certify to the adherence of the user of the mark to 
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standards established by its owner are given a new and becoming dignity in the field 
of trade-marks. 

It would be presumptuous to attempt to burden you at this time with the host of 
specific recommendations with respect to trade-mark practice that are being formu- 
lated by the enactment of this law. Your trade papers are alert to the problems and 
the requirements engendered by the Act, and the wide interest in what we in the 
Patent Office shall do under it indicates that not only will there be adequate broad- 
casting of the information necessary to take advantage of the law, but there will be 
a meticulous and thorough study made of the Act and its many provisions. This 
study will insure not only a better recognition of the principles of trade-mark practice 
as they affect each industry but they will insure that that if the law contains any er- 
rors these can be brought to the attention of Congress before the law becomes ef- 
fective next July. 

It is too much to hope that every difficulty of trade-mark law and practice will 
be cured by the Lanham Act as several very serious problems will remain with us. 
One of these is the constant problem which arises with respect to the shipment of 
trade-mark merchandise abroad. Many foreign countries, as you know, permit the 
first applicant to register a mark and make no requirement to the use of the mark 
such as is imposed by our law. The result of this difference in the trade-mark laws 
of our countries is that very frequently a manufacturer who foresees no foreign 
market for his product will forego foreign registration of the mark and subsequently 
find that the mark has been registered in foreign countries by some other company 
and that the shipment of his merchandise in foreign countries is thus foreclosed. A 
similar difficulty arises with respect to newly established independent governments, 
such as those of Korea and the Republic of the Philippines, where conceivably the 
registrant of a mark may be one who is not the first user in this country and the ex- 
portation of goods from the United States may be to some extent limited. We must 
constantly work for the clarification of these principles in order that the barriers to 
trade and the misunderstandings that follow these conflicts in the use of the same 
trade-mark by different manufacturers may be reduced. 

No man can minimize the grave responsibility which is assumed by each manu- 
facturer of pharmaceuticals. With each package the responsibility, the reputation, 
and the very existence of the manufacturer is placed in judgment. Frequently, the 
most prominent means of identification of that manufacturer is the trade-mark which 
he places upon his goods. If the merchandise bears out the promise which the maker 
has held out for it, the good-will that that mark earns becomes an irreplacable asset 
of the manufacturer. If the goods are unworthy of the name, the name itself be- 
comes a quick and effective device by which the ill-will which the goods have earned 
can be transferred to their maker. 

Whatever, then, will strengthen these trade-marks to prevent confusion in trade 
will help guard that priceless good-will for which all of you strive and protect you 
against the ill-will that all makers of honest merchandise shun. 
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PROPOSED AMENDMENTS TO THE LANHAM ACT* 


By the Lawyers’ Advisory Committee 


RESOLVED, that the Lawyers’ Advisory Committee of the United States Trade- 
Mark Association approves and recommends the following amendments to Public 
Law No. 489—79th Congress, Chapter 540—2nd Session, the part in brackets to be 
omitted and the part in italics to be inserted: 


“Sec. 14. A. Any person who believes that he is or will be damaged by the 
registration of a mark [on the principal register established by this Act, or under 
the Act of March 3, 1881, or the Act of February 20, 1905,] may upon payment of 
the prescribed fee, apply to cancel said registration— 


(1). At any time in the case of a registration of a mark under the Act of 
March 3, 1881 or the Act of February 20, 1905, which has not been published 
under Section 12 (c) of this Act; 

(2). In the case of a registration of a mark on the principal register estab- 
lished by this Act or a registration of a mark under the Act of March 3, 1881 or 
the Act of February 20, 1905, which has been published under Section 12 (c) 
of this Act. 

(a). Within five years from the date of the registration of the mark 
under this Act; or 

(b). Within five years from the date of the publication under Section 
12 (c) hereof of a mark registered under the Act of March 3, 1881, or the 
Act of February 20, 1905; or 

(c). At any time if the registered mark becomes the common descriptive 
name of an article or substance on which the patent has expired, or has been 
abandoned or its registration was obtained fraudulently or contrary to the 
provisions of Section 4 or of subsections (a), (b), or (c) of Section 2 of this 
Act for a registration hereunder, or contrary to similar prohibitory provisions 
of said prior Acts for a registration thereunder, or if the registered mark has 
been assigned and is being used by, or with the permission of, the assignee 
so as to misrepresent the source of the goods or services in connection with 
which the mark is used; or [if the mark was registered under the Act of 
March 3, 1881, or the Act of February 20, 1905, and has not been published 
under the provisions of subsection (c) of Section 12 of this Act, or] 

(d). At any time in case of a certification mark on the ground that 
the registrant [(1)] does not control, or is not able legitimately to exercise 
control over, the use of such mark. [or (2) engages in the production or mar- 
keting of any goods or services to which the mark is applied, or (3) permits 
the use of such mark for other purposes than as a certification mark, or 
(4) discriminately refuse to certify or to continue to certify the goods or 
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* Approved January 14, 1947. These amendments have been approved by the House of Dele- 
gates of The American Bar Association, The New York Patent Law Association and the Patent 
Committee of The National Association of Manufacturers. 
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services of any person who maintains the standards or conditions which such 

mark certifies. 

Provided, That the Federal Trade Commission may apply to cancel on the 
grounds specified in subsections (c) and (d) of this section any mark registered 
on the principal register established by this Act, and the prescribed fee shall be 
required. | 
B. The Commissioner shall refer such application to the Examiner in charge of 

interferences who shall give notice thereof to the registrant. 
shall cancel the registration if it appears after a hearing. 

(1). In the case of a registration of a mark under the Act of March 3, 1881 
or the Act of February 20, 1905, which has not been published under ‘Section 
12 (c) of this Act, that the registrant was not entitled to register the mark at the 


date of his application for registration thereof or that the mark has been 
abandoned ; 


The Commissioner 


(2). In the case of a registration for which application to cancel has been 
filed in accordance with subsection (a) or (b) hereof, that the registrant was not 
entitled to register the mark at the date of his application for registration thereof; 

(3). In the case of a registration of a mark on the principal register estab- 
lished by this Act or the registration of a mark under the Act of March 3, 1881 
or the Act of February 20, 1905, which has been published under Section 12 (c) 
of this Act, that any of the grounds for cancellation specified in subsection (c) 
or (d) hereof has been established.” 


ss ene 


“Sec. 15. Except on a ground for which application to cancel may be filed at any 
time under subsections (c) and (d) of section 14 of this Act, and except to the extent, 
if any, to which the use of a mark registered on the principal register infringes a valid 
right acquired under the law of any State or Territory by use of a mark or trade- 
name continuing from a date prior to the date of the publication under this Act of 

| such registered mark, the right of the registrant to use such registered mark in 
| commerce for the goods or services on or in connection with which such registered 
mark has been in continuous use for five consecutive years subsequent to the date of 
such registration and is still in use in commerce, shall be incontestable: Provided, 
That 
(1). There has been no final decision adverse to registrant’s claim of owner- 
ship of such mark for such goods or services, or to registrant’s right to register 
the same or to keep the same on the register ; and 
(2). There is no proceeding involving said rights pending in the Patent 
Office or in a court and not finally disposed of ; and 
(3). An affidavit is filed with the Commissioner within one year after the 
expiration of any such five-year period setting forth those goods or services stated 
in the registration on or in connection with which such mark has been in con- 
tinuous use for such five consecutive years and is still in use in commerce, and 
the other matters specified in subsections (1) and (2) hereof; and 
[(4). No incontestable right shall be acquired in a mark or trade-name 
which is the common descriptive name of any article or substance, patented or 
otherwise. } 
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Subject to the conditions above specified in this section, the incontestable 
right with reference to a mark registered under this Act shall apply to a mark 
registered under the Act of March 3, 1881, or the Act of February 20, 1905, 
upon the filing of the required affidavit with the Commissioner within one year 
after the expiration of any period of five consecutive years after the date of 
publication of a mark under the provisions of subsection (a) of section 12 of 
this Act. 

The Commissioner shall notify any registrant who files the above-prescribed 
affidavit of the filing thereof. 

No incontestable right shall be acquired in any mark prior to July 5, 1954.” 


“Sec. 33. (a). Any certificate of registration issued under the Act of March 
3, 1881, or the Act of February 20, 1905, or of a mark registered on the principal reg- : 
ister provided by this Act and owned by a party to an action shall be admissible in 
evidence and shall be prima facie evidence of registrant’s exclusive right to use the 
the registered mark in commerce on the goods or services specified in the certificate 
subject to any conditions or limitations stated therein, but shall not preclude an op- | 
posing party from proving any legal or equitable defense or defect which might have | 
been asserted if such mark had not been registered. 

(b). If the right to use the registered mark has become incontestable under 
Section 15 hereof, the certificate shall be conclusive evidence of the registrant’s ex- 
clusive right to use the registered mark in commerce on or in connection with the 
goods or services specified in the certificate subject to any conditions or limitations 
stated therein except when one of the following defenses or defects is established : 

(1). That the registration or the incontestable right to use the mark was ob- 
tained fraudulently ; or 

(2). That the mark has been abandoned by the registrant ; or 

(3). That the registered mark has been assigned and is being used, by or with 
the permission of the assignee, so as to misrepresent the source of the goods or 
services in connection with which the mark is used; or 

(4). That the use of the name, term, or device charged to be an infringement 
is a use, otherwise than as a trade or service mark, of the party’s individual name 
in his own business, or of the individual name of anyone in privity, with such party, 
or of a term or device which is descriptive of and used fairly and in good faith only 
to describe to users the goods or services of such party, or their geographic origin; 
or 

(5). That the mark whose use by a party is charged as an infringement was 
adopted without knowledge of the registrant’s prior use and has been continuously 
used by such party or those in privity with him from a date prior to the publica- 
tion of the registered mark under subsection (a) or (c) of Section 12 of this 
Act: Provided, however, that this defense or defect shall apply only for the area in 
which such continuous prior use is proved. 

(6). That the mark whose use is charged as an infringement was registered 
and used prior to the publication under subsection (a) or (c) of Section 12 of 
this Act of the registered mark of the registrant, and not abandoned: Provided, 
however, that this defense or defect shall apply only where the said mark has 
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been published pursuant to subsection (c) of Sections 12 and shall apply only 
for the area in which the mark was used prior to the date of publication of the 
registrant’s mark under subsection (a) or (c) of Section 12 of this Act. 


[(7). That the mark has been or is being used to violate the antitrust laws 
of the United States.]” 


“Sec. 35. When a violation of any right of the registrant of a mark registered 
in the Patent Office shall have been established in any civil action arising under this 
Act, the plaintiff shall be entitled, subject to the provisions of Sections 29 and 
[31] 32 (1) (b), and subject to the principles of equity, to recover, (1) defend- 
ant’s profits, (2) any damages sustained by the plaintiff, and (3) the costs of the 
action. The court shall assess such profits and damages or cause the same to be 
assessed under its direction. In assessing profits the plaintiff shall be required to 
prove defendant’s sales only ; defendant must prove all elements of cost or deduc- 
tion claimed. In assessing damages the court may enter judgment, according to 
the circumstances of the case, for any sum above the amount found as actual damages, 
not exceeding three times such amount. If the court shall find that the amount of 
the recovery based on profits is either inadequate or excessive the court may in its 
discretion enter judgment for such sum as the court shall find to be just, according 
to the circumstances of the case. Such sum in either of the above circumstances 
shall constitute compensation and not a penalty.” 


“Sec. G&G, °° 9 


“The terms ‘trade-name’ and “commercial-name’ include individual names and 
surnames, firm names and trade-names used by manufacturers, industrialists, mer- 
chants, agriculturists, and others to identify their businesses, vocations, or occupa- 
tions; the names or titles lawfully adopted and used by persons, firms, associations, 
corporations, companies, unions, and any manufacturing, industrial, commercial, 


agricultural, or other organizations engaged in trade or commerce and capable of 
suing and being sued in a court of law. 


« * * 
“The term ‘collective mark’ means a [trade-] mark [or service mark] used on 
goods or in connection with services by the members of a cooperative, an associa- 
tion or other collective group or organization to identify the goods or services of such 


members and distinguish them from the goods or services of another, and includes 
marks used to indicate membership in a union, an association or other organization.” 
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INNOVATIONS IN SWEDISH TRADE-MARK LAW 
By Dr. Joseph Fischler* 


Since the publication of my article, “Concerning the Swedish Trade-Mark Law,” 
in the Bulletin of the United States Trade-Mark Association, 1938, p. 65 et seq., 
the law of 1931 has been amended by the law of May 22, 1942, as regards the law 
of Unfair Competition. This amendment was enacted in order to eliminate some 
of the loop-holes in the outmoded Swedish law of 1884 regarding the protection of 
trade-marks, and in order to enable Sweden to adhere to the Paris Convention as 
last revised in London in 1934. However, Sweden has not as yet adhered to the 
London Convention and is bound only by the Hague Revision of 1925, which 
Sweden ratified as of July 1, 1934. 

It will be recalled that according to Article 10 bis of the London Revision of the 
Convention, all acts are forbidden which may cause confusion with the enterprise, 
goods, or the industrial or commercial activities of a competitor. Such general pro- 
hibition is unknown under Swedish law, and to this day there is no such general 
statutory clause against unfair competition, contrary to Denmark, Finland and Nor- 
way. Before the amendment was enacted, the possibilities of enjoining and prose- 
cuting acts of the kind referred to in Article 10 bis were extremely limited. Only 
unfair advertising was punishable in certain cases, while the law of trade-marks and 
of trade-names covered only a few situations dealt with in the Convention. Specifi- 
cally, registration was of decisive importance for the protection of trade-marks. Only 
through registration was a merchant able to acquire the exclusive right to use a 
trade-mark in order to distinguish his merchandise from that of others. Only a per- 
son who used either the name or firm name or the registered trade-marks of others 
was punishable and liable to damages. On the other hand, the use of somebody 
else’s unregistered mark was neither a criminal offense nor a civil wrong. Use 
alone of a trade-mark had only the effect of preventing others from registering the 
mark to designate the same or similar kinds of merchandise, but it did not confer an 
exclusive right to use, but was only a bar to registration by others. It may be men- 
tioned that the trade-mark act refers only to trade-marks in the specific sense, i.¢., 
identification marks which are affixed to the goods or the wrappers thereof, while 
other characteristics of merchandise such as form, color, get-up, or kind of wrappings 
of the merchandise or packages, were in no way protected. Finally, unauthorized use 
of firm names could be enjoined in a civil action and an action for damages, but was 
not a criminal offense unless an infringement of a registered trade-mark occurred at 
the same time. 

The recent amendment reads as follows: 
“Whoever uses in the course of his business a name, a name of a firm, a trade-mark, a 
get-up, or another mark of identification which might be confused with a mark previously 
used in this country the business of another, and uses the mark with an intention to cause 
confusion, is liable to a fine, or in case of flagrant violation, to a jail sentence up to one 


year, unless a more severe penalty is provided by other existing statutes. He is also liable 
in damages.” 


* Trade-Mark Attorney, Stockholm, Sweden. 
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In some ways the amendment does not go as far as the London Revision of the 
Convention since it does not cover the creation of confusion with a competitive 
enterprise or merchandise in general, but deals only with the prevention of unfair 
competition through the use of confusingly similar trade emblems. On the other 
hand, the amendment goes beyond the scope of the Convention since it is not limited 
like the latter to the protection of trade and industry, but covers marks used in any 
other business activity as well, including agriculture, insurance, transportation, and 
the like. 

The term “trade emblems” as used by the amendment covers all kinds of methods 
of individualization for any business activity and merchandise used in the course of 
such activity, including words, combinations of words, letters, configurations of all 
all kinds, color schemes, etc. Covered also are family names, firms, firm abbrevia- 
tions, trade-names for hotels, restaurants, theaters, etc., regardless of whether they 
are registered or not. Specifically covered by the amendment are all trade-marks, 
as well as picture trade-marks regardless of whether or not they are registered or are 
registrable at all. Hence, registration is no longer the only basis of protection under 
Swedish trade-mark law. Also protection by the amendment are get-up, advertise- 
ments, catalogs, and other business forms and emblems. Even business trucks if 
they are distinctive in form, color or ornament or a combination of these, are cov- 
ered. Obviously, the principle underlying the amendment is to give legal protection 
to any form by which business activity or merchandise may be distinguished. This 
is particularly significant for the entire realm of advertising (slogans, layouts, etc.). 
But protection is always dependent upon the fact that the emblems involved must 
have actual distinguishing character. Words or marks which are in the public do- 
main cannot acquire such distinctiveness. 

From the point of view of trade-mark law, it is particularly significant that the 
amendment protects certain marks which are not registrable under the Trade-Mark 
Act, such as for instance, marks consisting only of letters or numbers (form number 
and letter trade-marks may, of course, be registrable under the telle-quelle provi- 
sion of the Paris Convention). Even words which are descriptive and indicate 
quantity, quality or price may qualify under the amendment. The trade-mark 
“Palmolive” for soap which is not registrable in Sweden will now be protected under 
the amendment even though it is not registrable. 

However, in order to enjoy this protection, the mark or name must have acquired 
secondary meaning. The amendment is not intended to give any protection to a 
businessman who learns about a competitor’s intention to establish a certain trade- 
name or mark and then registers it himself before the competitor has done so. 

Moreover, the secondary meaning must be a legitimate one. No such meaning 
can be acquired in a misdescriptive or deceptive mark and the protection of the amend- 
ment is available only as long as the secondary meaning continues. As a rule, its 
owner should make continuous use of such mark on the merchandise as well as in 
its advertising in order to keep it before the public. He must also immediately sue 
infringers. On the other hand, a short interruption of use usually does not affect 
the validity of the mark. If the secondary meaning mark should lose its distinctive- 
ness or become public property, the protection of the amendment is no longer avail- 


able. 
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It should be noted that the mark must have acquired the secondary meaning in 
Sweden. A secondary meaning acquired abroad will not be recognized in Sweden 
unless the mark is registered here. On the other hand, the foreigner enjoys the same 
protection as a Swede if he registers the mark in Sweden or builds up a secondary 
meaning in this country. 

Whether or not two marks or names are confusing must be decided from case 
to case. Complete identity is not necessary ; similarity in the main features of char- 
acteristic parts is sufficient. Pertinent in this connection is not only the appearance 
of the mark or name, but likewise the fact whether the merchandise involved is iden- 
tical or confusingly similar. - Actual proof of confusion and damage need not be 
established. However, there must be real likelihood of confusion; a mere remote 
possibilitity will not suffice. Likelihood of confusion may exist not only between 
trade-marks, but also between a trade-mark or trade-name or other emblems. For 
instance, use of a trade-mark is prohibited not only if it conflicts with another trade- 
mark which has acquired secondary meaning, but likewise if it is confusingly similar 
to the get-up or other trade emblems of a competitor. 

It should be noted that the amendment is concerned only with an unfair use 
of somebody else’s mark or name if such use is a commercial use. Where, for in- 
stance, an ornament, configuration or design is copied by a competitor not for the 
purpose of distinguishing his merchandise but for technical purposes, for instance 
as a sample, the amendment does not apply and protection may be sought only under 
the patent or design patent law. 

In order to come into play, an intent to deceive or confuse must be proven under 
the amendment. It is, however, sufficient to show that such intent may be implied 
to the circumstances of the case. On the other hand, mere negligence is not made 
an offense, nor does it subject the negligent party to damages. 

Finally, it may be interesting to point out that the amendment may be invoked 
even though the respondent may have obtained a registration for the mark. In 
other words, the owner of a registered trade-mark may not rely on the registration 
as a defense if it is proven that he registered a mark which to his knowledge had 
already acquired a secondary meaning in Sweden before registration. Thus, the 
establishing of a secondary meaning has been put on the same footing for practical 
purposes with the actual registration of a mark under Swedish law. From now on, 
either registration or the creation of secondary meaning will lead to the recognition 
of an exclusive right to use a mark or name as a trade-mark. 

In this way, considerable progress has been made in Sweden in the recognition 
and protection of trade-mark rights. Despite such progress, however, the amend- 
ment can only be considered as the first step in the long process of modernizing 
Swedish trade-mark law. 
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CHINESE REGULATIONS FOR CONTROL OF PATENT MEDICINES 
By N. F. Allman* 


A revised set of Regulations for the Control of Patent Medicines was promul- 
gated on February 5, 1942, and in theory were in effect from that date. During the 
late war the enforcement of these Regulations was relaxed but the National Ministry 
of Health has now begun the rigid enforcement thereof. May 31, 1947, has been 
fixed as the final date for the registration of all patent medicines, this “final” date 
having been moved forward from February 28, 1947. It will be impossible for 
manufacturers in foreign countries to comply with these regulations within the above 
time limit and it is expected that reasonable extensions will be granted. Prompt 
compliance is necessary however as the sale or distribution of unregistered patent 
medicines is prohibited. 

These regulations define a patent medicine as: “Any medicinal ingredient which 
is re-prepared, blended, or compounded without using the original names thereof, 
accompanied with a description of the effects, dosage, methods of use, and intended 
for the treatment of diseases without a doctor’s “prescription.” 

The manufacturer must register his products with the National Ministry of 
Health. The agent or distributor must register his shop or office with the local 
municipal authorities and must keep records showing all sales. 

Numerous certificates of registration of patent medicines were issued before the 
war but in many cases these have been lost. Also some of the records of the Ministry 
of Health were lost or destoyed during the war and for this reason it is doubtful if 
such lost certificates can be replaced. In such cases new applications are neces- 
sary. 

The essential requirements to effect registration are: 

The name of the medicine in English and Chinese. 

The kind of the medicine (meaning in what form). 

Names and quantities of the respective ingredients. 

Method of manufacture. 

Name of the person responsible for the manufacture. 

The essential effects of the medicine. 

Method of use and dose. 

Name, address, and license number of the distributor or drug merchant in China. 
A power of attorney to a statutory agent to prosecute the application. 
Half dozen samples of the medicine. 

Six copies of the descriptive circulars or pamphlets in Chinese. 


fF OP SO am 


et 


Remarks 


(a). It is important to adopt an adequate Chinese name for the medicine, and 
such name shall be printed on the Chinese circular. 

(b). The quantities of the ingredients shall be calculated in grams or c.c. 

(c). It is not necessary to make a detailed statement of the method of manu- 
facture. A rough statement is sufficient. 





* Trade-Mark Attorney, Shanghai, China. 
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(d). The formula shall be signed by the person responsible for the manufac- 
ture. 

(e). The descriptive literature shall not exaggerate. If no Chinese copy is 
printed, a translation of the English circular shall be attached. Such Chinese liter- 
ature, after being duly corrected by the National Health Administration, shall be 
printed and attached to the medicine. 





THE NEW TRADE-MARK MANUAL 
By Daphne Robert 
Reviewed by Rudolph Callman* 


Any statute, that as the trade-mark statute of 1905, has been exposed to legal 
wrangling and the vicissitudes of almost 40 years will quite naturally develop a 
patina. This enhances its value, for it reflects the manifold attempts of the legal 
fraternity to interpret it, to eliminate its rough edges and to adopt it to the dynamics 
of our business economy. Any statute that is ushered in as an isolated unit will 
soon be intergrated into the body of our common law and geared to realities. If such 
a statute is to be replaced, its successor will undoubtedly preserve the patina and 
also eliminate many of the past controversies generated by it. That is the lesson of 
pragmatism in legislation and any analysis of the new statute must perforce be as- 
sessed against the backdrop of historic development. This is especially true of the 
trade-mark statute, which today is generally accepted as a codified part of the sprawl- 
ing common law of unfair competition. 

Miss Robert’s “New Trade-Mark Manual” is especially valuable in this connec- 
tion, for almost every page of it reflects this vibrant and vital relationship between 
statute and common law. For this alone, it deserves unhesitating commendation. | 
must admit that it was with misgiving that I accepted the author’s prefatory caveat 
that her book was “‘not intended to be a ‘law book’ in the ordinary sense of the term” 
and that it was rather “intended for use by trade-mark owners and lawyers alike.” 
This, to me, has always been an anomaly. A “law book” for the business man cannot 
be a lawyer’s reference manual, and for the business man it can do no more than 
scratch the legal veneer. Save for such technicalities as O. P. A., A. P. C. or Treas- 
ury Regulations, the businessman should know that only his lawyers can properly 
advise him on the law and that no “Handy Reference Manual” or “Short-Cut to 
Legal Education,” however well intended, can be an adequate substitute. 

But I am quick to confess that my misgivings were soon dissipated. Miss Robert's 
manual is a law book, very much like a treatise, and an exceptionally lucid one at 
that. One cannot write clearly unless one thinks clearly, for language is but the tool 
of thought. Miss Robert writes crystal-clear, her explanations are readily under- 
standable and the completed mosaic is a pleasant one. 

In 12 chapters, Miss Robert guides us through the entire field. She begins with 
a presentation of the function of the name and the mark, discusses the several types, 


* Member of New York Bar. 
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€.g., service marks, collective marks, certification marks, their legal and economic 
significance, how they are acquired and how they may be lost. With what must have 
been special devotion, she familiarizes the readers with the marks ‘‘used by related 
companies” and in that connection focuses upon the singular problems presented by 
the ‘independent bottler.” Throughout, the reader is greatly benefited by the au- 
thor’s active participation in the legislative discussions and hearings that fathered 
the Lanham Act from its foetal draft. Without overburdening the continuity, she 
refers to Congressional debates, which almost invariably clarify her text and high- 
light interpretative problems. The usually dull details of Registration Procedure 
and the impact of the new Act on marks previously registered are vividly set forth. 
Inasmuch as it is one of the stated purposes of the Lanham Act “to carry out the 
provisions of certain international conventions,” international registrations are of 
particular interest and Miss Robert’s book illumines the fact that the new Act imple- 
ments the two international conventions to which the United States adheres and 
points out how nationals of other contracting countries may take advantage of its 
provisions to register and protect their marks. 

In the highly important chapter on the Effect of Registration, the concept of in- 
contestability is undoubtedly the most significant. Miss Robert flanks that word 
with quotation marks. She believes only in a so-called incontestability and suggests 
that the word was “not an altogether happy selection” as “demonstrated by enumerat- 
ing the circumstances under which the right may be limited, forfeited or lost’ (p. 
133). This reviewer, however, submits that the selection of that term is no more 
unhappy, than for instance, the phrase “absolute right.” The lawyer will readily con- 
cede that there are no completely absolute rights nor are there any completely incon- 
testable rights. Miss Robert deplores the term “incontestability’” presumably be- 
cause of the anomalous combination therewith of certain stated exceptions, and that 
view is doubtlessly shared by many others. But these exceptions grafted to the in- 
contestability clause, like those that attach to “absolute rights,” arise out of familiar 
principles of equity. Essentially, there are but four such exceptions to incontest- 
ability, .e., if the trade-mark has lost its nature or function as a trade-mark, 
if the trade-mark has been abandoned, if the trade-mark had been originally procured 
or used in violation of law. But these exception are no more nor less than the usual 
limitations that inhere in any property right, its continued existence and the legality 
of its use. 

Miss Robert concludes her book with discussions of Remedies, Unregistered 
Marks and a History of Trade-Mark Laws. An appendix, containing the new Act 
and invaluable source references, a carefully prepared list of sectional references to 
the Act, a recommended bibliography, a table of cases and a topical index cap off 
the Manual. 

There is perhaps no better book for introducing the uninitiate to the law of trade- 
marks as it is now codified by the Lanham Act. Miss Robert has contributed a very 
fine survey that is both valuable to the researcher and stimulating to the student. 
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SUMMARY JUDGMENT GRANTED IN OPPOSITION PROCEEDING 
Walter J. Derenberg* 


A decision of unusual practical importance was handed down by Commissioner 
Ooms on October 24, 1946, in Kaylon Incorporated v. Gordon-Lacey Chemical 
Products Co." Here, Kaylon, Inc. had filed an opposition against registration of 
the word “Kaylon” on the ground that the word consisted merely of its corporate 
name and was, therefore, not registrable under the Act of 1905 even though it was 
sought to be registered for merchandise of different descriptive properties. The 
opposer asked for summary judgment on this ground and attached a certificate 
of the Deputy Secretary of State of the State of New York showing its corporate 
name as well as an affidavit of its President showing that the use of the corporate 
name antedated the date of first use alleged by the registrant. 

Under these circumstances (there being no disputed issue of fact), the Com- 
missioner of Patents for the first time granted a motion for summary judgment 
sustaining the opposition after the applicant had failed to respond to the motion 
when filed by the opposer. In thus applying the summary judgment procedure 
in a Patent Office proceeding, Commissioner Ooms emphasized that there is no 
specific Patent Office rule which would proscribe the utilization of summary judg- 
ments in trade-mark or patent matters. He said: 


Under well recognized principles of summary judgment procedure, that procedure 
can be employed where no issue of fact remains for disposition. The procedure con- 
templates the employment of affidavits and other documents not to form the basis for 
the determination of an issue of fact but merely to demonstrate that no controlling issue 
of fact appears in the case. In other words, the summary judgment procedure is avail- 
able when it can be shown by affidavits or documents, either recorded in the case or 
of indisputable character, that the proceedings do not in fact present an issue which 
requires further evidence.” 


It being clear under the facts of the case that the applicant was not under the 
present law entitled to register the word “Kaylon” for any merchandise over the 
opposition of Kaylon, Inc., the Commissioner concluded that this was a typical 
situation in which summary judgment should issue. 

This new method of expediting the determination of Patent Office proceedings 
will not only prove of great value to trade-mark lawyers and trade-mark owners, 
but will also help reduce and bring to a speedy decision the considerable number 
of inter partes proceedings which are now pending in the Office under the Act of 
1905 and which will unquestionably be multiplied under the Lanham Act of 1946. 


* Member New York Bar, Trade-Mark Counsel, Patent Office. 
l. 71 U.S. BP: &. 385. PB. 1996). 
2. 71 U. S. P. Q. 185 at 186. 
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BARBASOL v. JACOBS 


PART II 


THE BARBASOL COMPANY v. JACOBS, po1ne Business as EATON 
LABORATORIES 


Circuit Court of Appeals, Seventh Circuit 
February 28, 1947 


TRADE- MARKS—STATUTORY INFRINGEMENT. 
It is important to keep in mind that the instant cause of action is solely for statutory 
trade-mark infringement, unfettered by any charge of unfair competition and that the mark 
in suit is for a design. Kind, size or share of the container upon which such design is 
employed is immaterial. It is important that goods of the parties are of the same descriptive 
quality. 
TRADE-MARKS—EFFECT OF REGISTRATION. 
Registration of a trade-mark raises a strong presumption of its validity. 
CERTIORARI TO THE SUPREME CouRT—VALIDITY OF MARK. 

In trade-mark infringement case the Supreme Court allower certiorari solely on the 
question of the measure of damages. While it did not consider validity of the mark, the 
fact that it took the case and announced rule for measurement of damages is indication that 
the Court considered the mark valid. 

TRADE-MARKS—GENERAL PRINCIPLES. 

The essential purpose of a trade-mark is to identify the goods on which it is used and to 

distinguish such goods from those manufactured and sold by others. 
TRADE-M ARKS—COoLOR—DESCRIPTIVE. 

Parallel diagonal blue, white and red stripes forming a border for blue rectangular panel 
form is a valid trade-mark. 

Striped barber pole is not descriptive of barber shops. It is not descriptive of shaving 
cream, brushes, razors, combs and other goods and services usually found in barber shops. 

UNFAIR COMPETITION—INFRINGEMENT. 

In statutory trade-mark infringement cases only likelihood of confusion need be shown. 
Plaintiff need not prove actual confusion. A different rule applies where unfair competition 
is alleged. 

APPEALS To Circuit Courts OF APPEAL. 


Appellate court reverses judgment in instant suit declining to follow own decision in 
prior case. New trial is granted since defendant-appellee may have been misled by reliance 
upon prior decision and not have offered evidence upon specific point. 


















Appeal from District Court for Northern District of Illinois, La Buy, D. J. 

Action by The Barbasol Company against Melvin H. Jacobs, doing business as 
Eaton Laboratories, for trade-mark infringement. From judgment dismissing 
complaint, plaintiff appeals. Reversed. 







Karl Pohl, New York, N. Y., and Edward S. Rogers and William T. Woodson, 
both of Chicago, IIl., for plaintiff-appellant. 
Maurice S. Cayne, Chicago, IIl., for defendant-appellee. 


Before SparKs, Major and Kerner, Circuit Judges. 
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Major, C. J.: 


This is an appeal from a judgment entered July 16, 1945, dismissing plaintiff's 
complaint in an action for statutory trade-mark infringement (Act of 1905 as 
amended, 15 U. S. C. A. Sec. 81, et seq.). The court made findings of fact and 
conclusions of law upon which its judgment was predicated. 

Plaintiff is a shaving cream manufacturer with its factories and principal offices 
located at Indianapolis, Indiana. The defendant is an individual of Chicago, 
Illinois, who markets toilet preparations, including shaving creams, under the 
name of Eaton Laboratories. Plaintiff’s trade-mark, registration No. 344122, is 
described in the certificate thus: 


The trade-mark consists of parallel diagonal blue, white and red stripes in the color 
sequence of blue-white-red-white-blue-white-red-white, etc., the said colored stripes form- 
ing a border for a rectangular panel or field in blue color. The drawing is lined to indi- 
cate the colors blue and red. 


The color design thus described has been in continuous use by plaintiff since 
1919, although not registered as a trade-mark until March 16, 1937. Defendant 
commenced in 1941 the use of the design alleged to infringe. Both the plaintiff 
and the defendant use their designs in connection with a brushless shaving cream. 
There is no question, therefore, but that their respective designs are used upon 
goods of the same descriptive properties. 

Plaintiff's trade-mark and the manner of its use was found by the court as 


follows: 


Plaintiff’s shaving cream product is identified by the word trade-mark “Barbasol” 
and by the distinctive package design trade-mark hereinafter referred to. Said product is 
displayed and offered for sale in two types of cartons. One of said cartons is of rectangular 
shape, the length of which is about 3% times its width and the depth is a little less than 
the width. In addition to the word “Barbasol” being provided thereon, the carton has 
a striped border of blue, white and red diagonal stripes surrounding a rectangular panel 
or field in blue color. The shaving cream disposed in this type of carton is packed in an 
elongated soft metal tube, which is received and housed within said carton. The other 
type of carton is approximately square and it also has the word trade-mark “Barbasol” pro- 
vided thereon, and the entire carton is provided with diagonal colored stripes of red, white 
and blue, said stripes forming a border for a bhie field, on which appears the word “Barbasol” 
and other printed matter. The shaving cream is disposed in a glass jar of octangular cross 
section and upon which the word “Barbasol” appears. The Jar is white and is disposed 
within the square carton. 


The defendant’s alleged infringing design and the manner of its use was found 
by the court as follows : 


The defendant’s shaving cream is sold in only one type of container, that is a round 
glass jar, upon which is provided a label, the label having the word trade-mark “Eatons” 
provided thereon. The label is printed in a color combination of red, white and blue. 
The front of said label, upon which the word “Eatons” appears, consists of a blue panel 
which is broken near its bottom by a horizontal white band upon which appear the words 
“Shaving Cream” in red. The rear of the label, as the same appears on the jar, is also 
blue and has the word “Eatons” appearing thereon at the top, in addition to other printed 
matter covering substantially the entire surface of said panel. Disposed between the front 
and rear blue panels are two narrow vertical panels with alternating diagonal red, white 
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and blue spirally designed stripes, one panel on each side of the jar. The vertical edges 


of the front and rear blue panels are spaced from the narrow vertical panels by wide white 
lines. 


Two questions are raised on this appeal, (1) is plaintiff’s registered trade-mark 
a valid and subsisting trade-mark? and (2) if so, does the defendant’s label design 
infringe plaintiff’s carton design? We assume the first question was not urged 
below for the reason that no mention is made of it by the court. The second ques- 
tion was decided in the negative, apparently upon the court’s finding that “Plaintiff 
has failed to show that anyone has been confused and thereby purchased or dealt 
in defendant’s goods bearing defendant’s label believing that the same were plaintiff's 
products or goods,” and its conclusion of law that “As the resemblance of defendant’s 
package design and label is not strikingly and confusingly similar to that of plain- 
tiff’s containers and labels, the plaintiff must prove confusion.” 

It is quite plain from the colloquy which took place between the court and coun- 
sel as shown by the record, as well as from the court’s finding and especially its 
conclusion of law just quoted, that the court’s decision was made upon the authority 
of Rytex Co. v. Ryan, 126 F. 2d 952 [32 T.-M. Rep. 11]. 

It is important to keep in mind that the instant cause of action is solely for 
statutory trade-mark infringement, unfettered by any charge of unfair competition 
as is often-times the case, and that the mark in suit is for a design. It thus becomes 
immaterial as to the kind, size or shape of the container upon which such design is 
employed. It is equally important to keep in mind the fact that plaintiff's and defend- 
ant’s products admittedly are of the same descriptive quality. 

On the question of the validity of the trade-mark, we start with the recognized 
rule that the registration of a trade-mark raises a strong presumption of its validity. 
Weiner, et al. v. National Tinsel Mfg. Co., 123 F. 2d 96, 98 [31 T.-M. Rep. 105] ; 
Hemmeter Cigar Co. v. Congress Cigar Co., Inc., 118 F. 2d 64, 68 [31 T.-M. Rep. 
182]; Feil v. American Serum Co., 16 F. 2d 88, 89. 

Trade-marks comprising colors or a combination of colors have rarely been 
considered by the Supreme Court. One of the few cases, and perhaps the leading 
one, is Leschen Rope Co. v. Broderick, 201 U. S. 166. In that case, the trade-mark 
was used upon wire rope, the essential feature of which was “a strand of a different 
color from the other strands of the rope.’”” The court held this mark invalid upon 
the ground that it was too wide and indefinite. In doing so, however, the court 
among other things stated (page 171): 


. . if color be made the essential feature, it should be so defined, or connected with 
some symbol or design, that other manufacturers may know what they may safely do. 


Further on the same page, the court after expressing doubt that mere color could 
constitute a valid trade-mark stated: 


Doubtless it may, if it be impressed in a particular design, as a circle, square, triangle, 
cross, Or a Star. 


In Hygienic Products Co. v. Coe, 85 F. 2d 264, the Court of Appeals for the 
District of Columbia held in a mandamus proceeding against the Commissioner 
of Patents that the plaintiff was entitled to register a trade-mark consisting of “a 
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rectangular yellow panel, bounded by contrasted dark blue border, applied to the 
can or other package containing the goods.” In thut case, the examiner had refused 
the right to register “on the ground that what is claimed as a trade-mark is not in 
fact a trade-mark, i.e., that it is not such a device as would ordinarily indicate to 
the public origin or ownership of the goods.” In deciding to the contrary, the 
court held it to be settled law that color may constitute a valid trade-mark, provided 
it is impressed in a particular design, citing the Leschen case, supra. 

In Mishawaka Rubber & Woolen Mfg. Co. v. Kresge Co., 119 F. 2d 316, the 
trade-mark which the court recognized as valid consisted of a red circular plug 
embedded in the center of a rubber heel. The Supreme Court allowed certiorari 
solely on the question of the measure of damages recoverable by the plaintiff and 
reversed on the ground that the rule announced by the lower courts for determining 
such damages was not adequate. Mishawaka Mfg. Co. v. Kresge Co., 316 U. S. 
203 [32 T.-M. Rep. 254]. While the question as to the validity of the trade-mark 
was not considered by the Supreme Court, the fact that it took the case and an- 
nounced a rule for the measurement of damages would seem to be some indication 
that the court considered the trade-mark as valid. 

The view that the trade-mark in suit is valid is strengthened by the court’s find- 
ing that “Plaintiff’s” said package design distinguishes plaintiff’s brushless shaving 
cream and related products from similar products of others.” Also in its findings 
the court recognized plaintiff’s trade-mark as a “distinctive package design trade- 
mark.” Moreover, defendant in his brief states: “The plaintiff’s product is identi- 
fied by the word trade-mark ‘Barbasol’ and by the carton design trade-mark here- 
inbefore referred to.” (Reference is to the mark involved in the instant suit.) Thus 
the findings of the court and defendant’s admission leave little, if any, room to 
question the validity of plaintiff’s trade-mark. After all, the essential purpose of a 
trade-mark is to identify the goods on which it is used and to distinguish such 
goods from those manufactured and sold by others. That concededly is what plain- 
tiff’s mark does. ' 

Defendant’s argument as to invalidity is predicated largely upon the erroneous 
premise, so we think, that plaintiff’s design consists solely of the striped border, 
irrespective of the blue panel. This premise is inconsistent both with the descrip- 
tion of the design and the manner in which it is used. The certificate of registra- 
tion provides for “colored stripes forming a border for a rectangular panel or field 
in blue color.” We think the field of blue color is an essential part of and must be 
treated in connection with the colored stripes as forming the design. Confining 
the design solely to the colored striping, defendant further argues that it is merely 
a generic term or symbol which plaintiff had no right to appropriate to its exclusive 
use because the striping is descriptive of and generic to goods usually found in a 
barber shop. This argument rests on the theory that barber poles with their striped 
design are descriptive of a brushless shaving cream. We think there is no merit in 
this contention. A barber pole, so we think, is not descriptive of anything unless 
it be a barber pole. It is not even descriptive of a barber shop, although no doubt 
suggestive of such. But even if it be assumed that it is descriptive of a barber 
shop, it would not be descriptive of a shaving cream any more than of brushes, 
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razors, combs and all the other goods and services usually found in such a shop. 
Neither do we think there is any merit in defendant’s contention that plaintiff's 
color striping is characteristic of patriotic paraphernalia, and consequently im- 
properly appropriated by plaintiff. 

We conclude that plaintiff’s mark as described and used, with its multi-colored 
striped border surrounding a blue panel, constitutes a valid trade-mark. 

On the question of infringement, Sec. 16 (15 U. S. C. A. 96) provides: 


Any person who shall, without the consent of the owner thereof, reproduce, counter- 
feit, copy or colorably imitate any such trade-mark and affix the same to merchandise of 
substantially the same descriptive properties as those set forth in the registration . . 
and shall use, or shall have used, such reproduction, counterfeit, copy, or colorable imita- 
tion in commerce among the several States .... shall be liable... . 


It is interesting to note that while Sec. 16 creates a statutory liability for the use 
of a “reproduction, counterfeit, copy, or colorable imitation” of a registered trade- 
mark, Sec. 5, (15 U. S. C. A. 85) provides that no mark shall be registered which 
“so nearly resemble[s] a registered or known trade-mark owned and in use by 
another and appropriated to merchandise of the same descriptive properties as to 
be likely to cause confusion or mistake in the mind of the public or to deceive pur- 
chasers .....° 

This brings us to the critical issue as to whether plaintiff was entitled to pre- 
vail upon proof or a showing of a likelihood of confusion or whether it was required 
to prove actual confusion, as contended by the defendant and as held by the court 
below. In this connection, we need give no consideration as to whether a likelihood 
of confusion might be determined alone by a comparison of plaintiff’s registered 
trade-mark with the design employed by defendant alleged to infringe, or whether 
plaintiff had the additional burden of proving a likelihood of confusion. Whatever 
might be the responsibility of plaintiff in this respect, the fact is that it introduced 
proof by a number of expert witnesses, the admissibility of whose testimony is not 
questioned, who testified without contradiction that the design and color scheme of 
defendant’s label was so similar to that of plaintiff’s trade-mark that confusion was 
certain to result. There is no occasion to relate this testimony. It is sufficient to 
note that predicated thereon the court found: 


The expert witnesses called on behalf of the plaintiff, consisting of retail druggists, 
wholesale druggists, and advertising men, testified that to them the defendant’s package 
was confusingly similar to plaintiff’s package design trade-mark and that in their opinion 
there was such resemblance between the defendant’s package and the plaintiff’s package 
that confusion would result in the trade. 


Thus there was unchallenged proof of a likelihood of confusion (as recognized 
by the court’s finding) between plaintiff’s product and that of defendant occasioned 
by the latter’s use of a design which was a “colorable imitation” of plaintiff’s trade- 
mark design. Was plaintiff required to prove actual confusion in order to main- 
tain its cause of action? As noted, the court below answered this question in the 
affirmative on the authority of a statement made by this court in the Rytex case, 
supra, that proof of actual confusion was usually required in a case of trade-mark 
infringement. Plaintiff argues that this holding is contrary to the great weight of 
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authority and that it was later repudiated by this court in Philco Corp. v. Phillips 
Mfg. Co., 133 F. 2d 663. We need not decide what Philco did to Rytex, but we 
are convinced that our holding in the Rytex case pertinent to the instant question 
was an erroneous statement of law. (Inasmuch as the writer of the instant opinion 
was also the author of the Rytex opinion, it would seem that he should have the 
doubtful honor of announcing its repudiation. ) 

We reach this conclusion after a careful study of many cases and textbooks which 
generally hold that a plaintiff is only required to show a likelihood of confusion where 
trade-mark infringement alone is relied upon. Gehl v. Hebe Co., 276 F. 271, 
273; Northam Warren Corp. v. Universal Cosmetic Co., 18 F. 2d 774, 775; 
G. Mumm Champagne v. Eastern Wine Corp., 142 F. 2d 499, 501 [34 T.-M. Rep. 
196, 362]; McLean v. Fleming, 96 U. S. 245, 251; Nims, Unfair Competition 
and Trade-Marks, Third Edition, page 863. 

We think it may be said that the apparent deviation from this rule in some 
cases has resulted from the confusion engendered by reliance both upon trade- 
mark infringement and unfair competition. Such was the situation in the Rytex 
case. Undoubtedly a different rule applies where unfair competition is asserted, 
which we need not discuss in the instant case for the reason, as already stated, that 
plaintiff relies solely upon statutory trade-mark infringement. 

The view that proof of actual confusion is not required finds indirect support 
in the Mishawaka Rubber Co. case, supra (316 U. S. 203), even though the case 
was before the Supreme Court only on the question of the measure of damages. 
Nevertheless, the court recognized there was no proof of actual confusion. The 
court stated (page 204) [32 T.-M. Rep. 254]: 


Although there was no evidence that particular purchasers were actually deceived 
into believing that the heels sold by the respondent were manufactured by the petitioner, 
the District Court found that there was a “reasonable likelihood” that some purchases 


might have been induced by the purchaser’s belief that he was obtaining the petitioner’s 
product. 


Concluding as we do that the law does not require proof of actual confusion 
makes it unnecessary to discuss other issues raised on this appeal. It also follows 
that the court below eroneously dismissed the complaint, even though it did so 
on the authority of our pronouncement in the Rytex case. A trial court no doubt 
is confronted with many perplexities in attempting to follow the decisions of a 
court of review, but we suppose it is rather unique that it be reversed when it 
has followed the law as announced by such court. In other words, the trial court 


is helpless when a reviewing court declines to follow its own decision, as we are 
doing in the instant case. 


Just as the court was no doubt misled by our decision in the Rytex case, it 
seems reasonable to think that counsel for defendant was or might also have been 
misled. In other words, under the law as announced in that decision it was incum- 
bent upon plaintiff to prove actual confusion. This it failed to do but relied upon 
its proof of a likelihood of confusion, which we now hold was sufficient. Under 
the theory on which the case was decided and on which it was tried, insofar as the 
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defendant is concerned, there was no occasion for him to offer proof disputing or 
denying plaintiff’s evidence of a likelihood of confusion. We are of the view that 
fairness requires that the defendant have this opportunity. 

The judgment appealed from is this therefore, with directions to grant a new trial. 





FORD MOTOR COMPANY v. FORD INSECTICIDE CORPORATION 
District Court, E. D. Michigan 
February 17, 1947 


UNFAIR COMPETITION—NAMES OF COMPANIES. 





Although none of the plaintiff’s goods are of the same species as defendants’ insecticides, 
still the farm and garden fertilizers of the plaintiff are so related in consumers’ purchase 
and use of them that it is difficult to comprehend how the purchasing public would not be 
deceived by the use of “Ford” in block type letter by defendant where plaintiff has used 
“Ford” in script lettering for forty years, particularly since plaintiff’s fertilizer and defend- 
ants’ insecticides are sold from the same stores for ultimate use by consumers upon their 
lands. 

It is mere sham and subterfuge for defendants to contend that because the goods are not 


identical in all respects the defendants have a right to use the name “Ford” to designate 
their products. 


TRADE-MARKS—INFRINGEMENT. 
Both the United States Patent Office and practically all federal courts now recognize 
that the goods of parties litigant do not have to be of the identical descriptive properties 
before a trespasser can be prevented from using a long-established and well-known trade- 


mark. This because the courts recognize that the general public must be protected from 
deception and confusion. 





Action by Ford Motor Company against Ford Insecticide Corporation for trade- 
mark infringement and unfair competition. Judgment for plaintiff. 


I. Joseph Farley and Thomas J. Hughes, both of Detroit, Mich., for plaintiff. 
Elmer J. Cousino, Detroit, Mich., for defendant. 


KoscinskI, D. J.: 





This is a motion by plaintiff for summary judgment against the defendants 
pursuant to Rule 56 F. R. C. P. 


The complaint filed November 19, 1946, alleges unfair competition and trade- 
mark infringement and prays that defendants be enjoined from using the name 
“Ford” both as a trade-mark and as part of the corporate name of the defendant, 
Ford Insecticide Corporation. At the hearing on this motion plaintiff waived any 
right it might have for an accounting of profits and damages and merely sought 
the injunctive relief prayed for in the complaint. The answer admits all of the 
material allegations of the complaint, with the exception that the defense is made 
that plaintiff does not have the right to the exclusive use of the name “Ford”’; first, 
because defendants’ goods are not sold in competition with any of plaintiff's products 
and further are not used for the same specific purpose; second, because there are 
other concerns using the name “Ford” and some thousands of persons throughout 
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the United States, including a stockholder of the defendant corporation, who have 
the surname “Ford” ; and, third, because plaintiff’s name is registered in the United 
States Patent Office in script lettering and is so used by plaintiff, whereas defendants’ 
mark is employed in plain block type lettering. 

It abundantly appears from the pleadings, affidavits and exhibits on file in the 
case, as well as from the statements and admissions made in open court by Elmer J. 
Cousino (president of the defendant corporation, who in fact was and is the dominant 
figure who conducts and carries on the business activities of the said corporation ) 
that there is no genuine issue as to any material fact. Consequently the defenses 
abovementioned are wholly without merit. 

The defendant corporation filed its Articles of Incorporation at Lansing approxi- 
mately ten months prior to the time of the filing of the complaint, whereas the defend- 
ants admit in their answer that plaintiff has been in business for more than forty 
years. Defendants admit that the plaintiff during this time has been manufacturing 
and selling motor cars, trucks, tractors, plows, cultivators, airplanes, farm and gar- 
den fertilizers, sulphur and creosote. In addition, plaintiff’s undisputed affidavits 
show that it markets charcoal, coke and motor fuel. All of these goods were mar- 
keted by plaintiff under its trade-mark “Ford.’’ Defendants sell insecticides upon 
which they prominently display the name “Ford.” Although none of the plaintiff’s 
goods are of the same species as defendants’ insecticides, still the farm and garden 
fertilizers of the plaintiff are so related in consumers’ purchase and use of them that 
it is difficult to comprehend how the purchasing public would not be deceived, par- 
ticularly since, as plaintiff’s affidavits show, the plaintiff’s fertilizer and the defend- 
ants’ insecticides are sold from the same stores for ultimate use by consumers upon 
their lands—the fertilizer as an aid to soil productivity and the insecticides to rid 
that soil particularly of weeds, ants and mosquitoes. Under the circumstances, it 
is mere sham and subterfuge for defendants to contend that because the goods are 
not identical in all respects the defendants have a right to continue the use of the 
name “Ford” to designate their products. Both the United States Patent Office 
and practically all federal courts now recognize that the goods of parties litigant 
do not have to be of the identical descriptive properties before a trespasser can be 
prevented from using a long-established and well-known trade-mark. This because 
the courts recognize that the general public must be protected from deception and 
confusion. Forst Packing Co., Inc. v. C. W. Antrim & Sons, 118 F. 2d 576 
(C. C. P. A. 1941); Duro Pump & Mfg. Co. v. California Cedar Products Co., 
11 F. 2d 205 (C. of A., D. of C. 1926); Schering & Glatz v. Sharp & Dohme, 
146 F. 2d 1019 [35 T.-M. Rep. 46] (C. C. P. A. 1945); Yale Electric Corp. v. 
Robertson, 26 F. 2d 972 (C. C. A. 2nd); Vogue Co. v. Thompson-Hudson Co., 
et al., 300 F. 509 (6th C. C. A.); Wall v. Rolls-Royce of America, 4 F. 2d 333 
(3rd C.C. A.). 

Not only did defendants’ labels boldly display the name “Ford” thereon, but 
examination of the defendants’ advertising matter, attached as Exhibit 13 to its 
answer, shows that defendants very prominently and conspicuously displayed the 
name “Ford” therein with either no reference whatsoever to the producers or, if 
mention of the latter was made, it inconspicuously appeared therein; and, the fact 
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that some of these advertisements prominently and conspicuously referred to the 
spraying of Ford Field with defendants’ product and to Henry Ford’s birthday 
party lends material strength to the conclusion that defendants manifestly sought to 
capitalize on the established good-will of the plaintiff’s name “Ford.” 

Likewise without merit are the defenses (1) that others are using or have the 
surname “Ford,” (2) that defendants are using the name of one of its stockholders 
and (3) that the plaintiff’s “Ford” name is displayed in script type while the defend- 
ants’ name is displayed in block type. Obviously it is no excuse or defense that 
others have been and are using the same name, for a wrong cannot be redressed or 
condoned by a wrong done by others (Acme Chemical Co. v. Dobkin, 68 F. Supp. 
601). 

That a stockholder whose surname is “Ford,” who in the sixty-ninth year of 
his life associated himself with the defendant corporation as a mere stockholder 
and after deliberation the officers of that corporation elected to use his surname, 
presents the weakest sort of justification for the use by defendants of the name 
“Ford” either as a trade-mark or as part of the corporate name of the defendant. 
This is particularly so since plaintiff's “Ford” name has for many years, nearly 
half a century, been so widely and extensively known and used. Ford Motor Com- 
pany v. C. N. Cady, Inc., 208 N. Y. S. 574; Pease, et al. v. Scott County Milling 
Co., 5 F. 2d 524; Champion Spark Plug Co. v. Champion, 23 F. Supp. 638 [28 
T.-M. Rep. 398]; Phillips v. The Governor & Co. of Adventurers of England 
Trading Into Hudson’s Bay, 79 F. 2d 971; National Distilling Co. v. Century 
Liquor & Cigar Co., et al., 183 F. 206 (C. C. A. 6th) ; Alfred Dunhill of London, 
Inc. v. Dunhill Shirt Shop, Inc., 3 F. Supp. 487. 

That the marks “Ford” are not displayed in the same type of letters by the 
parties avails defendants nothing, for the fact remains that the affidavits of the 
plaintiff uncontradictedly show that the plaintiff also widely and extensively uses 
its name “Ford” in block type similar to that used by defendants. But aside from 
this immaterial difference, the name “Ford,” as used by both parties, is identical in 
spelling and sound, and in radio advertising or in the purchase of the parties’ 
products bearing the “Ford” name, the speaker would always pronounce it the same. 

Although the answer admitted the extensive business of the plaintiff since its 
organization in 1903 and the use of the name “Ford” in such business, the defend- 
ant corporation by its president in open court, upon this motion, also admitted 
that the “Ford” name of plaintiff is a name which has acquired great and favorable 
publicity throughout the country. There could be no dispute about this, for several 
cases decided since 1917 have recognized that the plaintiff’s name “Ford” is not 
only a distinctive and widely-known name, but one of immense value to the plaintiff 
and consequently will be broadly protected in all cases where damage is likely to 
be inflicted by unauthorized use or where deception or confusion of the public mind 
is likely to result. Ford Motor Company v. Benjamin E. Boone, Inc., et al., 244 
F. 335; Ford Motor Company v. C. N. Cady, Inc., supra; Pease, et al. v. Scott 
County Milling Co., supra; Champion Spark Plug Co. v. Champion, supra. 

Clearly, plaintiff has shown that confusion has existed respecting the origin of 
defendants’ products, but aside from this, this court is satisfied that the name “Ford” 
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was used by defendants in this case advisedly, with the intention of gaining some 
advantage because of the good-will already established by plaintiff in its long-con- 
tinued use of the name “Ford.” The necessary and probable tendency of defend- 
ants’ conduct is to deceive the public and pass off their goods as those of plaintiff. 
Wisconsin Electric Co. v. Dumore Co., 35 F. 2d 535 [19 T.-M. Rep. 496] (C. C. A. 
6th, 1929); O. & W. Thum Co. v. Dickinson, 245 F. 609 (C. C. A. 6th, 1917) ; 
Yale Electric Corp. v. Yale & Towne Mfg. Co., et al., 26 F. 2d 972. 

Under the above circumstances, I am of the firm conviction that the pleadings, 
affidavits, exhibits and admissions of record in this case affirmatively show that 
there is no genuine issue as to any material fact and therefore the plaintiff is entitled 
to a judgment as a matter of law under Rule 56 of the Rules of Civil Procedure. It 
follows that plaintiff's Motion for Summary Judgment is granted, and judgment 
prayed for, as amended, should be entered, enjoining and restraining the defendants 
from using the name “Ford” as a trade-mark, as well as in its corporate name. As 
plaintiff has waived any right it might have to an accounting for damages and profits, 
no damages or profits are awarded to plaintiff. 


THOMAS A. EDISON, INCORPORATED v. SHOTKIN 
District Court, D. Colorado 
October 30, 1946 


TRADE-M ARKS—INFRINGEMENT. 

The evidence in this case will not support a finding by the court that the acts of the 
defendant constitute an infringement of plaintiff’s trade-mark for the reason that except 
in minor instances the goods sold by the defendant have not carried the trade-mark of plaintiff 
and the circulars of the defendant distributed to the public do not indicate clearly that the 
goods sold are those which are represented to bear plaintiff’s trade-mark. The cases seem 
generally to hold that the trade-mark is infringed in those cases where it is attached to the 
article sold in such a way as to indicate that the article is represented as being a product of 
the manufacturer or owner of the trade-mark. In the vast majority of cases, as shown by 
the evidence here, the individual articles sold by the defendant do not purport to carry the 
device, or a similarity thereto, protected by plaintiff’s trade-mark. 

UnFArir COMPETITION. 

Merely because in other instances persons have committed piracy in the use of the name 
Edison, who have not been prosecuted, does not justify a conclusion that the defendant 
should be permitted to pursue the same course in view of the fact that the plaintiff has rather 
consistently throughout the years attempted to protect the name by appropriate court action. 
The plaintiff should in justice be permitted to select those places where it stood to suffer the 
greater damage in lieu of making a mass attack upon all offenders at an enormous expense. 


Action by Thomas A. Edison, Incorporated, against Bernard M. Shotkin, also 
known as Barnay M. Shotkin, individually and as trustee for Bruce Shotkin, et al., 
doing business as Edison Power & Light Company and Dison Power & Light Com- 
pany, for trade-mark infringement and unfair competition. Judgment for plaintiff. 


Edward S. Rogers and William T. Woodson, both of Chicago, Ill, and Elmer L. 
Brock and John R. Turnquist, both of Denver, Colo., for plaintiff. 
Bernard M. Shotkin, Denver, Colo., pro se. 
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Kennepy, D. J. (by assignment from District Court of Wyoming) : 


This case has been the most exacting and exasperating of any that I have ever 
had in 25 years’ experience on the bench. I do not make this observation from 
purely personal conclusions but the record will support such conclusions. The 
patience of the court has been taxed to the limit. I was invited to sit in the case 
after some phases of it had been disposed of by the resident Judge of the District 
of Colorado and it is evident that while the defendant was represented by counsel 
things moved along reasonably regular lines. Subsequently, however, the defend- 
ant dismissed counsel and announced his intention to try his own case. The con- 
duct of the defendant became so exasperating to the resident Judge that he with- 
drew from the case and has since declined to sit in any case where the defendant is 
concerned. When I was assigned to sit in the case by the Senior Circuit Judge, 
I did not know the defendant or anything about the case. The record purports to 
show that while the defendant was not admitted to the Bar, he claimed to hold a 
certificate of graduation from a law school. This gave him a smattering of knowl- 
edge in regard to legal matters but his conduct demonstrated that he had absorbed 
none of the professional ethics governing conduct in the court room or elsewhere. 
Rulings of the court were disregarded and it became necessary, in order to preserve 
reasonable decorum in the trial, to repeatedly advise the defendant, in acting as 
counsel for himself, that he was seriously offending the dignity of the court and 
retarding the progress of the trial. Owing to the fact that he was attempting to 
try his own case I exercised what I considered to be extreme leniency so that he 
would have full opportunity to present his case the best he could, advising him at the 
same time that if he were an admitted member of the Bar and carried on as he did 
throughout the trial that he would be fined for contempt of court and if the fine were 
not paid he would be placed in jail. In the midst of the trial proper, he presented an 
affidavit of prejudice against the trial Judge based largely upon the rulings which 
were adverse to him and secondary upon the proposition that I had threatened to 
put him in jail and therefore he was afraid. This was, of course, overruled as being 
neither timely nor legally sufficient, nor justified by the circumstances. If there 
was any fear exhibited by the defendant in the trial, it escaped my notice. On the 
other hand, he was defiant in regard to every adverse ruling which the court made 
and repeatedly refused to be bound by such ruling. Even after the case had been 
submitted for presentation upon trial briefs, and was held under advisement, the 
defendant attempted to submit to the court additional exhibits which had not been 
presented at the trial, which in order to protect the record and avoid error in the 
case, I returned through the Clerk’s office to the defendant. The case consumed 
approximately 10 days in the trial proper and should, if properly tried, have taken 
less than half that time. The great body of evidence which the defendant introduced 
was cumulative and of no particular benefit to the court because of the fact that 
after the real situation was developed by the testimony early in the trial, the matter 
became one of law in determining what law should apply to the facts as established. 
Such a trial with the presentation by a member of the Bar would have involved 
an orderly procedure. It became a matter in my mind as to whether the defendant 
should be kept within the bounds of propriety the same as a lawyer would be or, in 
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the interest of getting the case disposed of, to tolerate his unseemingly conduct, 
in which I finally chose the latter course. Under all these circumstances I feel that 
it is entirely within the discretion of the court to call attention to these factors before 
starting a discussion leading to a determination of the case on the merits. Not- 
withstanding what has heretofore been said, I have made every effort to consider 
and decide the case without prejudice on account of the unusual circumstances of 
its presentation and to adhere to the principles of law which are involved. 

The suit is one in which the plaintiff invokes the doctrines of trade-mark in- 
fringement and unfair competition and sets up in some detail in the complaint the 
actions of the defendant which are challenged and seeks a judgment that the de- 
fendant be perpetually enjoined and restrained from using plaintiff’s trade-mark 
or any colorable imitation thereof in the conduct of his business and from making 
any representation, express or implied, or doing any act which in any way would 
cause the belief that the defendant’s business is in any way associated with or con- 
nected with the plaintiff or any of its predecessors or that defendant’s products 
come from or are sponsored by the plaintiff and enjoining defendant from compet- 
ing unfairly with the plaintiff. 

Issues were joined through an answer by which various allegations are ad- 
mitted but many denied and asserting other defenses seeking to justify the defend- 
ant in his conduct of business and the use of the names “Edison” and “Dison.” 
This answer prays that the plaintiff’s cause of action be dismissed. Without 
further analysis of the pleadings, the actual issues in the case will sufficiently 
appear from what may be said in connection with the evidence and the legal propo- 
sitions involved. 

The basic facts in the case are not seriously in dispute. Briefly stated, the 
evidence shows that the name “Edison” was that of the famous electrical wizard, 
Thomas A. Edison, who in the development of his inventions and discoveries, 
many of which were patented, were processed and developed through a system of 
organized companies with his consent and sanction and of which he personally was in 
control for many years. The subject of these inventions and productions were 
distinctively electrical appliances, apparatus and accessories. Edison himself was 
very particular in regard to the use of his name and cautiously gave advice and in- 
struction to his associates not to allow the use of his name indiscriminately but only 
where it received the sanction and consent of himself and associates. The practical 
operations passed into the hands of incorporations and emerged finally into the 
corporate name as appears in this action as plaintiff. Various types of consent were 
granted to companies for the use of the name “Edison” in conducing businesses 
which were licensed or permitted, either orally or in writing, to use the name Edison 
where the regular Edison Companies were satisfied that the name would be duly 
protected by the adherence to the recognized forms of business integrity. Through 
years subsequent to the organization of the parent company, these various companies 
and the plaintiff company have endeavored to protect the name by bringing numer- 
ous suits against those business owners who attempted to appropriate the name of 
Edison in electrical lines of endeavor. According to the record, these suits seem 
to have been successful while some are shown to have been concluded through con- 








37 T.-M. Rep. THOMAS A. EDISON, INC. v. SHOTKIN 147 





sent decrees in favor of the Edison Companies. The evidence also shows that the 
name “Edison,” in a particular form, was registered as a trade-mark in Washington. 
It likewise shows that the permission to the use of the name was in the final analysis 
confined to those companies, institutions and businesses which actually belonged 
to the so-called “Edison family.’ The case at bar is a suit virtually like the others 
which have been mentioned in an endeavor to prohibit the promiscuous use of the 
Edison name by those who sought to appropriate it on account of its significance in 
connection with electrical apparatus and appliances. 

Briefly, the defendant’s history is to the effect that he bought out a business 
of a similar type at some point in Florida and afterwards, on account of health cir- 
cumstances, removed to Denver and established a business under the same name as 
that which he had theretofore purchased in Florida—Edison Power & Light Com- 
pany. He has continued his business in the City of Denver, operating under such 
name, for a period of years, dealing in electrical apparatus and appliances. The 
evidence in this respect shows that some confusion and misunderstanding had arisen 
through the shipment of goods to recognized Edison Companies operating in the 
community and by those who considered that the name of defendant’s business 
implied that he was associated with the Edison recognized companies and therefore 
had attached to him the responsibility and reliability which followed the name. 

The article sold by the defendant which he claims justified his course of action, 
were not Edison-made goods when the label was actually examined although in his 
freely distributed circulars, attempting to attract business of the electrical appliance 
nature, bore the insignia in some places “Certified by Edison.” The defendant at 
the trial complained bitterly of the attempt on the part of a large corporation to take 
away his means of livelihood by preventing him from using the name Edison in con- 
nection with his business, but on the other hand, evidence was introduced by him to 
the effect that some people who had done business with him at his place of business in 
Denver, paid no attention to the name of his business and knew it was run by Shotkin 
himself and in certain instances that they conducted business with him because they 
knew him personally. The record is replete with exhibits of various kinds showing 
the activity and the manner in which the defendant conducted his business but it 
would serve no useful purpose to try to enumerate or to discuss the entire evidence 
and exhibits in a memorandum of this nature. Suffice it to say that they have been 
given due consideration. 

I am of the opinion that the evidence in this case will not support a finding by 
the court that the acts of the defendant constitute an infringement of plaintiff’s 
trade-mark for the reason that except in minor instances the goods sold by the de- 
fendant have not carried the trade-mark of plaintiff and the circulars of the defend- 
ant distributed to the public do not indicate clearly that the goods sold are those 
which are represented to bear plaintiff's trade-mark. The cases seem generally to 
hold that the trade-mark is infringed in those cases where it is attached to the article 
sold in such a way as to indicate that the article is represented as being a product of 
the manufacturer or owner of the trade-mark. In the vast majority of cases, as 
shown by the evidence here, the individual articles sold by the defendant do not 
purport to carry the device, or a similarity thereto, protected by plaintiff's trade- 
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mark. This is indicated by the case of Manufacturing Co. v. Trainer, 101 U. S. 
51, strongly urged upon the court by defendant. For reasons stated, this phase 
of plaintiff's case will be held not to have been sustained by the evidence. 

This leaves for consideration the claim of plaintiff that the acts of the defend- 
ant constitute unfair competition and unfair trade practices. The evidence upon 
this phase of the case has been outlined previously, however it should be mentioned 
here that while the advertising material freely circulated by the defendant carried 
the significant phrase “Certified by Edison” may not have been sufficient to have 
constituted an infringement of plaintiff’s trade-mark, it certainly is sufficient to estab- 
lish in the mind of the public the belief that the goods which defendant was selling 
in his place of business were actually approved by Edison and constituted a direct 
attempt to deceive the public into the belief that he was in some way connected with 
the Edison Companies which had been established by Thomas A. Edison or through 
his authorization. Merely because in other instances persons hz.ve committed piracy 
in the use of the name Edison, who have not been prosecuted, does not justify a 
conclusion that the defendant should be permitted to pursue the same course in view 
of the fact that the plaintiff has rather consistently throughout the years attempted 
to protect the name by appropriate court action. The plaintiff should in justice be 
permitted to select those places where it stood to suffer the greater damage in lieu 
of making a mass attack upon all offenders at an enormous expense. 

I have examined many of the cases cited in the briefs and I find myself unable 
to distinguish the present case from the rule laid down in our own Circuit by the 
opinions of Judge Phillips in Standard Oil Co. of New Mexico v. Standard Oil 
Co. of California, 56 F. 2d 973, and R. H. Macy & Co. v. Colorado Clothing Manu- 
facturing Co., 68 F. 2d 690. In these cases the principle has been enunciated that the 
general purpose of the law of unfair competition is to prevent a person from passing 
off his business as that of another and that frequently a name in the business world in 
the business of a trader acquires a secondary meaning, the oppropriation of which 
name by another would directly affect such business since the use might lead to con- 
fusion and deception. It is shown in the case at bar that confusion has arisen on ac- 
count of the fact the name Edison was used by defendant and that in a marked degree 
it has created a deception which is likely to—and has in fact—affected the public. 
There is, of course, a difference in the facts of the cases cited from those in the 
case at bar, but I can find no distinguishing difference which calls for a different 
pronouncement of legal principles to govern the rights of plaintiff here. Therefore, 
upon this phase of the case, the court takes the view that the claim of the plaintiff 
has been sustained. 

A little more difficult point suggested by the defendant is that the name Edison 
has become publici juris, or in the phraseology frequently repeated by the defendant, 
that it has become “generic.” In this respect, the defendant particularly relies upon 
several cases, including Singer Manufacturing Co. v. Bent, 163 U. S. 205, and French 
Republic v. Saratoga Vichy Co., 191 U. S. 427. The principle invoked in many of 
the cases seems to carry the thought that the exclusive use of the name has been 
tacitly assented to or has been abandoned covering a substantial period of time 
thereby justifying the conclusion that there has been no objection and no affirma- 
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tive action to protect the name by the rightful owners. In the Singer case, it may 
be noted that the court eventually required the defendant to so mark the goods 
sold under the name of “Singer” showing that they were the product of the defend- 
ant and not the product of the plaintiff so that this case does not give the defendant 
here absolution from his conduct in appropriating the name of another dealer or 
manufacturer dealing in the same class of goods. In the Vichy case the defend- 
ant was likewise required to mark his goods in such a way as to avoid confusion 
with those of the plaintiff. In addition, in harmony with the authorities along this 
line, it appears that the plaintiff has continuously and upon many occasions in the 
courts successfully challenged the right of those not in any way associated with 
Edison or his legitimate “children” companies to use his name in connection with 
a business of a similar type but in no way associated with the regularly legitimatized 
Edison companies. The evidence here cannot be held to justify a conclusion that 
the Edison Company and its associated family of companies has ever abandoned 
the name to the public nor has it sat quietly by and consented by silence to the appro- 
priation of the name by others. 

So far as the equities of the case here are concerned, as before mentioned, some 
of defendant’s witnesses testified—to his evident delight—that they knew him by 
the name of Shotkin and traded with him because they knew he was the proprietor 
of the concern and not because of the use of the name Edison. Certainly from 
this testimony it would appear that the defendant cannot be materially injured in 
conducting his own business if he is required to dispense with the name of Edison. 
However, there seems to be abundant evidence to justify the conclusion that there 
has been confusion and misunderstanding on the part of the public that he was con- 
ducting a business and had been authorized to use the name Edison and on this ac- 
count that the goods which he sold would be associated with the high standard of 
products which had been established under the name of Edison for years. The 
fact that the products sold carried the name of other manufacturers or dealers 
than that of Edison Company does not entirely relieve the defendant of his legal 
responsibility because in many instances where the public purchases from a store 
identified as an Edison Store they do not observe the manufacturing label upon the 
individual article purchased. Therefore the claim of defendant that the name has 
become publict juris cannot be sustained. 

No attempt has been made in this memorandum to more than express the gen- 
eral views of the court as to the points involved and for the benefit of counsel in 
preparing appropriate findings of fact and conclusions of law to be followed by the 
entry of a judgment in harmony therewith. To plaintiff’s counsel will be delegated 
the duty of preparing such findings of fact and conclusions of law but including 
such basic facts as are necessary to support a judgment in plaintiff’s favor, in col- 
laboration with defendant if possible, which judgment will enjoin and restrain the 
defendant from the acts complained of in harmony with the prayer of the complaint, 
along the lines discussed herein, reserving to both parties all exceptions desired and 
to submit such findings, conclusions and judgment to the court within 30 days from 
the date of this memorandum, and the Clerk of the court will enter an order ac- 
cordingly. 
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J. MARKOWITZ & SON, INC. v. SALLY MASON, INC., er At. 
District Court, S. D. New York 
February 7, 1947 


TRADE-MARKS—Notr CONFUSINGLY SIMILAR. 


“Sally Mason, Inc.” and “An Original Sally Mason Creation” are not confusingly similar to 
“The Mason Line.” 


Action by J. Markowitz & Son, Inc., against Sally Mason, Inc., Nat Mason, and 
Sally Mason for trade-mark infringement. Complaint dismissed. 


Conrad & Smith (Samuel Rubin, Brooklyn, N. Y., of counsel) for plaintiff. 
McManus & Ernst, New York, N. Y. (Soloman E. Star, New York, N. Y., and 
Gay E. Milius, Jr., of counsel) for defendants. 


Coxe, D. J.: 


I do not think that the defendants have infringed the plaintiff’s trade-mark 
“The Mason Line.” The defendants use the corporate name “Sally Mason, Inc.,” 
and advertise and label their goods under the trade-mark “An Original Sally Mason 
Creation.” The defendant Sally Mason is a half owner of the defendant Sally 
Mason, Inc., and the designer of the children’s wear sold by the corporation. The 
name and trade-mark adopted by the defendants is not so similar to the plaintiff's 
trade-mark as to be likely to cause confusion among reasonably prudent purchasers. 
Neither does the evidence show that the use of the word “Mason” by the plaintiff 
has acquired a secondary meaning pointing entirely to the plaintiff. Moreover, 
there is no proof in the record that the public has at any time confused the goods of 
the plaintiff with those of the defendants. 

The motion of the defendants to dismiss the complaint is therefore granted, with 
costs. 


METROPOLITAN OPERA ASSOCIATION, INC. v. PILOT RADIO 
CORPORATION, Et AL. 


New York Supreme Court, Special Term, New York City 
February 17, 1947 


UNFAIR CoMPETITION—NAMES OF COMPANIES—EVIDENCE. 

“Metropolitan Symphony Orchestra” on phonograph records unfairly competes with 
Metropolitan Opera Association. Court takes judicial notice that “Metropolitan Opera,” 
“Metropolitan Orchestra,” and “Met Orchestra” are well known and the normal ways of 
referring to plaintiff. Claim that “Metropolitan” is descriptive, geographical or generic name 
is without force. 

Confusion is inevitable. Though facts show prima facie confusion, it is not essential 
to prove actual confusion, deception or bad faith when the use of the name is calculated 
to deceive or mislead the unwary purchaser. 
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Action by Metropolitan Opera Association, Inc., against Pilot Radio Corpora- 
tion and Isidore Goldberg for unfair competition. On plaintiff's motion for pre- 
liminary injunction. Motion granted. 


SHIENTAG, J.: 


Metropolitan Opera Association, Inc., has brought an action to restrain the de- 
fendants from using the name “Metropolitan Symphony Orchestra” or the name 
“Metropolitan” or any name or title calculated to have the tendency to cause the 
orchestra used by the defendants to be confused with plaintiff's orchestra. This 
motion is for a preliminary injunction asking for the same relief in advance of trial. 
Defendants are Pilot Radio Corporation and Isidore Goldberg. 

In October, 1946, one Abramson, representing the defendants, stated to Peppel, 
the comptroller and acting secretary of plaintiff, that he was arranging for the mak- 
ing of home-use recordings of music for the Pilot Radio Corporation and that he 
wanted to use the plaintiff's orchestra and plaintiff’s name “Metropolitan” in con- 
nection with these recordings. The recordings were to consist of a series of albums 
of symphonies, operas and other musical masterpieces. Keppel suggested that the 
proposal be put in writing and that Abramson should talk to the representative of 
the orchestra personnel, Mundy. Mundy stated that he could arrange for the hiring 
of the orchestra if satisfactory arrangements were made with plaintiff. Abramson 
was the only one to represent the defendants before Keppel or Mundy. 

On October 11 Abramson wrote Keppel a letter stating that there would be 
twelve albums which it was their desire to get out by Christmas. Abramson stated 
that Eric Leinsdorf, former conductor at the Metropolitan Opera, would conduct 
the orchestra. He wrote: 


We think it would be of great advantage to the Metropolitan Opera Association to 
be connected with this series and it will also be of equal benefit to us to have the Metro- 
politan name associated with us. . . . I know these albums will be a credit to the Metro- 
politan and since these are for educational purposes would appreciate your permission 
to use the name. The name will be used in this form: “Eric Leinsdorf conducting the 
Metropolitan Opera Orchestra” “Rudolph Ganz conducting the Metropolitan Opera 
Orchestra.” [Exhibit A attached to Keppel Affidavit.] 


Under date of October 18, Keppel wrote Abramson confirming a previous 
telephone conversation: “I have been advised that we must reject your proposal. 
Your offer was definitely interesting to us and it is quite possible that something 
can be worked out in the future but our Finance Committee is reluctant to allow 
the use of our name without very careful consideration which is not possible in 
view of the shortness of time.” 

On November 8, after the matter had been referred to Lewis L. Strauss, 


chairman of plaintiff’s executive committee, Keppel again wrote Abramson reject- 
ing the offer, saying: 


This being the case, we have been advised to recommend that you proceed with your 
plans without using our name or counting on the Metropolitan endorsement. [Exhibit 
B attached to Keppel Affidavit.] 
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Nothing further was heard by the plaintiff concerning this project until Decem- 
ber 8, 1946, when an advertisement appeared in the New York Times magazine 
section of Sunday, December 8, 1946, announcing the appearance of defendant’s 
album of masterpieces. The advertisement contained the statement: “featuring 
the Metropolitan Symphony Orchestra.” The music published in this album con- 
sisted of Haydn’s “Farewell Symphony” and Grieg’s “Holberg Suite.” The state- 
ment inside the cover of the album referred to the conductor Leinsdorf as one who 
“astounded the musical world in 1940 when he was appointed conductor of the 
New York Metropolitan Orchestra at the age of twenty-seven.” 

The theory of the plaintiff is that the name “Metropolitan” has become uniquely 
associated with the plaintiff, that plaintiff’s orchestra in past years has made record- 
ings under plaintiff's name which have resulted in a substantial revenue to the 
plaintiff, that plaintiff is now negotioating with a prominent recording company for 
the right to use its name and orchestra in connecion with recordings and sales of 
records and that the use of the name “Metropolitan Symphony Orchestra” by the de- 
fendants will seriously prejudice the sale value of the services of plaintiff’s orchestra 
and may well do damage to the reputation of the plaintiff since plaintiff may other- 
wise we credited with the productions of the defendants which may or may not reflect 
credit upon the plaintiff. 

It is unnecessary to repeat at length the story of the growth, development and 
reputation of the plaintiff. The Metropolitan Opera Association, Inc., is a non- 
profit making venture in New York City; it is one of the institutions of our city 
which has an international reputation. The plaintiff's reputation and financial inter- 
ests merit whatever protection the law affords to attempts of this sort to capitalize 
on the plaintiff’s achievements. So well known is the plaintiff that I have no hesita- 
tion in taking judicial notice of the fact that the Metropolitan Opera of the Metro- 
politan Orchestra or the Met Orchestra are all normal ways of referring to the 
plaintiff and that the use of the words “Metropolitan Orchestra,” whether coupled 
with the words “Symphony” or “Opera,” is misleading when used by any group 
in New York not connected with the plaintiff. The claim that the word “Metro- 
politan” is a descriptive, geographical or generic name is without force under the 
circumstances of this case. 

The defendants have gone far afield to claim that the plaintiff has waived the 
use of its name by permitting other groups to use the word “Metropolitan.” So 
far as I can see, there is only one group using the name under conditions which 
might be held to be a similar, improper use. Plaintiff, however, states that it was 
not aware of this use until defendant had drawn its attention to it. In any event, it 
is clear that the plaintiff has not taken such action as makes its name and reputation 
public property which can be traded on by anybody who wishes to do so. 

The affidavits show that in a shopping survey of twenty-five retail record stores in 
New York and the Bronx thirteen of these twenty-five stores carried defendants’ 
albums and in 70 percent of the cases the sales clerk stated that the recording was 
made by the Metropolitan Opera Orchesra. It is obvious that this confusion will 
occur and that such confusion is the inevitable result. The defendants’ use of the 
name “Metropolitan,” whatever their motive may be, results in obtaining substan- 
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tial benefits which the confusion in names will bring about. Though facts prima facte 
show confusion, it is not essential in this connection to prove actual confusion, decep- 
tion or bad faith when the use of the name is calculated to deceive or to mislead 
unwary purchasers. 

I had occasion to review this subject in Golenpaul v. M. Lowenstein & Sons, 
Inc. (New York Law Journal, June 25, 1940, p. 2868). I said there: “2. Actual 
competition is not necessary as a basis of injunctive relief to prevent the commercial 
use of a trade-mark or trade-name previously adopted and exploited by another. 
The emphasis in the later cases is laid on the unfairness of the use rather than on 
the element of competition. The subsequent use, although innocent, will be enjoined 
even in connection with a non-competing product, where it forestalls the normal 
potential expansion of the first user’s business, or, under certain conditions, whereby 
a reputation of the first user may be tarnished by the use of his mark upon an inferior 
product, or where a false impression may be created of a trade connection between 
the parties” (citing Philadelphia Storage Battery Co. v. Mindlin, 163 Misc. 52; 
Tiffany & Co. v. Tiffany Productions, Inc., 147 Misc. 679, 237 App. Div. 801, 
262 N. Y. 482; see also Yale Electric Corp’n v. Robinson, 21 F. 2d 972). 

Motion granted. Settle order which shall make provision for the bond to be 
furnished and for an early trial, if the parties so desire. 















JACKMAN, Et aL. v. MAU 
California District Court of Appeals, Second District, Division One 
February 21, 1947 


UnFaiR COMPETITION—NAME OF COMPANIES. 
That a property right attaches to a trade-name which has been used for a number of 
years to identify and designate the business conducted, has long been the law in California. 
The law is watchful in protecting the public from the fraud or deceit resorted to by a pre- 
tender to falsely lead the buying public to believe that they are purchasing the goods of 
the merchant who, through a trade-name and honest effort, has established a reputation 
and public demand for his products. That the defendant was using his own name does not 


shield him from injunctive action if such use is calculated to cause confusion or to deceive. 
FRAUD, DECEPTION AND PALMING OFF. 





“Jackman of Hollywood” used by retailer of sportswear unfairly competes with “Jack- 
man of Hollywood” used by a manufacturer of sportswear. Public may be reasonably 
confused into belief that the manufacturer is operating a retail store. 










It is not unclean 
hands barring relief when the manufacturer’s place of business is Los Angeles and not 


Hollywood, since the value of the name depends upon “Jackman” not “Hollywood.” 
EvIDENCE—JUDICIAL NOTICE. 


The court will take judicial notice that Hollywood is not a separate municipality or 
geographical entity, but is merely a district within the City of Los Angeles. 


Appeal from Superior Court, Los Angeles County, California, Vickers, J. 
Action by M. Jackman, et al., against Jack Mau for unfair competition. From 
judgment for defendant, plaintiffs appeal. Reversed. 





154 THE TRADE-MARK REPORTER 37 T.-M. Rep. 


Bachrack & Keilsohn and Herman A. Bachrack, both of Los Angeles, Calif., for 
appellants. 
Bertram H. Ross, Los Angeles, Calif., for respondent. 


Before York, Presiding Justice, and DorAN and WuirE, Justices. 


WHITE, J.: 

Plaintiffs appeal from an adverse judgment in action for an injunction to restrain 
defendant from using the name “Jackmau of Hollywood” in connection with his 
business, upon the ground that such name conflicts with plaintiffs’ prior established 
trade-names, devices and labels, injured plaintiffs in their business, their good-will 
and reputation, and misled, confused and deceived the public. 

At the trial, it was established by stipulation or testimany that plaintiffs are co- 
partners, conducting a manufacturing business under the fictitious name of “M. Jack- 
man & Sons.” This partnership manufactures men’s and women’s wearing apparel 
and sells and distributes the same at wholesale to retail stores in the State of Cali- 
fornia and throughout the United States. 

Prior to 1930, plaintiff M. Jackman was engaged in the manufacturing of formal 
wearing apparel, but since 1930 the business conducted under the name of “M. Jack- 
man & Sons” has consisted chiefly in the manufacture of sportswear and leisure 
clothes. 

In connection with their business plaintiffs used, and have used since 1930, dis- 
tinctive trade-names, labels, letterheads and devices incorporating the written 
signature of plaintiffs Jackman in the following manner and style: “Jackman.” 
In 1944, plaintiffs incorporated in certain of their labels, letterheads and devices 
the written signature of plaintiff M. Jackman in the manner following: “Jackman 
from California.” Plaintiffs also used the designation on some of their sportswear, 
as well as on all the formal wear manufactured by them, “Jackman of Hollywood.” 

In their complaint, plaintiffs allege that they had expended large sums of money 
in advertising their manufactured products, and the name “Jackman”; that in the 
year 1945, between $25,000 and $35,000 was so expended, while the budget for 
advertising for the year 1946 was between $35,000 and $45,000. 

In September, 1945, the defendant, whose true name is Jack Mau, and who 
is also known as “Jack A. Mau,” opened a store at 139 East Seventh Street in the 
City of Los Angeles, for the sale at retail of men’s and women’s wearing apparel 
and for the rendering of cleaning, pressing and alterations services. Plaintiffs’ place 
of business is located at 309 Eighth Street, which, like that of respondent, is in the 
down town garment manufacturing district of the City of Los Angeles, approxi- 
mately three blocks away from defendant’s place of business, but in the same 
general area. 

Defendant advertises his place of business by signs over his store, on letterheads 
and business cards, using the device of joining together his first and last name in 
written signature in script form and adding the words “of Hollywood” after said 
name making it read in its entirety, “Jackmau of Hollywood.” 

The articles of men’s and women’s wearing apparel mainufactured and sold by 
plaintiffs are known to the public, and to the buyers and consumers thereof, by 
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the trade-names, labels and devices, “Jackman” and “Jackman of Hollywood.” 

Respondent offers for sale and sells the same type of sportswear and leisure 
clothes as has been and is being manufactured by plaintiffs. The retail price range 
for the merchandise of the respective parties was shown to be as follows: 


Merchandise Plaintiff Defendant 
Sports Jackets From $29.50 $24.50 
Sports Shirts From $15.00 $ 7.95 
Slacks From $17.50 From $14.50 to $16.50 


On October 20, 1945, plaintiffs made a demand upon defendant to desist and 
discontinue using, in connection with his business, the trade-name and design “Jack- 
mau of Hollywood.” Defendant refused to discontinue the use of said name, but 
offered to change the name as requested by plaintiffs on condition that the latter 
bear the expense of such change, which offer was refused by plaintiffs. 

It was established at the trial, and in fact admitted by defendant himself, that 
following the commencement of his business operations, at least a half dozen cus- 
tomers had come into his store and asked for sportswear manufactured by “Jack- 
man.” Two buyers for retail stores dealing with plaintiffs observed the name and 
manner in which defendant’s name appeared upon his place of business and believed 
that it was plaintiffs’ store. Mail intended for the defendant and addressed to him 
as ‘‘Jackmau,” was delivered by the Post Office Department to plaintiffs. 

The trial court found that plaintiffs used and adopted the trade-names and 
devices, “Jackman from California” and “Jackman of Hollywood,” which have been 
advertised by plaintiffs throughout the United States in connection with the goods 
manufactured by them in the City of Los Angeles. 

The court, however, found that plaintiffs do not manufacture any merchandise, 
nor do they transact any business in Hollywood; that plaintiffs manufacture their 
merchandise and do business wholly from 309 East Eighth Street, Los Angeles, 
which is in the wholesale and manufacturing district of the City of Los Angeles. 

The court further found that plaintiffs have spent large sums of money in 
advertising the wearing apparel manufactured by them through various advertising 
media, and that they have used the trade-names and devices, “Jackman from Cali- 
fornia” and “Jackman of Hollywood” in connection with the sale of their merchan- 
dise ; that plaintiffs’ merchandise is known under the name of “Jackman” by depart- 
ment store buyers and by a certain portion of the public that purchases and wears 
plaintiffs’ merchandise. 

The court also found that defendant’s true name is Jack Mau; that he also used 
the name of “Jack A. Mau”; that in September of 1945, he opened a store at 139 
East Seventh Street in the City of Los Angeles, for the sale at retail of men’s and 
women's apparel, and for the rendering of cleaning, pressing and alterations services. 
The court further found that the defendant has no trade-mark, uses no labels, but 
does use his own name in front of his place of business and on the windows thereof, 
running his first and last name together, and displays the name over his place of 
business, “Jackmau of Hollywood.” 

It was further found by the court that, because plaintiffs have never manufactured 
or sold goods in Hollywood, and at all times have manufactured their goods at 309 
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East Eighth Street in the City of Los Angeles, which is not in that portion of the city 
commonly known and designated as “Hollywood,” they are deceiving the public in 
using said trade-name and device, “Jackman of Hollywood.” 

Finally, the court found “that it is untrue that the use of the name ‘Jackmau of — 
Hollywood’ is so similar to the trade-name of plaintiffs ‘Jackman from California’ 
that it is calculated to deceive the purchasers and consumers of plaintiffs’ articles 
and/or the public in general. That there is not sufficient similarity in the trade- 
name ‘Jackman from California,’ used by plaintiffs, and that of ‘Jackmau of Holly- 
wood,’ used by defendant, to deceive the public.” 

That a property right attaches to a trade-name which has been used for a num- 
ber of years to identify and designate the business conducted, has long been the law 
in California. In the instant case there is no denial that the trade-names “Jackman,” 
“Jackman from California” ; and “Jackman of Hollywood” have been used by plain- 
tiffs for a number of years to designate the business which they were conducting. 
Under such circumstances, the law recognizes and will protect the property right 
which attaches to the name. Ward-Chandler Bldg. Co. v. Caldwell, 8 Cal. App. 2d 
375, 377. Another element involved in cases of this character is the watchfulness 
of the law in protecting the public from the fraud or deceit resorted to by a pretender 
to falsely lead the buying public to believe that they are purchasing the goods of the 
merchant who, through a trade-name and honest effort, has established a reputation 
and public demand for his product. Carolina Pines, Inc. v. Catalina Pines, 128 Cal. 
App. 84, 87. And the fact that defendant was using his own name does not shield 
him from injunctive action if such use is calculated to cause confusion or to deceive. 
As was said in Hoyt Heater Co. v. Hoyt, 68 Cal. App. 2d 523, 527, “One must use 
his own name honestly and not as a means of pirating the good-will and reputation 
of a business rival; and where he cannot use his own name without inevitably repre- 
senting his goods as those of another he may be enjoined from using his name in 
connection with his business.” Also, it is not necessary as a prerequisite to obtaining 
equitable relief in cases of this character that the names be identical. It is sufficient 
if though not identical they are sufficiently similar as to cause confusion and injury. 
Academy of Motion Picture Arts & Sciences v. Benson, 15 Cal. 2d 685, 692 [46 
U.S. P. Q. 488]. In the case just cited p. 692 [46 U. S. P. Q. 491]) the Supreme 
Court quotes with approval the following rule enunciated in the case of Celluloid 
Mfg. Co. v. Cellonite Mfg. Co., 32 F. 94, at page 97: “Similarity, not identity, is 
the usual recourse when one party seeks to benefit himself by the good name of 
another. What similiarity is sufficient to effect the object has to be determined in 
each case by its own circumstances. We may say, generally, that a similarity which 
would be likely to deceive or mislead an ordinary unsuspecting customer is obnox- 
ious to the law.” 

Appellant first challenges as not supported by the evidence, and as being directly 
contrary thereto, finding No. 8, reading: 


That it is untrue that the use of the name of “Jackmau of Hollywood” is so similar 
to the trade-name of plaintiffs, “Jackman from California” that it is calculated to deceive 
the purchasers and consumers of plaintiffs’ articles and/or the public in general that there is 
not sufficient similarity in the trade-name “Jackman from California” used by plaintiffs 
and that of “Jackmau of Hollywood” used by defendant to deceive the public. 
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We find ourselves in accord with this contention of appellants. The exhibits, 
consisting of photostatic copies of the business cards of the respective parties, 
photographs of the advertising signs utilized by appellants, and the signs used by 
responde:.t on the front of his place of business, have been brought here on this 
appeal. They bear out appellants’ claims that respondent adopted the firm name, 
label and device “Jackmau of Hollywood” in imitation of appellants’ firm name, 
label and device. An inspection of the exhibits shows the most marked similarity 
of appearance between the respective names. By using the name “Jackmau” in 
script form as he did, respondent creates a similarity with appellants’ name, the 
difference in which is indistinguishable except upon minute examination. That the 
law will afford protection against the unfair competition of one who seeks by imita- 
tion of a trade-name, or by other artifice, to induce persons to deal with him in the 
belief that they are dealing with another, is of course well settled. This doctrine 
rests on the basis of fraud and may be invoked when there is present an intent to 
deceive, or the doing of things reasonably likely to deceive. In a case such as the 
one now before us it is not necessary, in order to establish an invasion of appellants’ 
right, that the imitation of their trade-name be identical for, as heretofore quoted from 
the case of Academy of Motion Picture Arts & Sciences v. Benson, supra [46 U. S. 
P. Q. at 491], “Similarity, not identity, is the usual recourse when one party seeks to 
benefit himself by the good name of another.” Having in mind the rule that what 
similarity is sufficient to effect the object has to be determined by the circumstances 
of each case, we find in the instant case that the photographs and photostats furnish 
a practical demonstration of sufficient similarity to induce confusion or deception. 
That such confusion did ensue is further shown by respondent’s admissions that, 
in several instances, customers entered his store asking for merchandise manu- 
factured by appellants. Added to this is the testimony of Jay Harvey, a buyer 
for Brown’s Wearing Apparel Store, a firm that purchases articles of sportswear 
from appellants. With reference to respondent’s store, this witness testified : 


Well, on my way to the wholesale district on Los Angeles Street, many times I go up 


Seventh Street; I saw this store and a sign, and thought it was an outlet of Jackman’s, 
and I called them about it. 


Upon further interrogation, the witness testified: 


Q. When you looked at this sign, then, you thought that Jackman had opened a retail 
store and outlet? 


A. I thought it was—it looked like “Jackman of Hollywood” to me. 


Maurice J. Hibler, buyer and manager of Desmond’s six stores in -California, 
testified : 


Q. I show you plaintiff’s Exhibit number 6 which consists of three photographs of the 
store of the defendant located at 139 East Seventh Street, Los Angeles, and ask you if 
you have ever personally observed the front of that store? 

A. Yes, I did, about, sometime I believe in the early part of December; I was walking 
down Seventh Street on the opposite side of the street, and I noticed the sign and noticed 
the similarity of the signature—at first I was amused because I didn’t think it was possible 
that Jackman would operate a retail store; and the next time I visited Jackman’s I learned 
that there was no connection whatsoever. 
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Q. Then when you saw this sign on the front did you actually think that that read 
“Jackman” 


A. Yes, I definitely did. 


Then there was the testimony of the confusion created in the post office through 
delivery of some of respondent’s mail to appellants. 

That the trial judge shared the belief that the similarity in the names with 
which we are here concerned would reasonably lead to confusion and deception is 
manifested by what he said in announcing his decision at the close of the trial. We 
quote from the reporter’s transcript: 


I will say this, as far as the two signs are concerned; that when they are using script 
I think the majority of people would be confused; that when they are in the business or 
custom of buying this sort of goods, while I don’t know anything about it, I am satisfied 
from the testimony given, particularly that of the manager of Desmond’s, that Jackman’s 
is a name that is well known in the trade, and a “u” and an “n” as written will be con- 
fused time and again, especially if anybody writes as the court does; they take my “u’s” 


1.9.90 


for “n’s” and “n’s” for “u’s,” I know. 


When, however, appellants refused to waive findings, the court did say: 


I want it clear, Mr. Ross, that the court does not believe, in spite of the similarity of 
sign, that the public that deal with Jackman’s—with the plaintiff—is likely to be deceived 
by the sign now used by the defendant Jack Mau. 


We search the transcript in vain for any contradiction of the foregoing testi- 
mony, and are therefore led to the conclusion that the evidence does not support the 
questioned finding but in fact is directly contrary thereto. 

Respondent, however, urges that the parties herein are not engaged in com- 
petitive businesses; that appellants are manufacturers who sell and distribute their 
goods at wholesale through retail stores, while respondent operates a single store 
for the sale at retail of men’s wearing apparel and for the rendition of cleaning, 
pressing and alterations services. Therefore, argues respondent, he not being 
engaged in a business which competes with that of appellants, the use by him of 
appellants’ trade-name does not impinge upon the latter and cannot be characterized 
as unfair competition. While it is true that most of the cases dealing with unfair 
competition are concerned with instances in which the respective parties are 
engaged in business directly competitive, nevertheless, as said in Academy of Motion 
Picture Arts & Sciences v. Benson, supra, at page 689: “But we perceive no dis- 
tinction which, as a matter of law, should be made because of the fact that the plain- 
tiff and defendant are engaged in non-competing businesses.” The true test is— 
has the defendant “‘adopted a name which prima facie is broad enough in its concept 
to be mistaken by the ordinary unsuspecting person for the institution created by 
the incorporators of the plaintiff.” Academy of Motion Picture Arts & Sciences 
v. Benson, supra, p. 691. 

In the case at bar, one element of deception that might go abroad in mercantile 
circles is that appellants are engaged in the retail business in direct competition 
with the retailers to whom appellants sell at wholesale. In fact, as hereinbefore 
noted, the buyer and manager for Desmond’s testified, “. . . . I didn’t think it was 
possible that Jackman would operate a retail store.” The witness Jay Harvey, a 
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buyer for Brown’s wearing Apparel Store, testified that when he observed respond- 
ent’s store and the type of name thereon, he “. . . . thought it was an outlet for 
Jackman’s and I called them about it.” Equity will not countenance the use by 
respondent of the trade-name “Jackman,” written in script form and similar to the 
manner in which appellants’ long possessed trade-name is written because respond- 
ent may thereby reasonably confuse and deceive the buying public into the belief 
that his is a “Jackman” retail store. 

The case of Alhambra Transfer, Etc. Co. v. Muse, 41 Cal. App. 2d 92, relied 
upon by respondent, is not helpful. In that case the holding was that the trade-name 
used by plaintiff was not susceptible under our law of exclusive use. No such 
question is here involved. The only other case cited by respondent on the question 
immediately under discussion is Nolan Bros. Shoe Co. v. Nolan, 131 Cal. 271. As 
to that case we find ourselves in accord with the views expressed by the court in 
W. & H. Walker v. Walker Bros. Co., 271 F. 395, 398, wherein it was said: “If 
the California case (Nolan Brothers, 131 Cal. 271) means that a concern may not 
extend its business, under its own name, from retail to wholesale, we should not 
be disposed to follow it. But, whether that case is unsound or not, it had reference 
to a wholesale business which had been suspended, and where a name was sought 
to be established in respect to a new and another kind of business.” 

Appellants next direct their attack to finding No. 7 as not being supported by 
the evidence. It reads as follows: 





That plaintiffs in using the trade-name “Jackman of Hollywood” are deceiving the pub- 
lic in using said trade-name and device, in that plaintiffs have never manufactured or sold 
goods in Hollywood or done business from Hollywood and that at all times plaintiffs have 
manufactured their goods and carried on their business from 309 East Eighth Street in 
the City of Los Angeles, which is not in that portion of the city commonly known and 
designated as “Hollywood.” 


The view of the trial judge which gave rise to this finding was expressed by 
him when, at the conclusion of the trial, in announcing judgment for the defend- 
ant, he said: “Judgment is for the defendant, on the grounds that the plaintiff 
does not come into court with clean hands; that he himself is deceiving the public 
by his advertising of a type that he complains is also being done by the defendant.” 

But the main, if not the only, serious objection appellants urged against respond- 
ent was his use of the name “Jackmau”’ in script form so that it was similar to 
appellants’ trade-name of “Jackman,” and thereby confusing and deceiving pro- 
spective buyers and misleading the public into believing that respondent was retail- 
ing goods manufactured by appellants. Indeed, by finding No. 5 the court found, 
“That plaintiffs’ merchandise is known under the name of ‘Jackman’ by department 
store buyers and by certain portions of the public that purchases and wears plaintiffs’ 
merchandise.” This finding, supported as it was by competent and substantial evi- 
dence, negatives the questioned finding that the value of appellants’ trade-name was 
dependent upon any geographical appendage it might carry. 

It is also noteworthy in regard to the challenged finding No. 7 that not a scintilla 
of evidence was produced to show that anyone was deceived through appellants’ 
use of the designation “of Hollywood.” It is axiomatic that a charge of deception, 
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which is but another term for fraud, must be proven. In the absence of any evidence 
whatsoever that the inclusion in appellants’ trade-name of the designation “of Holly- 
wood” adds anything whatsoever to the representations of the quality of the manu- 
factured merchandise or the manufacturing firm’s reputation, or that in adopting the 
words “of Hollywood” someone has been deceived and defrauded or is likely to 
be deceived or defrauded, appellants cannot be held guilty of deception as a matter 
of law. Scandinavia Belting Co. v. Asbestos & Rubber Works, 257 F. 937, 959. 

Undoubtedly, the trial judge’s decision was in great part influenced by the be- 
lief that, as stated by him, “The plaintiff does not come into court with clean hands.” 
This assumption was, as stated by the court, predicated on the fact that appellant’s 
were not manufacturing their goods in Hollywood, but there is no evidence that 
appellants’ use of the phrase “of Hollywood” was intended to or did imply that the 
goods were manufactured in Hollywood. Standing alone, “Hollywood” is a 
geographical name, and its use in connection with the manufacture of merchandise 
may be descriptive either of origin, quality or style. There was no proof that appel- 
lants represented that their sportswear was manufactured in Hollywood. In any 
event, the court will take judicial notice of the fact that Hollywood is not a separate 
municipality or geographical entity, but is merely a district within the City of Los 
Angeles. Undoubtedly, it is true that he who comes into equity must come with 
clean hands, but we fail to perceive in the evidence any testimony that because 
appellants adopted the designation ‘‘of Hollywood” anyone has been deceived or 
defrauded or is likely to be deceived or defrauded. There being no testimony that 
appellants were guilty of wilful misconduct, fraud or deception in regard to the 
matter here in litigation, the courts of chancery are open to them for the redress 
of any wrongs allegedly inflicted upon them. 

The judgment is reversed and the cause remanded for a new trial in conformity 
with the views herein expressed. 


McKESSON & ROBBINS, INCORPORATED v. FIRST TEXAS CHEMICAL 
MANUFACTURING CO. 


Court of Customs and Patent Appeals 
Decided February 11, 1947 
Released March 20, 1947 


TRADE-MarKs—CLass oF Goops—How DETERMINED. 

It may be that there are many articles sold in drug stores or by the manufacturers of 
pharmaceuticals, medicinals and chemicals that differ so widely in essential characteristics 
as not to be of the same descriptive properties within the meaning of the Trade-Mark Act 
of Fébruary 20, 1905 but it is the settled policy of the law to resolve doubts against the 
newcomer and bar registration under the confusion clause of the Trade-mark Act. 

TRADE- MARKS—-CONFUSINGLY SIMILAR. 

“Ora-Cel” is confusingly similar to “Ora” and “Oraform.” They would reach the 
same class of customers and be sold from the same shelves and are of the character of 
goods which are casually purchased without much thought or consideration as to their 
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origin. It would be likely to cause confusion in the mind of the public as to who was 
the producer or seller of the goods. 
TRADE-M ARKS—GENERAL PRINCIPLES. 


The chief purpose of Congress, in enacting the Trade-Mark Act of 1905, was to pro- 
tect the public against confusion as to the origin of goods. 


Appeal from Commissioner of Patents; 65 U. S. P. Q. 438. 

Trade-mark opposition No. 22940 by McKesson & Robbins, Incorporated, against 
First Texas Chemical Manufacturing Co., application, Serial No. 462,449, filed 
August 2, 1943. From decision dismissing opposition, opposer appeals. Reversed. 


Samuel Herrick, Washington, D. C., for appellant. 
Cushman, Darby & Cushman (William M. Cushman of counsel) both of Washing- 
ton, D. C., for appellee. 


BLAND, J.: 


Appellee, First Texas Chemical Manufacturing Co., filed application in the 
United States Patent Office for the registration of its trade-mark “Ora-Cel,” al- 
legedly used in connection with the sale of a vitamin preparation. 

McKesson & Robbins, Incorporated, appellant, filed a notice of opposition against 
the application, based upon its ownership and registration of two trade-marks 
“Ora” and “Oraform,” used since 1927 and 1915 respectively, the first for a deodorant 
and the latter for throat-pastils. 

The Examiner of Trade-Mark Interferences sustained the opposition and held 
that the applicant was not entitled to register its said mark. Upon appeal, First As- 
sistant Commissioner Leslie Frazer, acting for the Commissioner of Patents, reversed 
the examiner’s decision and from the commissioner’s holding [35 T.-M. Rep. 
252] appellant has here appealed. 

No testimony was taken by either party. The sole issue involved is the likeli- 
hood of confusion. 

The examiner, in sustaining the opposition, said in part: 


As to the goods, it is quite true that opposer’s throat-pastils and deodorant are 
specifically different from applicant’s vitamin preparation, and these products have differ- 
ent uses. They are, however, all in the nature of pharmaceutical preparations, and the 
examiner is of the opinion that it is a matter of common knowledge that a single con- 
cern puts out a wide variety of such products which have specifically different charac- 
teristics and uses; in fact, such divergence is illustrated by opposer’s deodorant and 
throat-pastils. It is believed therefore that purchasers of the goods of the parties might 
readily ascribe a common source of personal origin thereto, and hence these goods are 
deemed to be of the same descriptive properties within the meaning of the Trade-Mark 
Act. 

As to the marks, applicant’s notation “Ora-Cel” includes the whole of opposer’s nota- 
tion “Ora,” merely adding the syllable “Cell” thereto in hyphenated form. Under these 
circumstances it is believed that the concurrent use of the respective marks on the goods 
in question might reasonably lead to confusion in trade despite the specific differences in 
the goods as above indicated. 


The commissioner, in his decision, said [35 T.-M. Rep. 252]: 


I am clearly of the opinion that opposer’s deodorant, which is admittedly in the 
form of a cream, does not have the same descriptive properties as a vitamin preparation 
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in any form. The similarity of the marks under which the two items are sold is thus im- 
material. General Mills v. Freed, 24 C. C. P. A. 1171, 89 F. 2d 664 [26 T.-M. Rep. 169]. 

Broadly speaking, throat lozenges and vitamin preparations are probably of the same 
descriptive properties, not merely because both are pharmaceuticals, but because both are 
medicinal in character. Cf. The Vitab Corporation v.' The Knox Co., et al., 31 C. C. P. A. 
1205, 143 F. 2d 883 [62 U. S. P. Q 276]. However, they differ so widely in composition, 
and in the purposes for which they are intended to be used, that I am unable to believe, 
in the absence of any evidence on the subject, that their sale under slightly similar trade- 
marks would be likely to cause confusion. “Oraform” and “Ora-Cel,” each considered 
in its entirety, do not look alike, sound alike, or suggest the same idea. It may be that 
their concurrent use on identical merchandise would be unwarranted, because of the 
common occurrence of the first three letters. But the goods to which they are here applied 
are not even closely related. 


It is observed that the commissioner held that the lozenges and vitamin prepa- 
rations were probably of the same descriptive properties, both being medicinal in 
character. But that since they differed so widely in composition and in purposes 
for which they were intended he was of the opinion that, although the marks were 
“slightly similar” there would be no likelihood of confusion; that the terms “Ora- 
form” and “Ora-Cel’” did not look alike, sound alike, or suggest the same idea, 
and that while concurrent use of the two marks on identical merchandise would 
be unwarranted, their concurrent use on the goods of the respective parties, which 
“are not even closely related,” would not be likely to cause confusion. 

It is our view that the examiner’s holding was proper and should not have 
been reversed. 

It may be that there are many articles sold in drug stores or by the manufac- 
turers of pharmaceuticals, medicinals and chemicals that differ so widely in their 
essential characteristics as not to be of the same descriptive properties within the 
meaning of the Trade-Mark Act of February 20, 1905, but, as is indicated by 
most modern decisions involving the question, it has become the settled policy of 
the law, in circumstances like those at bar, to resolve doubts against the newcomer 
and bar registration under the confusion clause of said Trade-Mark Act. 

As to the two marks, “Ora” and “Ora-Cel,” as was pointed out by the examiner, 
the appellee has taken all of appellant’s mark and, notwithstanding the fact that 
“Ora” is for a deodorant and “Ora-Cel” is for a vitamin preparation, it is obvious 
that they would reach the same class of customers and be sold from the same 
shelves and are of the character of goods which are usually purchased without much 
thought or consideration as to their origin. It is a matter of common knowledge 
(and is also indicated by the facts at bar and the recitations of facts in many 
decided cases similar to that at bar) that many different kinds of medicinal and 
pharmaceutical articles are produced and marketed by the same concern and that 
the concurrent use of similar marks upon such goods would be likely to cause 
confusion in the mind oft he public as to who was the producer or seller of them. 

As to the marks “Oraform” and “Ora-Cel,” the goods are more closely related 
and the marks are sufficiently similar as to permit of a reasonable doubt on the 
question of the likelihood of confusion. This and other courts have frequently 
said that it was the chief purpose of Congress, in enacting the Trade-Mark Act, 
to protect the public against confusion as to the origin of goods; that those who 
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adopt trade-marks should seek to distinguish their goods from thase of others, 
and that if there were any doubts on the question they would be resolved against 
the newcomer. We have no doubts in the instant case about there being a likeli- 
hood of confusion under the circumstances stated, and appellee, in selecting its 
mark, should have selected one from the wealth of material at hand with less 
resemblance to the mark of appellant. Skelly Oil Co. v. The Powerine Co., 24 
C. C. P. A. (Patents) 790, 84 F. 2d 752, 32 U. S. P. Q. 51. 

It is noted that the terms “Ora,” “Oraform” and “Ora-Cel” are terms not 
often used in English-speaking circles and therefore, under the doctrine of The 
Bon Ami Company v. McKesson & Robbins, Inc., 25 C. C. P. A. (Patents) 
826, 93 F. 2d 915, 36 U. S. P. Q. 260, there is more likelihood of confusion than 
under circumstances where the terms are more frequently used in this country. 

While it is frequently said that decisions of courts are not very helpful and 
are rarely controlling on questions like that at bar, it is deemed proper to refer 
to the following cases which indicate the trend of judicial holdings on the likeli- 
hood of confusion in connection with trade-mark registrations: The William S. 
Merrell Co. v. The Anacin Co., 27 C. C. P. A. (Patents) 847, 109 F. 2d 339, 
44 U. S. P. Q. 366; Rosengart, Etc. v. Ostrex Company, Inc., 30 C. C. P. A. 
(Patents) 1046, 136 F. 2d 249, 57 U. S. P. Q. 543; The Vitab Corporation v. The 
Knox Company and Endo Products, Inc., 31 C. C. P. A. (Patents) 1205, 143 F. 
2d 883, 62 U. S. P. Q. 376; Schering & Glatz, Inc. v. Sharpe & Dohme, Inc., 32 
C. C. P. A. (Patents) 827, 146 F. 2d 1019, 64 U. S. P. Q. 394. 

An important decision is that of McKesson & Robbins, Inc. v. American Founda- 
tion for Dental Science, 32 C.C. P. A. (Patents) 1235, 150 F. 2d 420, 66 U. S. P. Q. 
252, involving the marks “Dent-A-Min” and “Cytamin.” The court there said 
[35 T.-M. Rep. 262]: 


Unquestionably the products of both parties are medicinal preparations. They are 
both adapted for internal use in the treatment of dietary deficiencies, and as such, in our 
opinion, clearly possess the same descriptive properties contemplated by the Trade-Mark 
Act. 

As to the marks, they differ only in the first syllable. Both are coined expressions and in 
our opinion their concurrent use on the goods of the parties would be likely to cause 
confusion in the mind of the purchasing public both as to origin and as to the goods them- 
selves. 

There are many cases in which trade-marks possessing greater dissimilarities than those 
here involved were held to be confusingly similar as applied to goods of the same descrip- 
tive properties. There is no necessity for Citing trade-mark cases, however... . 


We hold that the mark, the registration of which was applied for by appellee, 
should not have been held registrable and that the decison of the examiner was 


sound and should not have been reversed. The decision of the commissioner is 
reversed. 
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CALIFORNIA PIECE DYE WORKS v. CALIFORNIA HAND PRINTS, 
INC. 


Court of Customs and Patent Appeals 
February 1, 1947 
March 20, 1947 


TRADE- MARKS—CANCELLATION—PLEADING AND PRACTICE. 


Appellee has the burden of proof in establishing the respective allegations of its petition 
for cancellation. 


TRADE-MARKS—CONFUSINGLY SIMILAR. 


“Color-fornia” is confusingly similar to “California Hand Prints.” 
CANCELLATION—GEOGRAPHIC AND DESCRIPTIVE MARKS. 


The fact that appellee’s mark is geographic and descriptive is not controlling herein since 
appellee’s right under the statute to apply for cancellation of appellant’s mark is not depend- 
ent upon appellee’s exclusive ownership of a similar mark, but rather that appellee shall 
deem itself injured by the registration of appellant’s mark. 


Appeal from Commissioner of Patents; 65 U. S. P. Q. 436. 
Trade-mark cancellation No. 4231 by California Hand Prints, Inc., against 


California Piece Dye Works, Registration No. 394,762, issued April 28, 1942. 
From decision sustaining petition, registrant appeals. Affirmed. 


Irving Seidman (Samuel Hassen of counsel) both of New York, N. Y., for appel- 


lant. 


Jackson, Webster & Read, Washington, D. C., and Wm. G. MacKay, San Francisco, 
Calif. (Chas. R. Allen, Washington, D. C., of counsel) for appellee. 


O’CoNNELL, J.: 


This is an appeal from the decision of the Commissioner of Patents, 65 U. S. P. Q. 
436, affirming the action of the Examiner of Trade-Mark Interferences in sustain- 
ing appellee’s petition for the cancellation of appellant’s trade-mark “Color-fornia”’ 
on the ground that the mark is confusingly similar to “California Hand Prints” 
used as a trade-mark by appellee for table cloths, luncheon sets, towels, drapery 
and upholstery fabrics in the piece. 

It is not disputed that the goods to which the respective trade-marks are applied 
are identical in part and all of the same descriptive properties. 

Appellee in its petition for cancellation alleged prior and continuous use of its 
trade-mark from a date commencing prior to appellant’s earliest date from which 
it began the use of its mark to appellee’s date of filing the petition for cancellation 
on May 27, 1943; and that the confusing similarity of appellant’s mark to that of 
appellee and the concurrent use of appellant’s mark on goods of the same descriptive 
properties was likely to cause distinct injury and damage to appellee. 

Appellee’s mark was registered under the Trade-Mark Act of March 19, 1920. 
Appellee applied for cancellation of appellant’s mark under the Trade-Mark Act 
of February 20, 1905, as provided for by Sections 5(b) and 13, U. S. C., Title 15, 
Sections 95(b) and 93, respectively. 
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Appellee has the burden of proof in establishing the respective allegations of 
its petition for cancellation. 

Appellee took testimony in support of its petition and introduced in evidence 
documentary and physical exhibits relating to the use and advertising of its mark. 

The evidence thus submitted is to the effect that appellee is the owner of trade- 
mark registration No. 349,429 dated August 24, 1937, covering the mark “California 
Hand Prints” for the class of goods here involved; that the mark had been con- 
tinuously used by appellee on such goods since August, 1936; that the mark has 
also been used on tickets, stickers, labels, and boxes, as well as widely featured in 
various types of advertising matter such as folders, magazines, and display cards; 
that the mark is likewise used by appellee in the sale of its goods in foreign countries ; 
and that its mark has been distinctively featured and associated by appeliee with 
the word “colorful” which has become the basis of the demand for the product in 
the United States. The evidence further established actual confusion in the trade 
as a result of the concurrent use of the contested marks by the respective parties in 
the sale of the goods. 

The testimony and exhibits submitted by appellant established that appellant 
first began the use of its mark in interstate commerce on December 2, 1940; that 
the mark “Color-fornia” was registered April 28, 1942, on an application filed 
October 21, 1941 ; that appellant used labels, stickers, and other advertising mediums 
generally similar to those employed by appellee in promoting the sale and identifica- 
tion of the goods; and that the goods of appellant are sold on an extensive scale in 
California and in other states. 

Appellant contends, among other things, that the marks are not so nearly alike 
in both appearance and sound that confusion in trade is likely; that appellee failed 
to establish by a proper showing in the record continuous use of its trade-mark 
from a date commencing prior to appellant’s earliest use of its mark to the date of 
filing the petition for cancellation ; and that appellee failed to establish that appellant's 
trade-mark “Color-fornia” is geographic thereby interfering with any established 
right of appellee to use the geographic term “California” in its business. 

The record clearly discloses that the two marks here involved are substantially 
the same in sound and appearance; that they are and have been used concurrently 
by the respective parties on goods of the same descriptive properties thereby caus- 
ing, and if such use is continued, will likely cause further confusion in the mind of 
the public; and that appellant’s use of its mark is manifestly injurious to appellee 
which owned and has continuously used its mark from a date prior to appellant’s 
date from which it began the use of its mark to the date of filing the petition for 
cancellation. 

The fact that appellee’s mark is geographic and descriptive is not controlling 
herein since appellee’s right under the statute to apply for cancellation of appellant’s 
mark is not dependent upon appellee’s exclusive ownership of a similar mark, but 
rather that appellee shall deem itself injured by the registration of appellant’s mark. 
See Vi-Jon Laboratories, Inc. v. Lentheric, Incorporated, 30 C. C. P. A. (Patents) 
916, 133 F. 2d 947, 56 U. S. P. Q. 586. Irrespective of registration, appellee be- 
cause of the prior use of its labels on its goods and of its advertising material is like- 










































































































































166 THE TRADE-MARK REPORTER 37 T.-M. Rep. 


wise entitled to prevail. See Otard, Inc., et al. v. Italian Swiss Colony, 31 C. C. 
P. A. (Patents) 955, 141 F. 2d 706, 61 U. S. P. Q. 131. 
The court has examined all the cases and arguments presented by appellant and 
finds therein no reason or authority that is persuasive in support of its position. 
The deceision of the Commissioner of Patents is accordingly affirmed. 


VICK CHEMICAL COMPANY v. NUTREX CO., INC. 
Court of Customs and Patent Appeals 
Decided February 11, 1947 
Released March 20, 1947 


TRADE-MARKS—SAME DESCRIPTIVE PROPERTIES. 

Preparation containing vitamin B complex as found concentrated in brewer’s yeast ex- 
tract has same descriptive properties as a dentifrice and mouth wash having therapeutic 
value. 

TRADE- MARKS—CONFUSINGLY SIMILAR. 
“Nutrex” is confusingly similar to “Neutrox.” 


Appeal form Commissioner of Patents; 65 U. S. P. Q. 521. 

Trade-mark opposition No. 22882 by Vick Chemical Company against Nutrex 
Co., Inc., application, Serial No. 461,806, filed July 1, 1943. From decision dis- 
missing opposition, opposer appeals. Reversed. 


James F. Hoge and L. B. Stoughton, both of New York, N. Y., and E. F. Wen- 
deroth, Washington, D. C., for appellant. 

W. Cameron Burton and Thomas L. Mead, Jr., both of Washington, D. C., for 
appellee. 


BLAND, J.: 


Appellee, Nutrex Co., Inc., filed application in the United States Patent Office 
for the registration of its trade-mark “Nutrex” as applied to “a preparation con- 
taining vitamin B complex as found concentrated in brewer’s yeast extract.” 

Appellant, Vick Chemical Company, filed opposition to the registration, based 
upon its ownership of its registered mark “Neutrox” as applied to “dentrifice and 
mouth wash.” 

The Acting Examiner of Interferences held that the marks were confusingly 
similar, pointing out that the only difference was the substitution of the letter “e” 
for the letter “o” in the last syllable of the marks. He also held that the goods 
were of the same descriptive properties and that confusion would be likely to result 
from the concurrent use of the marks on the respective goods. He sustained the 
opposition and held that the applicant was not entitled to the registration sought. 

Upon appeal to the Commissioner of Patents, he, through First Assistant Com- 
missioner Leslie Frazer, reversed the decision of the examiner and held that while 
the marks were quite similar both in appearance and in sound he regarded the goods 
as possessing such different essential characeristics and being used for such “widely 
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unrelated purposes” that he did not believe confusion could result from their con- 
current use on the respective goods and that the goods were not of the same descrip- 
tive properties. The opposition, therefore was dismissed. From the decision of 
the commissioner [35 T.-M. Rep. 304] appellant has here appealed. 

In the case of McKesson & Robbins, Incorporated v. First Texas Chemical 
Manufacturing Co., Appeal No. 5234, decided concurrently herewith, we have dis- 
cussed at some length the question of the likelihood of confusion arising from iden- 
tical or similar trade-marks when used upon medicinals and pharmaceuticals which 
are ordinarily sold in drug stores, and it will be unnecessary for us to unduly extend 
this opinion by reiterating here what we have said there. We are of the opinion 
that the examiner was right in his conclusion. 

The record shows that while the opposer’s dentrifice and mouth wash “may be 
used as a regular routine daily dentrifice” it has a therapeutic value in that it con- 
tains sodium perborate and is recommended as being curative of spirochete infection, 
which is Vincent’s disease or “trench mouth.” 

As in the McKesson & Robbins case, supra, to which we have referred, we are 
of the opinion that confusion would be likely to result from the concurrent use of the 
two marks upon the respective goods. It is well-known that producers of merchan- 
dise of the character here involved frequently produce many different kinds of articles 
and sell them under a single trade-mark. The goods are of such character that 
purchasers ordinarily would give little consideration to their origin. The goods 
here involved are purchased by the same class of customers and are sold from the 
same shelves and over the same counters. 


We think the opposition should have been sustained. The decision of the com- 
missioner is reversed. 


CHATHAM PHARMACEUTICALS, INC. v. RESERVE RESEARCH 
COMPANY 


Court of Customs and Patent Appeals 
Decided February 11, 1947 
Released March 20, 1947 


TRADE- MARKS—SAME DESCRIPTIVE PROPERTIES. 


The goods of each of the parties is used medicinally for the same purpose and each is 
composed essentially of aluminum hydroxide. 
TRADE-MARKS—CONFUSINGLY SIMILAR. 


“Aluminoid” is confusingly similar to “Aloloid.” The court considers the marks as a 
whole although it analyzes differences in marks for purposes of decision. 
Appeal from Commissioner of Patents; 65 U. S. P. Q. 437. 
Trade-mark opposition No. 22623 by Reserve Research Company against 
Chatham Pharmaceuticals, Inc., application, Serial No. 457,675, filed December 31, 
1942. From decision sustaining opposition, applicant appeals. Affirmed. 


Harry B. Rook, Newark, N. J., and Lee L. Townshend, Washington, D. C., for 
appellant. 
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John F. Robb, Cleveland, Ohio, and Harry C. Robb, Washington, D. C. (John W. 
Robb of counsel) for appellee. 


HATFIELD, J.: 


This is an appeal in a trade-mark opposition proceeding from the decision of 
the Commissioner of Patents, 65 U. S. P. Q. 437, affirming the decision of the 
Examiner of Interferences sustaining appellee’s opposition to the registration of 
appellant’s mark under Section 5 of the Trade-Mark Act of February 20, 1905. 

Appellant’s trade-mark comprises the terms “Aluminoid” and “Colloidal Alu- 
mina,” the term “Colloidal Alumina” being disclaimed apart from the mark as 
shown. 

There are other features in appellant’s mark which need not be described here 
because the dominant feature of appellant’s mark is the term “Aluminoid.” 

Appellant’s mark has been used in interstate commerce since May 14, 1940, on 
“colloidal aluminum hydroxide in powder form” and is sold in gelatin capsules 
for the treatment of gastric ulcers and hyperacidity. 

Appellee’s mark consists of the terms “Aloloid” which was registered August 
19, 1941, No. 389,778, upon an application filed April 5, 1941. 

Appellee’s product is a medicinal preparation and comprises an emulsion of 
aluminum hydroxide with mineral oil and is used for the treatment of gastric 
hyperacidity and peptic ulcers. | 

The evidence in the case was stipulated by the parties. It appears therefrom 
that appellee commenced the use of its trade-mark on its product on January 2, 
1940, and it is conceded by counsel for appellant that appellee was the first to use 
its mark on its goods. 

It appears from the record that the goods of each of the parties is used medic- 
inally for the same purpose and each is composed essentially of aluminum hy- 
droxide. The only difference between the goods of the respective parties is that 
appellant’s is in the form of a powder and is sold in capsules, whereas appellee’s 
goods is an emulsion composed of mineral oil and aluminum hydroxide. 

Although it is not stated in the agreed statement of facts that the goods of the 
parties are sold by drug stores to the purchasing public, it is obvious that they are. 
That they are competitive products and sold for treatment of the same ailments is 
not disputed. Although not identical, the goods of the parties of the same descrip- 
tive properties and the sole question in the case is whether the trade-mark of ap- 
pellant—‘“Aluminoid’’— is confusingly similar to appellee’s trade-mark—“Aloloid.” 

The tribunals of the Patent Office concurred in holding that the marks were 
confusingly similar and, therefore, appellant was not entitled to the registration of 
its mark. 

It is contended here by counsel for appellant that appellant’s trade-mark “Alumi- 
noid” is “substantially different in sound, appearance and significance” from the 
trade-mark of appellee and that as the goods are not identical—appellant’s being 
put up in capsules in the form of powder, whereas appellee’s is in the form of an 
emulsion— it is unlikely that the concurrent use by the parties of their trade-marks 
on their goods would result in confusion in trade. 
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Several cases are cited by counsel for appellant which, it is alleged, support their 
theory that there is no likelihood of confusion in the concurrent use of the involved 
trade-marks, The case most strongly relied upon by counsel for appellant is that 
of Ciba Pharmaceutical Products, Inc. v. Abbott Laboratories, 28 C. C. P. A. 
(Patents) 1315, 121 F. 2d 551, 50 U. S. P. Q. 139, in which it was held that the 
trade-marks “Dical-D,” the final leter “D” being disclaimed apart from the mark 
as shown, used on “medicinal wafers containing dicalcium phosphate and viosterol,” 
recommended and used for dietary deficiencies, was not confusingly similar with the 
trade-marks “Dial-Ciba” and “Dial” used on a pharmacéutical product—a dormitive 
and a sedative. Counsel for appellant particularly emphasizes a statement in that de- 
cision where it was said [50 U. S. P. Q. at 140]: 

It is clear that there is a per se difference between the goods of the respective parties 
as to their inherent characteristics and, of course, as to their uses. We regard both as 
being medicinal in character, but the product of appellants, in its essential substance, 
differs from the product of appellee in its essential substance, and the difference in use 
is obvious. The fact that both are medicinal in character and have a therapeutic effect 


upon users, of necessity makes carefulness in selection imperative on the part of prudent 
purchasers. 


The court in that case also observed that there was considerable difference in the 
marks of the parties. For the reasons stated, the court was of opinion that the 
marks there involved were not confusingly similar and affirmed the decision of the 
Commissioner of Patents. 


The difference between that case and the instant case is so obvious as to require 


little comment. In the Ciba Pharmaceutical Products, Inc. case, supra, the Abbott 
Laboratories’ mark “Dical-D” was used on a vitamin D product which could be 
purchased in any drug store without a physician’s prescription, whereas the Ciba 
Pharmaceutical products, Inc. trade-marks—“Dial-Ciba” and “Dial”—were used 
on a dormitive and a sedative which produced sleep and which could be purchased 
only upon the prescription of a physician. 

In the instant case, the product of each of the parties is used for exactly the same 
purpose and can be purchased without a doctor’s prescription. Moreover, the in- 
volved goods are competitive, whereas in the case cited, the products were not com- 
petitive. 

Other cases are relied upon by counsel for appellant, which we need not here 
discuss, as we have frequently held that the citation of authorities, except upon 
questions of law, is not helpful in the decision of cases of this character. 

It is true, as argued by counsel for appellant, that there is some difference in the 
marks of the parties and that although the goods are used for precisely the same 
purpose, they are not identical. We are of opinion, however, as were the tribunals 
of the Patent Office, that the marks are confusingly similar and that appellant is not 
entitled to the registration of its mark. 

In so holding, we have considered, as we should, the marks as a whole, although 
we have analyzed for the purpose of this decision, the differences in the respective 
marks, 

For the reasons stated, the decision of the Commissioner of Patents is affirmed. 
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FIRST INDUSTRIAL CORPORATION v. MICRO PRODUCTS 
CORPORATION 


Commissioner of Patents 


January 27, 1947 


TRADE-MARKS—CONFUSINGLY SIMILAR. 
“Microperm” is confusingly similar to “Micro Switch.” 
TRADE-MARKS—IDENTITY AND SIMILARITY. 

“Switch” is devoid of trade-mark significance, so that to all intents and purposes “Micro” 
is petitioner’s trade-mark. Respondent has appropriated essential word of petitioner’s mark, 
to which it has added the suffix “perm.” Such addition to previously adopted marks do not 
avoid likelihood of confusion. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation No. 4460 by First Industrial Corporation against Micro 
Products Corporation, Registration No. 409,235, issued September 26, 1944. From 
decision sustaining petition, registrant appeals. Affirmed. 


McCanna & Morsbach, Rockford, Ill., and Charles R. Allen, Washington, D. C., 
for First Industrial Corporation. 

Pierce & Scheffler and Rogers, Woodson & Rogers, Chicago, IIl., for Micro 
Products Corporation. 


Frazer, F. A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
the petition of First Industrial Corporation to cancel trade-mark registration No. 
409,235, issued September 26, 1944, under the provisions of the Act of February 
20, 1905, to Micro Products Corporation. 

The registered mark is the word “Microperm.” The goods to which it is ap- 
propriated are described in the registration as “coils, coil assemblies and magnetic 
cores for the same—namely, suppression filters, coil bodies, radio frequency trans- 
formers, intermediate transformers, magnetic cores for audio or low frequency 
transformers, oscillation transformers, band-pass filters, interference filters, choke 
coils, and loading coils.” 

The petition to cancel was sustained on the ground that respondent’s mark is 
confusingly similar to the notation “Micro Switch,” previously used by petitioner 
as a trade-mark for “various types of small switches used in many different electrical 
applications.” 

Arguing that the goods of the parties have different descriptive properties, 
respondent points out that petitioner’s switches are not used in radio receiving sets, 
and states: 


It is important in the consideration of this case to bear in mind that all of the goods 
of registrant particularly set out in its registration as the goods upon which it claims the 
right to use and registration of its mark “Microperm” are all radio parts and not any type 
of core or coil susceptible of general use in the electrical arts as petitioner would infer 
and as the Examiner of Interferences apparently erroneously considered them to be. 
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But respondent took no testimony, in the absence of which I doubt that all of 
its goods may properly be so regarded. And in any event, respondent attaches 
undue weight to the distinction it seeks to draw; for petitioner’s goods are widely 


used “in military radio equipment and radar equipment.” According to petitioner's 
witness, Riche: 


We have sold hundreds of thousands of switches to the suppliers of the armed forces 
and direct to the armed service for such application. In these applications the switches 


are used in connection with transformers, choke coils and magnetic coil assemblies of 
various kinds. 


I am thus constrained to agree with the examiner that the respective devices as 
described may be “frequently used together,” and are “so nearly related that pur- 
chasers might reasonably assume that they were the product of a single commercial 
source.” Accordingly it is my opinion that he was clearly right in holding “that the 
goods are of the same descriptive properties within the meaning of the Trade-Mark 
Act.” 

Petitioner has never used the word “Micro” alone, but only in association with 
the word “Switch” and other descriptive expressions which include that word. 
But being the name of petitioner’s goods, “Switch” is devoid of trade-mark signifi- 
cance; so that to all intents and purposes “Micro” is petitioner’s trade-mark. 

Because it is “commonly employed in the electrical field,” and is allegedly descrip- 
tive, respondent argues that “petitioner has no valid claim to the exclusive use of 
‘Micro’ either alone or in combination with other words for electrical apparatus 
generally.” Use of the word by others, however, in connection with goods that are 
different from those of petitioner, can have no bearing upon petitioner’s rights in 
this proceeding. And though “micro-” is a combining form from the Greek, mean- 
ing “small,” it is not in that sense “an independent word of the English language,” 
but only “part of a word.” Schering & Glatz, Inc. v. Sharpe & Dohme, Inc., 32 
C. C. P. A. 827, 146 F. 2d 1019 [35 T.-M. Rep. 46]. It is therefore suggestive 
rather than merely descriptive of the character of petitioner’s switches. 

It thus appears that respondent has appropriated the essential word of petitioner’s 
trade-mark, to which it has added the suffix “perm.” That such additions to pre- 
viously adopted trade-marks do not avoid the likelihood of confusion is well estab- 
lished. Scherling & Glatz v. Sharpe & Dohme, Inc., supra; Rogers Co. v. B. F. 
Goodrich Co., 31 C. C. P. A. 1191, 143 F. 2d 880; Lever Brothers Co. v. The 
Sitroux Co., 27 C. C. P. A. 858, 109 F. 2d 445. 

The decision of the Examiner of Interferences is affirmed. 
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EX PARTE PFEIFFER CHEMICAL COMPANY 
Commissioner of Patents 


February 26, 1947 


TRADE-MARKS—CONFUSINGLY SIMILAR. 

“Derma Zema” is confusingly similar to “Zemo” and “Zema-Salva,” “Derma” is descrip- 
tive of goods. Mark is dominated by the word “Zema” which is a prominent part of the 
“Zema-Salva” mark and is practically indistinguishable from the “Zemo” mark. 

TRADE-M ARKS—DISCLAIMER. 


Descriptive word “Derma” must be disclaimed before publicaton of the mark. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark of Pfeiffer Chemical Company, Serial 
No. 469,781, filed April 28, 1944. From decision refusing registration, applicant 
appeals. Affirmed. 


John M. Leach, New York, N. Y., for applicant. 
Frazer, F. A. C.: 


Applicant appeals from the refusal of the Examiner of Trade-Marks to register 
the notation ‘““Derma Zema” as a trade-mark for “skin lotions and skin ointments.” 

Registration was refused in view of two trade-marks previously registered for 
similar merchandise. They are “Zemo” and “Zema-Salva.” 

In applicant’s mark the word “Derma” is descriptive. Affiliated Products, Inc. 
v. Martini, 578 O. G. 454, 66 U. S. P. Q. 325; Ex Parte Parke, Davis & Co., 468 
O. G. 755, 30 U. S. P. Q. 173. The mark is thus dominated by the word “Zema,” 
which is a prominent part of the “Zema-Salva” mark, and is practically indistin- 
guishable from the “Zemo” mark. 

In its notice of appeal applicant assigned as error the examiner’s requirement that 
the word “Derma” be disclaimed, but now states that it has “no objection to dis- 
claiming the term ‘Derma’ when considered apart from the trade-mark in its 
entirety.” Should the mark be held registrable upon further appeal, such dis- 
claimer will be exacted before publication. 

The decision is affirmed. 








